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Section 1. Section 548.1, Code 1993, is amended to read as

"follows:

548.1 DEFINITIONS.

As used in this chapter, unless the context otherwise
requires: o

1. "Abandoned" means the occurrence of any of the

following in relation to a mark:
a. The use of the mark has been discontinued with intent

not to resume such use. Nonuse for two consecutive years

shall constitute prima facie evidence of abandonment.

b. A course of conduct of the owner of the mark, including

acts of omission as well as commission, causes the mark to

lose its significance as a mark.
+ 2. "Applicant" means a person filing an application for

registration of a mark under this chapter, and the person's
legal representative, successor, or assignee.
3. "Dilution” means the lessening of the capacity of a

mark to identify and distinquish goods or services, regardless

of the presence or absence of any of the following:

a. Competition between parties.
b. Likelihood of confusion, mistake, or deception.

2 4. "Mark" means a werd;-name;-symboi;-devicer;-sr-any
combination-of-the-foregoerng-in-any-form-or-arrangement-used
as-a~-certtfiecatron-marky;-collective-mark;-serviece-mark;-or

trade-mark trademark or service mark, entitled to registration

under this chapter, whether registered or not.

as--U€ertrfreatiton-mark!-means-g-mark-used-itn-connection
wrth-the-goods-or-services-af-a-person-other-than-the
certrfrer-to-tndicate-geographte-origin;-matertatr;-mode-of
manufacturers-quatity;-aceuracy;-or-other-eharacteriaties-of
the-geods-or-3ervices;-or-to-indicate-that-the-work-or-taber
on-the-gooedas-or-services-was-performed-by-members-of-a-unioen
or-other-ergantzations

br--i€ottective-markli-means-a-mark-used-by-members-sf-ga-co-

operativer-associationy-or-other-eotiective-qroup-or
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organization-to-tdentify-goeds-or-services-and-distinguish
them-from-those-of-othera;-or-to-indieate-membership-in-the
eotlective-group-or-organizattons

e 5. "Service mark” means a mark word, name, symbol, or

device or any combination of a word, name, symbol, or device,

used by a person, to identify services and to distinguish them

¢rom the services of ethers that person, including a unigue

service, from the services of others, and to indicate the

source of the services, even if that source is unknown.

Titles, character names used by a person, and other

distinctive features of radio or television programs may be

registered as service marks notwithstanding that they, or the

programs, may advertise the goods of a sponsor.

d 6. UYPrade-mark! "Trademark" means a mark-used-by-a

person-to-tdentrfy-goods-and-to-distinguish-them-from-the

goovda-maé-others word, name, symbol, or device or any

coqb{pation_of a word, name, symbol, or device, used by a

person to identify and distinguish the goods of that person,

including a unique product, from products manufactured and
sold by others, and to indicate the source of the goods, even

if that source 1s unknown.

3 7. "Person" means-an-individual;-corperatzony-government
or-governmentat-subdtvision-or-ageney;-bustness-trusty-estatey
trust;-partnership;-unineorporated-assectationy-two-or-mere-ef
any-of-the-foregoing-having-a-3joint-or-common-inkeresty-or-any

other-tegat-or-eommerciat-entity and any other word or term

used to designate the applicant or other party entitled to a

benefit or privilege cr rendered liable under thls chapter

includes a juristic person as well as a natural person. The

term "juristi¢ person” inciudes a firm, partnership,

corporation, union, asscclation, or other organization capable

of suing and being sued in a court of law.

4 8. "Reglstrant" means a person isawed-a to whom the

registration of a mark under this chapter 1s issued, and the

persen+s legal representative, successor, or assignee of such
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person.
9, "Secretary" means the secretary of state or the

designee of the secretary charged with the administration of

this chapter.
5 10. "Trade name" means a word;—name;-aymboty-devrece;-or

any-combtnation-of-the-foregoing-rn-any-form-or-arrangement
name used by a person to identify the-persents a businessy or
vocationy-er-eccupationy-and-distinguish-tt-from-othera of
such person.

6 11. "Use" means the bona fide use of a mark in the

ordinary course of trade, and not made merely to reserve a

right 1n a mark. For the purposes of this chapter, a mark

shall be deemed to be in use under any of the following

circumstances:
a. Piacing-a-mark On goods sold or transported in commerce

when the mark is placed in any manner on the goods or

containers or associlated displays, or on affixed tags or
labels, and-selttng-or-otherwise-distributing-the-goods in
this state or if the nature of the goods makes the placement

on the goods or containers impracticable, on documents

associated with the goods or their sale.

b. Bisplayimg-a-mark-in-econnection-with-the-sate-or

advertrarng-of -aervices-rendereds On services when the mark is

used or displayed in the sale or advertising of services and

the services are rendered in this state.
Sec. 2. Section 548.2, Code 1993, is amended to read as

follows:
548.2 REGISTRABILITY.
v A mark by which the goods or services of any applicant

for registration may be distinguished from the goods or

services of others shall not be registered if it the mark

meets any of the following criteria:

a 1. Consists of or comprises immoral, deceptive, or
scandalous mattery-or.

b 2. Consists of or comprises matter which may disparage,

__3_
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bring into contempt or disrepute, or falsely suggest a
connection with persons, living or dead, institutions,
beliefs, or national symbols, or bring them into contempt, or

disregute.

e 3. Consists of or comprises the flag, or coat of arms,

or other insignia of the United States, or of any state or
municipality, or of any foreign nation, or any simulation
thereofs-er.

é¢ 4. Consists of, or comprises the name, signature, or

portrait eof-amy identifying a particular living individual,

except with by the individual's written consenty-er.
e 5. Consists of a mark which is one of the following:
tty a. When apptred-te used on or in connection with the

goods or services of the applicant, 13 merely descriptive or

deceptively misdescriptive of them the goods or services.

t?* h. When appiied-to used on or in connection with the

goods or services of the applicant, is primarily
geographically descriptive or geographically misdescriptive of

them the goods or services.

t3% ¢c. Is primarily merely a surname.

This paragraph-te# subsection 5 does not prevent the

registration of a mark used tm-this-atate by the applicant
which has become distinctive of the applicant's goods or
services. The secretary of-state may accept as evidence that
the mark has become distinctive, as-appitred-te on or in

connection with the applicant's goods or services, proof of

continuous use thereof as a mark by the applicant in this
state or-etsewhere for the five years next-preceding before
the date of-the-fiting-of-the-application-for-regiatration;—or

on which the claim for distinctiveness is made.

£ 6. Resembites Consists of or comprises a mark which so

resembles a mark registered in this state or a mark or trade

name previously used tm-this-state by another and not

abandoned, so as to be likely, when eppiied-%te used on or in

connection with the goods or services of the applicant, to

-4-




S.F. Al T2 H-F.

cause confusiony or mistake, or deceptrom-of-purchasers to
deceive.

s--dudtetat-review-of-actiona-of-the-secretary-of-state
may-be-seought-rn-aceordanee-with-the-terma-of-the-Iowa
admrarscratrve-procedure-Acts

Sec. 3. Section 548.3, Code 1993, is amended to read as
follows:

548.3 APPLICATION FOR REGISTRATION.

Subject to the limitations set forth in this chapter, any a
person who has-previousiy-adepted-and-used uses a mark tn-thrg
state may file in the office of the secretary of-state, in the
manner preseribed-by which will comply with the requirements

of the secretary of-state, dupticate-originais-of an
application for the registration of the that marks--%he
appttreation-shati-inetude setting forth, but not be limited

to, all of the following information:

1. The name and business address of the appiicant; person

applying for registration; and if a corporation, the state of

incorporation, or if a partnership, the state in which the

partnership is organized and the names of the general

partners, as specified by the secretary.

2. The goods or services on or in connection with which
the mark is in use, the mode or manner in which the mark is
used on or in connection with those goods or services, and the
class er-eciasses in which such goods or services fall, as
described in regutatitens-premntgated rules adopted by the

secretary of-atate,

3. The date on which the mark was first used anywhere by
the applicant or the applicant's predecessor in interestsy-and
the-date-on-which-i1t-was-firat-naed-in-this~atate.

4. A statement that the applicant is the owner of the mark
tn-thra-state, that the mark is in use, and that, to the

knowledge of the person verifying the application, no other

person has registered, either federally or in this state, or

has the right to use a such mark tn-thras-state-which

-5-
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purchasers-woutd-be-iirkely-to-confuse-or-mistake-for-the

apptircantia-mark either in the identical form or in such

resemblance to the form as to be likely, when applied to the

goods or services of such other person, to cause confusion or

mistake, or to decelve.

5 The srgnuture-and-vertrfication-of secretary may also

require a statement as to whether an application to register

the mark, or portions or a composite of the mark, has been

filed by the applicant or a predecessor in interest in the

United States patent and trademark office; and if so, the

applicant shall provide full particulars with respect to the

filing including the filing date and serial number of each

application, the status of the application and if any

application was finally refused registration or has otherwise

not resulted in a registration, the reasons therefore.

The secretary may also require that a drawing of the mark,

complying with such requirements as the secretary may specify,

accompany the application.

The application shall be signed and verified by oath,

affirmation, or declaration subject to perjury laws by the

applicant;-a-specimen-or-facarmite-of-the-mark-xiiustrating
tta-present-mode-of-naer-and-a-firring-fee-of-ten-dottars-for
each-class-of-goods-or-servicea-for-which-registration-is3

asught or by a member of the firm or an officer of the

corporation or association applying.

The application shall be accompanied by three specimens

showing the mark as actually used.

The application shall be accompanied by the application fee

payable to the secretary.
Sec. 4. NEW SECTION. 548.3A FILING OF APPLICATIONS.

1. Upon the filing of an application for registration and
payment of the application fee, the secretary may cause the
application to be examined for conformity with this chapter.

2. The applicant shall provide any additional pertinent

information requested by the secretary including a description

_6..
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of a design mark and may make, or authorize the secretary to
make, such amendments to the application as may be reasonably
requested by the secretary or deemed by the applicant to be
advisable to respond to any rejection cr objection.

3. The secretary may require the applicant to disclaim an
unregisterable component of a mark otherwise registerable, and
an applicant may voluntarily disclaim a component of a mark
sought to be registered. A disclaimer shall not prejudice or
affect the applicant's or registrant's rights existing at or
after the time of disclaimer arising in the disclaimed matter,
or the applicant's or registrant's rights of registration on
another application if the disclaimed matter is or becomes
distinctive of the applicant's or registrant's goods or
services.

4. Amendments may be made by the secretary upon the
appliration submitted by the applicant upon the applicant's
agreement, ¢r the secretary may require a new application to
be submitted.

5. If the applicant is found not to be entitled to
registration, the secretary shall advise the applicant thereof
and of the reasons therefore. The applicant shall have a
reasonable period of time specified by the secretary in which
to reply or to amend the application, in which event the
application shall be reexamined. This procedure may be
repeated until the secretary finally refuses registration of
the mark or the applicant fails to reply or amend within the
specified period, whereupon the application shall be deemed to
have been abandoned.

6. If the secretary finally refuses registration of the
mark, the applicant may seek judicial review of the refusal in
accordance with chapter 17A.

7. If the secretary is concurrently processing
applications seeking registration of the same or confusingly
similar marks for the same or related goods or services, the

secretary shall grant priority to the applications in order of

_7_
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filing. If an application filed earlier is granted a

registration, a later applicaticn shall be rejected. Any
rejected applicant may bring an action for cancellation of the
registration upon grounds of prior or superior rights to the
mark, in accordance with the provisions of section 548.7.

Sec. 5. Section 548.4, Code 1993, is amended to read as
follows:

548.4 CERTIFICATE OF REGISTRATION.

¥he Upon compliance by the applicant with the requirements

of this chapter, the secretary of-state shall i1ssue cause a

certificate of registration to be issued and delivered to the

applicant unpon-ecempiiance-with-the-requirementas-of-thisg
ehapter. The certificate of registraticon shall be issued over
under the signature and seal of the secretary of-state-er-the
Secretaryla-designee, bear-the-date-of-reqistration;-and-be
affixed-to-a-dupiicate-originat-apptteation-or-a-cepy and

shall show the name and business address and, if a

corporation, the state of incorporation, or if a partnership,

the state in which the partnership is organized and the names

of the general partners, as specified by the secretary, of the

person claiming ownership of the mark, the date claimed for

the first use cf the mark anywhere and the date claimed for

the first use of the mark in this state, the class of goods or

services and a description of the goods or services on or 1in

connection with which the mark is used, a reproduction of the

mark, the registration date and the term of the registration.

A-duptieate-original-application-shatli-be-retained-by-the
secretary-of-state-with-respect-to-each-registered-marks--The
retatned-dupticate-originat-appireation-or-a-coepy-shati-be
avairtabte-for-pubitc-examinattons
A-cercifreate-of-regitstration-by-the-secretary-of-states
affrxed-to-a-duplticate-originat-apprication-or-te-a-copys
shaiti-be-prima-facte-evidence-of-the-vatidity-of-regtstration
and-of-the-registrantis-right-to-use-cthe-mark-througheust-tnrg

stare-in-the-manner-deserrbed-tn-phe-cerprfregre—-oé
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regiatrations
A certificate of registration issued by the secretary under

this section or a copy thereof duly certified by the secretary
shall be admissible in evidence as competent and sufficient

proof of the registration of such mark in an action or

judicial proceeding in any court in this state.
Sec. 6. Section 548.5, Code 1993, is amended to read as

follows:
548.5 DURATION AND RENEWAL.
Regrastration A registration of a mark under this chapter

shall be effective for a term of tem five years and from the

date of registration and, upon application filed within six

months prior to the expiration of the term, in a manner

complying with the requirements of the secretary, the

registration may be renewed for sneecessive-ten-year-perieds a
like rerm from the end of the expiring term. A renewal fee of

ten-dellars payable to the secretary shall accompany an

application for renewal of registration. Appireatton-for
renewat-shatl-be-made-within-stx-months-prier-toe-the
exprratien-of-the-regtatration-on-a-form-furnished-by-the
secretary-of-state-and-shati-inecinde-a-verrfred-gstatement-that
the-mark-rs-atitl-in-use-tn-thia-ataters
Phe-secretary-of-state-shati-notify-a-registrant-of-the
pending-exprratton-ef-the-registrantis-registrations--Hewevers
the-fatture-of-a-registrant-to-receive-due-notice-frem-the
secretary-of-state-shati-net-prevent-expiracten-cf-a
regtrserations
Phe-term-of-any-registration-in-force-on-the-date-on-which
thrs-chapter-becomes-effective-4yhail-not-be-affected-by-thia
chapter;-but-any-regtstration-tn-foree-on-satd-date-can-onty

be-renewed-under-this-echapters A registration may be renewed

for successive periods of five years in like manner. A

registration in force on the date on which this chapter shall

become effective shall continue in full force and eifect for

the unexpired term thereof and may be renewed by filing an

_9_
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application for renewal with the secretary complying with the

requirements of the secretary and paying the renewal fee

within six months prior to the expiration of the registration.

All applicants for renewal under this chapter, whether of

registration made under this chapter or of registrations

effected under any prior statute, shall include a verified

statement that the mark has been and is still in use and

include a specimen showing actual use of the mark on or in

connection with the goods or services.
Sec. 7. Section 548.6, Code 1993, 1is amended to read as

follows:

548.6 ASSIGNMEN? ASSIGNMENTS, CHANGES OF NAME, AND OTHER
INSTRUMENTS.
1. Any A mark registered-under-this-chaepter-shaii-be and

its registration under this chapter is assignable with the

good will of the business in which the mark is used or with

that part of the good will of the business connected with the

use of and symbolized by the mark. A-mark-connected-with-a

part-of-the-geed-witi-of-a-busineas-ean-be-assigned-with-that
part-of-the-goed-witt-of-the-businesa; Assignment of-a
regtastration-can-onty-be-effected-by-fiiing-dupireate

ortginatu-cf-an-asstgmment;-signed-by-the-regretrants; shal: be

by a duly executed written instrument which may be recorded
with the secretary of-state-together-witn-a-filing-fee-of
three-detlars:--After-fiiing-the-assignment;-the-seecretary-of

state upon the payment of a recording fee to the secretary,

who, upon recording of the assignment shall issue te a new

certificate in the name of the assignee; for the remainder of

the term of the assigned registration;-a-new-cert:rfrcate

attached-to-one-of -the-dupiteate-ortginais or of the last

renewal of the registration. An assignment of a registration

under this chapter shall be void as against any subsequent

purchase for valuable consideration without notice, unless the

assignment 1s recorded with the secretary within three months

after the date of the assignment or prior to such subsequent

-10-~-
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purchase.
2. A registrant or applicant effecting a change of the

name of the person to whom the mark was issued or for whom an

application was filed may record a certificate of change of

name of the registrant or applicant with the secretary upon
the payment of the recording fee. The secretary may issue a

certificate of registration of an assigned application in the

name of the assignee. The secretary may issue in the name of

the assignee, a new certificate or registration for the
remainder of the term of the registration or last renewal of

the registration.
3. Other instruments which relate to a mark registered or

application pending pursuant to this chapter, such as, by way

of example, licenses, security interests, or mortgages, may be

recorded in the discretion of the secretary, if such

instrument is in writing and duly executed.

4. Acknowledgement shall be prima facie evidence of the

execution of an assignment or other instrument and, when

recorded by the secretary, the record shall be prima facie

evidence of execution.

5. A photocopy of any instrument referred to in

subsections 1 through 3, shall be accepted for recording if it

is certified by any of the parties to the registration, or

their successors, to be a true and correct copy of the
original,

Sec. 8. NEW SECTION. 548.6A RECORDS.

The secretary shall keep for public examination a record of

all marks registered or renewed under this chapter, as well as

a record of all documents recorded pursuant to section 548.6.

Sec. 9. Section 548.7, Code 19923, is amended to read as
follows:

548.7 CANCELLATION.

The secretary of-atate shall cancel from the register, in
whole or in part, any of the following:

1. Any-regrstratien-under-a-prior-itaw-which-has-expired

_ll—
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without~being-renewed-under-this-chapter:

2:-~Any A registration concerning which the secretary of
state receives a voluntary request for cancellation from the
registrant or the assignee of record.

3 2. Any A registration granted under this chapter and not

renewed in accordance with tta-previstens this chapter.

4 3. Any A registration concerning which a district courts
rn-an-action-rnvoiving-the-registratton-and-from-which-ne

appeat-is-or-can-be-taken; finds any of the following:

a. That the registered mark has been abandonedr-or.
b. That the registrant is not the owner of the markjy-er.
¢c. That the registration was granted contrary-to-the

proviatons-of-this-chaptery-or improperly.

d. That the registration was obtained fraudulentlys-er.
e. That the registered mark has become rncapabie-of

serving-as-a-marks-or the generic name for the goods or

services, or a portion of the goods or services, for which the

mark has been registered.

f. That the registered mark is so similar te-a-mark
registered, as to be likely to cause confusion or mistake or

to deceive, to a mark registered by another person in the

United States patent and trademark office by-anether-party-to

the-tttrgatron-and-not-abandened-prior~to-the-date-of-firat
use-by-the-regrstrant-under-thia-chapter-as-to-be-tikety-to
caunse-confuaron;-mistake;-or-deception-aé-purchasersas
However;-regtatration-uander-thia-chapter-shaii-not-be-canceted

tf-the-regratrant-under-this-chapter-proves prior to the date

of the filing of the application for registration by the

registrant under this chapter, and not abandoned. However, if

the registrant proves that the registrant has is the owner of

a concurrent registration for-the of a mark in the United

States patent and trademark office £er covering an area

including this state, the registration undex this chapter

shall not be canceled for such area of the state.

5. Any A registration that-a-district-court;-from-whieh-ne

_12_
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appeat-ts-or-can-be-takeny;-orders ordered canceled by a court
on any ground.

Sec. 10. Section 548.8, Code 1993, is amended to read as
follows:

548.8 CLASSIFICATION.

The secretary of-state shall by rule establish a
classification of goods and services for convenience in the
administration of this chapter whieh-shat}, but not limit an

or extend the applicant's or registrant’'s rights except-as

expressty-provided-by-thts-ehapter, and a single application

for registration of a mark may include any or all gocds upon

which, or services with which, the mark is actually being used

indicating the appropriate class or classes of goods or

services. If a single application includes goods or Services

which fall within multiple classes, the secretary may require

payment of a fee for each class. To the extent practical, the

classification of goods and services should conform to the
classification adopted by the United States patent and

trademack office.
Sec. 11. Section 548.9, Code 1993, is amended to read as

follows:

548.9 FRAUDULENT REGISTRATION.

Any A person who, either on the person's own behalf or on
behalf of any other person, shaii-procure procures the filing

or registration of amy a mark in the office of the secretary

under this chapter by knowingly making any false or fraudulent

representation or declaration, orally or in writing, or by any

other fraudulent means is liable for the damages eaused-by-the

fraudutent sustained in consequence of the filing or

registration and-+n-an-actron-teo-reeover-these-damages-the
eourt-shati-order-cancettatron-of-the-£fraudulentiv-obratned
regratratten to be recovered by or on behalf of the party

injured in district court.
Sec. 12. Section S48.10, Code 1993, is amended to read as

follows:
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548.10 INFRINGEMENT.
Any-peraon-whe Subject to section 548.11B, a person shall

not do any of the following:
1. Use, without the consent of the registrant, uses any

reproduction, counterfelt, copy, or colorable imitation of a
mark registered under this chapter tn-a-menrner-whieh in

connection with the sale, distribution, offering for sale, or

advertising of any goods or services on or in connection with

which such use is likely to cause confusion; or mistake, or

deception to deceive as to the source of origin of purehaseras

or-reproduces;-counterfetts;—copiear-or-cotarably-tmitates

such goods or services.

2. Reproduce, counterfeit, copy, or colorably imitate any

regratered such mark and appties apply such reproduction,
counterfeit, copy, or colorable imitation to labels, signs,
prints. packages, wrappers, receptacles, or advertisements
intended to be used in-a-mamner-whieh-+a-likeily-to-eanse
confusiony-miatakes;-or-deception-of-purchasers upon or in

connection with the sale or other distribution in this states

of such goods or services.

The person shall be liable in a civil action by the
registrant ef-the-mark; for any or all of the remedies
provided in sectlon 548.11, except that under subsection 2,
the registrant shall not be entitled to recover profits or

damages unless the acts have been committed with the intent to

cause confusion or mistake or to deceive.
Sec. 13. NEW SECTION. 548.10A INJURY TO BUSINESS
REPUTATION -- DILUTION.

The owner of a mark which is famous in this state shall be

entitled, subject to the principles of equity, to an
injunction against another's use of a mark, commencing after
the owner's mark becomes famous, which causes dilution of the
distinctive quality of the owner's mark, and to obtain such
other relief as is provided in this section. In determining

whether a mark is famous, a court may consider factors such

=14~
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as, but not limited to:

1. The degree of inherent or acquired distinctiveness of
the mark in this state.

2. The duration and extent of use of the mark in
connection with the goods and services.

3. The duration and extent of advertising and publicity of
the mark in this state.

4. The geographical extent of the trading area in which

the mark is used.
5. The channels of trade for the goods or services with

which the owner's mark is used,

6. The degree of recognition of the owner's mark in its
and in the other's trading areas and channels of trade in this
state.

7. The nature and extent of use of the same or similar
mark by third parties.

The owner shall be entitled only to injunctive relief in
this state in an action brought under this section, unless the
subsequent user willfully intended to trade on the owner's
reputation or to cause dilution of the owner's mark. If such
willful intent is proven, the owner shall alsc be entitled to
the remedies set forth in this chapter, subject to the
discretion of the court and the principles of equity.

Sec. 14. Section 548.11, Code 1993, is amended to read as
follows:

548.11 REMEDIES.

}r--Phe-regtatrant-of-a-mark-that-has-been-infringed-may-be
granted-an-rnjunctton-against-an-tnfringer-in-accordance-with
the-principtes-cf-equityr--Phe-court-in-rea-diseretron-may
altow-the-regtatrant-to-recover-the-damages-caused-by-the
tnfrrngement-or-the-profrts—of-the-infringer-attributabte-te
the-infringement;-er-both---Phe-court-may-order-any
connterfetts-or-imitations-in-the-possession-or-under-the
control-ef-an-infringer-to-be-deatroyed-and-in-exceptionat

cases-the-counrt-may-atsa-award-reasenabie-attorney-feea-to-the
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prevartrng-partys

Z---biketthood-of-in3jury~to-buainess-reputation-er-to-a
trade-name-vatid-at-common-laws-or-of-driutiton-of-the
distinctive-quatity-of-a-mark;-whether-registered-or-net
registered-under-this-chaptery-shaltt-be-a-ground-for
rnjunctive-retref-notwithstanding-the-absence-of-competition
between-the-parties-or-the-absence-of-eonfuston-as-te-the

source-of-goods-or-servieeas The owner of a mark registered

under this chapter may proceed by suit to enjoin the

manufacture, use, display, or sale of any counterfeits or

imitations of the mark and any court may grant injunctions to

restrain such manufacture, use, display, or sale as the court

deems just and reasonable, and may require the defendants to

pay to such owner all profits derived from or all damages

suffered by reason of such wrongful manufacture, use, display,

or sale. The court may also order that any counterfeits or

imitations in the possession or under the control of a
defendant be delivered to an officer of the court, or to the

complainant, to be destroyed. The court, in its discretion,

may enter judgment for an amount not to exceed three times

such profits and damages and reasonable attorneys' fees of the

prevailing party in cases where the court finds the other

party committed such wrongful acts with knowledge or in bad

faith or otherwise as according to the circumstances of the

case.
The enumeration of any right or remedy in this section
shall not affect a registrant's right to prosecute under any

penal law of this state.
Sec. 15. NEW SECTION. 548.11A FORUM FOR ACTIONS
REGARDING REGISTRATION -- SERVICE ON OUT-OF-STATE REGISTRANTS.

1. Actions to require cancellatlion of a mark registered

pursuant to this chapter shall be brought in district court.
In an action for cancellation, the secretary shall not be made
a party to the proceeding but shall be notified of the filing
of the complaint by the clerk of the district court in which

.-16_
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it is filed and shall be given the right to intervene in the .
action.
2. In an action brought against a nonresident registrant,
service may be effected upon the secretary as agent for
service of the registrant in accordance with the procedures
established for service upon nonresident corporations and
business entities under section 617.3.
Sec. 16. NEW SECTION. 548.11B COMMON LAW RIGHTS.
This chapter shall not adversely affect the rights or the

enforcement of rights in marks acquired in good faith at any

time at common law.

Sec. 17. NEW SECTION. 548.11C FEES.

The secretary shall by rule adopted pursuant to chapter 17A
prescribe the fees payable for the various applications and
recording fees and for related services. Unless specified by
the secretary, the fees payable pursuant to this chapter are
not refundable. .

Sec., 18. PENDING ACTIONS NOT AFFECTED. This Act shall not
affect any suit, proceeding, or appeal pending on the
effective date of this Act.

Sec. 19. REPEAL. Sections 548.12 and 548.13, Code 1993,

are repealed.

Sec. 20. CODE EDITOR. The Code editor shall renumber
sections as provided in this Act to ensure consistency with
the model state trademark bill promulgated by the United
States trademark association, including the most recent
revisions in the model bill,

EXPLANATION

This bill amends chapter 548 providing for the registration
and protection of certain marks, including trademarks and
service marks, to be consistent with revisions made by the
United States trademark association to the model state
trademark bill,

The bill amends the definitions in the chapter. The bill .
eliminates references to "certification marks" and "collective
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marks". The bill provides a more extensive definition of
several terms, including "service marks"”, "trademarks", and
"use".

The bill amends provisions relating to the registration of
marks, including applying for registration. The bill provides
for the registration of marks by partnerships. The bill
provides for information required to be submitted by an
applicant, including information regarding the filing of
applications with the United States patent and trademark
office.

The bill provides a new section relating to the filing of
applications with the secretary of state. It amends
provisions relating to the issuance of a certificate of
registration, including information required to appear on the
certificate, and the use of such certificate as evidence in
legal proceedings. The bill amends provisions relating to the
renewal of registrations, by reducing the term of registration
from 10 years to 5 years.

The bill provides for the assignment of rights to a mark,
notice, and procedures for the issuance of a new certificate
by the secretary of state. The bill also provides for the
change of an applicant's name, and the effect of other
instruments which relate to a mark.

The bill provides for cancellation of registration,
including in cases where the appearance of a mark causes
confusion or mistake.

The bill provides for fraudulent registration and
infringement. It provides that the registrant of a mark may
have a claim to recover damages in cases of intentional
decepticon. It also provides that a registrant may enjoin the
persons wno manufacture, use, display or sell products or
services in violation of the chapter. The bill provides
procedures for bringing actions to enforce rights granted in
the chapter. The bill provides that pending legal actions are
not affected by the bill.

_18_
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The bill allows the secretary of state to establish fees to .
administer the chapter, and removes references to fees

established in the chapter.
The bill repeals Code sections relating to defenses and the

application of the chapter.

34
®
LSB 35258V 75
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Section 1. Section 548.1, Code 1993, is amended to read as .

follows:

548.1 DEFINITIONS.

As used in this cha?ter, unless the context otherwise
requires:

1. "Abandoned” means the occurrence of any of the
following in relation to a mark:

2. The use of the mark has been discontinued with intent
not to resume such use. Nonuse for two consecutive years

shall constitute prima facie evidence of abandonment.
b, A course of conduct of the owner of the mark, including
acts of omission as well as commission, causes the mark to

lose its significance as a mark.

¥ 2. "Applicant" means a person filing an application for
regist}ation of a mark under this chapter, and the person's
legal representative, successor, or assignee.

3. "Dilution" means the lessening of the capacity of a
mark to identify and distinguish goods or services, regardless

of the presence or absence of any of the following:

a. Competition between parties.
b, Likelihood of confusion, mistake, or.deception,
2 4. "Mark" means a wordy-namej-symbol;-devicey-or-any

corbinatton-of-the-foregoing-in-any-form-or-arrangement-used
gs-a-cerbrfication-mark;-cotisctive-mark;-sService-marks-or

trade-mark trademark or service mark, entitled to registration

under this chapter, whether registered or not.

az--U€ertification-mark!-means-a-mark-used-in-connectian
with-the~-geods-or-services-of-a-person-other~than-the
cereifier-to-indicate-geographic-origin;-materiai;-mode-of
maruéacture;-guatityr-accuracyr;-or-sther-characteristics-of
the-goeda-or-services;-or—-to-indicate-that-che-work-or-iabor
on-the-goods-or-services-waa-perEermed?by-members-of-a-union
or-sther-organtzations

Br--tfoitective-marki-means-a-mark-used-by-members-of-a-co-

sperativer;-asseerationy-or-other-¢coiieetrve-group-or

-1-
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organization~to-identify-goods-or-services-and-distinguish
them-from-those-af-others;-or-to-indicate-membership-¢n-the
coiiectrve-group-er-organizatiens

e 5. "Service mark" means a mark word, name, symbol, or

device or any combination of a word, name, symbol, or device,
used by a person, to identify services and to distinguish them
from the services of ethers that person, including a unique
service, from the services of others, and to indicate the

source of the services, even if that source is unknown.

Titles, character names used by a person, and other
distinctive features of radio or television programs may be
registered as service marks notwithstanding that they, or the

programs, may advertise the goods of a sponsor.
d 6. UuPrade-markt "Trademark" means a mark-used-by-a&

persen-te-identify-goods-and-to~-distinguish-them-£rom~the
goods-of-others word, name, symbol, or device or any

combination of a word, name, symbol, or device, used by a
person to identify and distinguish the goods of that person,
including a unique product, from products manufactured and
sold by others, and to indicate the source of the goods, even

1f that source is unknown.
3 7. "Person" means-an-individuai;-corporation;-government

er-governmentai-subdivision-er-agency;-business-trust;-estaces;
trust;-partnershipr-unincorpoarated-association;-two-or-more-of
any-of-the-foregorng-having-a-jeint-or-commen-interest;-or-any
other-legat-or-commercrai-enttty and any other word or term
used to designate the applicant or other party entitled to a
benefit or privilege or rendered liable under this chapter
includes a ijuristic person as well as a natural person. The
term "juristic person” inciudes a firm, partnership,

corporation, union, association, or other organization capable

of suing and being sued in a court of law.

4 8. "Registrant” means a person issued-& to whom the

registratjon of a mark under this chapter is issued, and the

personts legal representative, successor, or assignee of such

_2_




9. "Secretary" means the secretary of state or the

designee of the secretary charged with the administration of

this chapter.

5 10. "Trade name" means a word;-n&me:-symboi7~devéce7-or
any-combinatien-of-the-foregoing-in-any-form-or-arrangement
name used by a person to identify the-persenis a businesssy or
vocationr-or-cccupatéen;—and-déstinguish-it—froﬁ-others of
such person.

6 11. "Use" means the bona fide use of a mark in the

ordinary course of trade, and not made merely to reserve a

right in a mark. For the purposes of this chapter, a mark

shall be deemed to be in use under any of the following

Circumstances:

a. Piaerng-a-mark On goods sold or transported in commerce

when the mark is placed in any manner on the goods or

contalners or associated displays, or on affixed tags or
labels, and-seiiing-sr-otherwise-distributing-the-goecds in
this state or if the nature of the goods makes the placement
on the goods or containers impracticable, on documents

associated with the goods or their sale.

b. Bispiaying-a-mark-im-eonnection-with-the-sate-or
advertisrng-of-services-rendered; On services when the mark 1is

used or displayed in the sale or advertising of services and

the services are rendered in this state.
Sec. 2, Section 548.2, Code 1993, is amended to read as

follows:

548.2 REGISTRABILITY.

v A mark by which the goods or services of any applicant
for registration may be distinguished from the goods or

services of others shall not be registered if ¢ the mark
meets any of the following criteria:

a 1. Consists of or comprises immoral, deceptive, or
scandalous matters-eor.
b 2. Consists of or comprises matter which may disparage,

-3-
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bring into contempt or disrepute, or falsely suggest a
connection with persons, living or dead, institutions,
beliefs, or national symbols, or bring them into contempt, or
disrepute.

€ 3. Consists of or comprises the flag, or coat of arms,
or other insignia of the United States, or of any state or
municipality, or of any foreign nation, or any simulation

thereofy-eor.

d 4. Consists of, or comprises the name, signature, or
portrait ef-any identifying a particular living individual,
except with by the individual's written consents-or.

e 5. Consists of a mark which is one of the following:

t3y a. When appiied-to used on or in connection with the
goods or services of the applicant, is merely descriptive or
deceptively misdescriptive of them the goods or services.

t2+ b. When apptted-te used on or in connection with the
goods or services of the applicant, is primarily
geographically descriptive or geographically misdescriptive of

them the goods or services.

t3}y ¢. Is primarily merely a surname.

This paragraph-te# subsection 5 does not prevent the
registration of a mark used in-this-state by the applicant
which has become distinctive of the applicant's goods or
services. The secretary of-state may accept as evidence that

the mark has become distinctive, as-appiied-toc on or in
connection with the applicant's goods or services, proof of
continuous use thereof as a mark by the applicant in this
State er-eisewhere for the five years next-preeceding before

the date ef-the-friing-of-the-appiication-for-regiacrationsy-or
on which the claim for distinctiveness is made.

£ 6. Resembies Consists of or comprises a mark which so
resembles a mark registered in this state or a mark or trade

name previously used tm-this-seate by another and not
abandoned, so as to be likely, when appiied-te used on or in

connection with the goods or services of the applicant, to

-4
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cause confusiony or mistake, or deeception-of-purchasers to
deceive,

T-~-Judicial-review-of-actions-of-the-seeratary-of-state
may-be-songht-in-accordanee-wéth-the-tetms-of-the—iowd
administrative-procednre-Aets

Sec. 3. Section 548.3, Code 1993, is amended to read as
follows: .

548.3 APPLICATION FOR REGISTRATION.

Subject to the limitations set forth in this chapter, any a
person who has-previousty-adepted-and-used uses a mark in-this
state may file in the office of the secretary of-state, in the
manner preseribed-by which will comply with the requirements

of the secretary of-state, dupitcate-originais-of an
application for the registration of the that marks--%he
appizcatron-shati-inciude setting forth, but not be limited
to, all of the following information:

1, The name and business address of the appiieant; person
applying for registration; and if a corporation, the state of

incorporation, or if a partnership, the state in which the

partnership is organized and the names of the general

partners, as specified by the secretary.

2. The goods or services on or in connection with which
the mark 1is in use, the mode or manner in which the mark 1is
used on or in connection with those goods or services, and the
class or-eiamsses in which such goods or services fall, as
described in reguiatiens-premuigated rules adopted by the

secretary of-state,.

3. The date on which the mark was first used anywhere by
the applicant or the applicant's predecessor in interest;-and
the-date-on-which-tt-was-£frrse-nsed-in-this-state,

4. A statement that the applicant is the owner of the mark
tn—this-seaee, that the mark is in use, and that, to the

knowledge of the person verifying the application, no other

person has registered, either federally or in this state, or

has the right to use & such mark tn-this-state-whieh

-5~
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purchasers-wouid-be-iikety-to-confuse-or-mistake-for-the
appiicantis-mark either in the identical form or in such

resemblance to the form as to be likely, when applied to the
goods or services of such other person, to cause confusion or

mistake, or to deceive,

5+ The signature-and-verificatien-of secretary may also
require a statement as to whether an application to register
the mark, or portions or a composite of the mark, has been
filed by the applicant or a predecessor in interest in the
United States patent and trademark office; and if so, the
applicant shall provide full particulars with respect to the
filing including the filing date and serial number of each
application, the status of the application and if any
application was finally refused registration or has otherwise
not resulted in a registration, the reasons therefore.

The secretary may also require that a drawing of the mark,
complying with such requirements as the secretary may specify,
accompany the application.

The application shall be signed and verified by oath,
affirmation, or declaration subiject to perjury laws by the
applicanty;-a-aspecimen-or~-faesimite-of-the-mark-titustrating
tts-present-mede-of-nse;~and-a-£friing-fee-of-ten-doilars-for

each-ctass-of-goads-or-services-for-which-regrstration-1s
seought or by a member of the firm or an officer of the

corporation or association applying.
The application shall be accompanied by three specimens

showing the mark as actually used.

The application shall be accompanied by the application fee
payable to the secretary.

Sec. 4. NEW SECTION. 548.3A FILING OF APPLICATIONS.

1. Upon the filing of an application for registration and
payment of the application fee, the secretary may cause the
application to be exahined for conformity with this chapter.

2. The applicant shall provide any additional pertinent
information requested by the secretary including a description

-6-



of a design mark and may make, or authorize the secretary to .
make, such amendments to the application as may be reasonably
requested by the secretary or deemed by applicant to be
advisable to respond to any rejection or objection.

3. The secretary may require the applicant to disclaim an
unregisterable component of a mark otherwise registerable, and
an applicant may voluntarily disclaim a component of a mark
sought to be registered. A disclaimer shall not prejudice or
affect the applicant's or registrant's rights existing at or
after the time of disclaimer arising in the disclaimed matter,
or the applicant's or registrant's rights of registration on
another application if the disclaimed matter is or becomes

Q W 00 ) W R

distinctive of the applicant's or registrant's goods or
services. 7

4. Amendments may be made.by the secretary upon the
application submitted by the applicant upon applicant's
agreement, or the secretary may require a new application to
be submitted.

5. If the applicant is found not to be entitled to
registration, the secretary shall advige the applicant thereof
and of the reasons therefore. The applicant shall have a
reasonable period of time specified by the secretary in which
to reply or to amend the application, in which event the
application shall be reexamined. This procedure may be
repeated until the secretary finally refuses registration of
the mark or the applicant fails to reply or amend within the
specified period, whereupon the application shall be deemed to
have been abandoned.

6. If the secretary finally refuses registration of the
mark, the applicaht may seek judicial review of the refusal in

accordance with chapter-l7A.
7. f the secretary is concurrently processing

applications seeking registration of the same or confusingly
similar marks for the same or related goods or services, the
secretary shall grant priority to the applications in order of .

-7 -
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filing. If an application filed earlier is granted a
registration, a later application shall be rejected. ‘Any
rejected applicant may bring an action for cancellation of the
registration upon grounds of prior or superior rights to the
mark, in accordance with the provisions of section 548.7.

Sec. 5. Section 548.4, Code 1993, is amended to read as
follows:

548.4 CERTIFICATE OF REGISTRATION.

Phe Upon compliance by the applicant with the requirements
of this chapter, the secretary of-seate shall issue cause a
certificate of registration to be issued and delivered to the
aprlicant upen-cempiianee-with-the-requirements-ef-this
ehapeer., The certificate of registration shall be issued over
under the signature and seal of the secretary of-state-or-the

secretaryis-desrgnee, bear-the-date-of-registrationy-and-be
affixed~te-a-dupticate-originai-appiteation-or-a-eopy and
shall show the name and business address and, if a
corporation, the state of incorporation, or if a partnership,
the state in which the partnership is organized and the names
of the general partners, as specified by the secretary, of the
person claiming ownership of the mark, the date claimed for
the first use of the mark anywhere and the date claimed for
the first use of the mark in this state, the class of goods or
services and a description of the goods or services on or in
connection with which the mark is used, a reproduction of the
mark, the registration date and the term of the registration,
A-dupizeate-originat-appiication-shaii-be-retained-by-the
secretary-of-state-with-respect-to-each-registered-mark-~-%he
retasned-dupiicate-ariginat-appiication-or-a-copy~shati-be
avaiiabie-for-pubiic-examinations
A-certifrcate-cf-regratration-by-the-secrecary-of-seate;
affixed-ro-a-dupticate-sriginat-appiication-or-to-a-eopysy
shaii-be-prima-facie-evidence-of-the-vatidity-oé-registration
and-of-the-registrantis-right-to-use-the-mark-throngheut-this

ghare-rn-the-manmrer-described-tn-the-coarttficate-of

-8~




regiserations .
A certificate of registration issued by the secretary under

this section or a copy thereof duly certified by the secretary
shall be admissible in evidence as competent and sufficient

proof of the registration of such mark in an action or

judicial proceeding in any court in this state.

Sec. 6. Section 548.5, Code 1993, is amended to read as
follows: .

548.5 DURATION AND RENEWAL.

Registration A registration of a mark under this chapter
shall be effective for a term of ten five years and from the
date of registration and, upon application filed within six

months prior to the expiration of the term, in a manner

complying with the requirements of the secretary, the

registration may be renewed for successive-ten-year-periods a

like term from the end of the expiring term. A renewal fee of
ten-dottars payable to the secretary shall accompany an

application for renewal of registration. Appiication-for .
renewal-shaii-be-made-within-six-months-prier-to-the

expiratien-of-the-registration-on-a-form-furnished-by-the
secretary-of-state-and-shaii-inctude-a-verified-statement-that
the-mark-ts-stili-tn-use-tn-this-states
Fhe-secretary-of-state-shati-netify-a-registrant-of-the
pending-expiration-of-the-registrantis-regratrations-—-Bowever;
the-fatrinre-of-a-regtatrant-to-receive-due-notice-£from-the
secretary-of-state-shaii-not-prevent-exprration-of-a
regiatrations
Fhe-term-of-any-registration-in-force-on-the-date-on-which
this-chapter-becomes-effective-shati-not-be-affected-by-this
chapter;-but-any-regrstration-rn-force-on-said-date-can-oniy
be-renewed-under-this-chapters A registration may be renewed
for successive periods of five vears in like manner. A
registration in force on the date on which this chapter shall
become effective shall continue in full force and effect for
the unexpired term thereof and may be renewed by filing an .

-9~
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application for renewal with the secretary complying with the

requirements of the secretary and paying the renewal fee

within six months prior to the expiration of the registration.
Al]l applicants for renewal under this chapter, whether of

registration made under this chapter or of registrations
effected under any prior statute, shall include a verified
statement that the mark has been and is still in use and
include a specimen showing actual use of the mark on or in

connection with the goods or services.

Sec. 7. Section 548.6, Code 1993, is amended to read as
follows:

548.6 ASSIGNMEN? ASSIGNMENTS, CHANGES OF NAME, AND OTHER
INSTRUMENTS.

l. Any A mark registered-under-this-chapter-shaii-be and

its registration under this chapter is assignaBle with the
good will of the business in which the mark is used or with
that part of the good will of the business connected with the
use of and symbolized by the mark. A-mark-connected-with-a

part-of-the-goecd-witi-of-a-business-can-be-assigned-with-that
part-of-the‘good-wéi§-of-the-buséness: Assignment ef-a
registration-can-onty-be-effeacted-by-£fiiing-dupticate
errginats-of-an-assignment;-signed-by-the-registrant; shall be
by a duly executed written instrument which may be recorded
with the secretary ef-state-tegether-with-a-filing-fee-of
three-dotiaras--After-filing-the-assignment;-the-secratary-of
state upon the payment of a recording fee to the secretary,

who, upon recording of the assignment shall issue ¢o a new
certificate in the name of the assignee; for the remainder of

the term of the assigned registrationy-a-new-cert:ficate
attached-to-one-of-the-dupirecate-ortgineats or of the last

renewal of the registration. An assignment of a registration
under this chapter shall be void as against any subsequent
purchase for valuable consideration without notice, unless the

assignment is recorded with the secretary within three months

after the date of the assignment or prior to such subseguent

_10_
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purchase.

2. A registrant or applicant effecting a change of the
name of the person to whom the mark was issued or for whom an
application was filed may record a certificate of change of
name of the registrant or applicant with the secretary upon
the payment of the recording fee. The secretary may issue a
certificate of registration of an assigned application in the
name of the assignee. The secretary may issue in the name of
the assignee, a new certificate or registration for the
remainder of the term of the registration or last renewal of

the registration.

3. Other instruments which relate to a mark registered or
application pending pursuant to this chapter, such as, by way
of example, licenses, security interests, or mortgages, may be

recorded in the discretion of the secretary, if such
instrument is in writing and duly executed.

4. Acknowledgement shall be prima facie evidence of the
execution of an assignment or other instrument and, when
recorded by the secretary, the record shall be prima facie
evidence of execution. '

5. A photocopy of any instrument referred to in
subsections 1 through 3, shall be accepted for recording if it
is certified by any of the parties to the registration, or
their successors, to be a true and correct copy of the
original.

Sec. 8. NEW SECTION. 548.6A RECORDS.

The secretary shall keep for public examination a record of
all marks registered or renewed under this chapter, as well as

a record of all documents recorded pursuant to section 548.6.

Sec. 9. Section 548.7, Code 1993, is amended to read as
follows:

548.7 CANCELLATION,

The secretary ef-seate shall cancel from the register, in
whole or in part, any of the following:

1. Any-regratration-under-a-pricr-taw-which-has-expired

=-11-




- R . Y O R T )

P
OV B W N O

= =
o -

W W W Www W RN RN RN RN
[FIN S PO S L == B T e B+ S B - B R N ~ T~

without-being-renewed-under-this-chapters
27--Any A registration concerning which the secretary of

state receives a voluntary request for cancellation from the
registrant or the assignee of record. '

3 2. Any A registration granted under this chapter and not
renewed in accordance with tts-previsiens this chapter.

4 3. Any A registration concerning which a district courts
in-an-setion-tnvoiving-the-registration-and-£frem-whieh-no
appeat-rs-ar-can-be-taken; finds any of the following:

a. That the registered mark has been abandoneds-er.

b. That the registrant is not the owner of the marks-or.

c. That the registration was granted contrary-te-the

provisions-of-this-chapter;-or improperly.
d. That the registration was obtained fraudulentlyy-er,
e. That the registered mark has become ineapabie-aof

serving-as-a-mark;-or the generic name for the goods or

services, or_a portion of the goods or services, for which the

mark has been registered.

f. That the registered mark is so similar te-a-mark
regtstered, as to be likely to cause confusion or mistake or
to deceive, to a mark registered by another person in the
United States patent and trademark office by-another-party-teo
the-iitigation-and-not-abandoned-prior-to-the-date-oé-£firse
use-by-the-regiatrant-under-this-chapte=-as-to-pa-irkety-to

canse-confusiony-mistaker-or-deceptron-cf-purchasers:
Hewever;-registration-under-this-chapter-shati-not-be-ecanceted
if-éhe-registrant-anaer-this-chapter-prevea prior to the date
of the filing of the application for registration by the
registrant under this chapter, and not abandoned. However, if
the registrant proves that the registrant has is the owner of

a concurrent registration fer-the of a mark in the United
States patent and trademark office feor covering an area
including this state, the registration under this chapter

shall not be canceled for such area of the state.

5. Any A registration thac-a-distriet-courty-from-which-no

_12.—
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appeai-ts-or-ean-be-takeny-orders ordered canceled by a court
on any ground, '

Sec. 10. Section 548.8, Code 1983, is amended to read as
follows:

548.8 CLASSIFICATION.

The secretary ef-satate shall by rule establish a
classification of goods and services for convenience in the
administration of this chapter whieh-shaii, but not limit an
or extend the applicant’s or registrant's rights except-as
expresstiy-provided-by-this-chapter, and a single application
for registration of a mark may include any or all goods upon
which, or services with which, the mark is actually being used

indicating the appropriate class or classes of goods or
services., If a single application includes goods or services
which fall within multiple clésses, the secretary may regquire
payment of a fee for each class. To the extent practical, the
classification of goods and services should conform to the
classification adopted by the United States patent and

trademark office.
Sec. 1ll. Section 548.9, Code 1993, 1s amended to read as

follows:

548.9 FRAUDULENT REGISTRATION.

Any A person who, either on the person's own behalf or on
behalf of any other person, shaii-preeure procures the filing
or registration of any a mark in the office of the secretary
under this chapter by knowingly making any false or fraudulent

representation or declaration, orally or in writing, or by any
other fraudulent means is liable for the damages eauﬁed-by-the

trauduiemt sustained in consequence of the filing or
registration and-im-an-acticn-to-recover—these-damages-the
ceurt-shati-erder-cancetiation-of-the-fraudutentiy-sbtained
registracien to be recovered by or on behalf of the party

injured in district court.
Sec. 12. Section 548.10, Code 1993, is amended to read as

follows:

_13_




548.10 INFRINGEMENT.
Any-person-whe Subject to section 548.11B, a person shall

not do any of the following:
1. Use, without the consent of the registrant, uses any

reproduction, counterfeit, copy, or colorable imitation of a
mark registered under this chapter in-a-manner-which in
connection with the sale, distribution, offering for sale, or

advertising of any goods or services on or in connection with

which such use is likely to cause confusiony or mistake, or

deceptien to deceive as to the source of origin of purehasers;

or-reproduces;-counterfeita;-copress-or-coterabiy-imitates

such goods or services.

2. Reproduce, counterfeit, copy, or colorably imitate any
registered such mark and appiies apply such reproduction,
counterfeit, copy., or colecrable imitation to labels, signs,

prints, packages, wrappers, receptacles, or advertisements
intended to be used in-a-manner-which-ts-}ikely-te-cause

confuston;-mistake;-or-deception-of-purehasess upon or in

connection with the sale or other distribution in this states

of such goods or services.

The person shall be liable in a civil action by the
registrant of-the-marky for any or all of the remedies
provided in section 548.11, except that under subsection 2,
the registrant shall not be entitled to recover profits or
damages unless the acts have been committed with the intent to

cause confusion or mistake or to deceive.

Sec. 13. NEW SECTION. 548.10A INJURY TO BUSINESS
REPUTATION -- DILUTION.

The owner of a mark which is famous in this state shall be
entitled, subject to the principles of equity, to an
injunction against another's use of a mark, commencing after

the owner's mark becomes famous, which causes dilution of the
distinctive quality of the owner's mark, and to obtain such
other relief as is provided in this section. In determining

whether a mark is famous, a ccurt may consider factors such




as, but not limited to: .

1. The degree of inherent or acquired distinctiveness of
the mark in this state.

2. The duration and extent of use of the mark in
connection with the goods and services.

3. The duration and extent of advertising and publicity of

the mark in this state.
4. The geographical extent of the trading area in which

W 0~ W s W N

the mark is used.
5. The channels of trade for the goods or services with

Lol
(=]

which the owner's mark is used.
6. The degree of recognition of the owner's mark in its
and in the other's trading areas and channels of trade in this

[
R S

state.
7. The nature and extent of use of the same or similar

=
o

mark by third parties.
The owner shall be entitled only to injunctive relief in
this state in an action brought under this section, unless the .

(-
m o~

19 subseqguent user willfully intended to trade on the owner's

20 reputation or to cause dilution of the owner's mark. If such
21 willful intent is proven, the owner shall also be entitled to
22 the remedies set forth in this chapter, subject to the

23 discretion of the court and the principles of equity.

24 Sec. 14. Section 548,11, Code 1993, is amended to read as
25 follows:

26 548.11 REMEDIES.

27 i:--Phe-registrant-of-a-mark-that-has-been-infringed-may-be

[
o

granted-an-injunction-agatnst-an-infringer-in-accordanee-with

the-principles-of-equity---FThe-court-in-srts-disecretion-may

(8 ]
(o]

attow-the-registrant-te-recover-the-damagea-caused-by-the

w
o

infringement-or-the-profits-of-the-infringer-ateributable-te

W
 and

the-itnfringement;-or-boths--The-conrt-may-order-any

(V8]
)

counterferrg-ar-imrtations—n-the-posaessien-or-under—the

[F)
)

eontroi-ef-gn-infringer-to-be-destroyed-and-in-exceptionat
eases-the-gaurt-may-aise-award-reasonapbite-attorney-fees-to-the .

wo W
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prevailing-partys
2v--bikeltheod-of-injury-te-business-reputation-er-to-a
trade-name-vat:d-at-common-taw;-or-ef-diiution-of-the
distinctive-quatity-ef-a-mark;-whether-registered-or-not
registered-under-this-chapter;-shati-be-a-greund-for
tnjunctive-retief-nobtwithstanding-the-absence-sf-competition
between-the-partres-or-the-absence-of-confusion-as-to-the
source-of-goods-or-services: The owner of a mark registered

under this chapter may proceed by suit to enjoin the

manufacture, use, display, or sale of any counterfeits or

imitations of the mark and any court may grant injunctions to

restrain such manufacture, use, display, or sale as the court

deems just and reascnable, and may require the defendants to

pay to such owner all profits derived from or all damages
suffered by reason of such wrongful manufacture, use, display,
or sale. The court may also order that any counterfeits or

imitations in the possession or under the control of a
defendant be delivered to an officer of the court, or to the
complainant, to be destroyed. The court, in its discretion,
may enter judgment for an amount not to exceed three times

such profits and damages and reasonable attorneys' fees of the

prevailing party in cases where the court finds the other

party committed such wrongful! acts with knowledge or in bad

faith or otherwise as according to the circumstances of the

case.
The enumeration of any right or remedy in this section

shall not affect a registrant's right to prosecute under any

penal law of this state.
Sec. 15. NEW SECTION. 548.11A FORUM FOR ACTIONS
REGARDING REGISTRATION -- SERVICE ON OUT-OF-STATE REGISTRANTS.
1. Actions to require cancellation of a mark registered

pursuant tc this chapter shall be brought in district court.
In an acticon for cancellation, the secretary shall not be made
a party to the proceeding but shall be notified of the filing

of the complaint by the clerk of the district court in which

_.16_
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it is filed and shall be given the right to intervene in the
action.

2. In an action brought against a nonresident registrant,
service may be effected upon the secretary as agent for
service of the registrant in accordance with the procedures
established for service upon nonresident corporations and
business entities under section 617.3.

Sec. 16. NEW SECTION. 548.11B COMMON LAW RIGHTS.

This chapter shall not adversely affect the rights or the
enforcement of rights in marks acquired in good faith at any

time at common law.

Sec. 17. NEW SECTION. 548.11C FEES.

The secretary shall by rule adopted pursuant to chapter 17A
prescribe the fees payable for the various applications and
recording fees and for related services. Unless specified by
the secretary, the fees payable pursuant to this chapter are

not refundable.

Sec. 18. PENDING ACTIONS NOT AFFECTED. This Act shall not
affect any suit, proceeding, or appeal pending on the
effective date of this Act.

Sec. 19. REPEAL. Sections 548.12 and 548.13, Code 1993,
are repealed.

Sec. 20. CODE EDITOR. The Code editor shall renumber
sections as provided in this Act to ensure consistency with
the model state trademark bill promulgated by the United
States trademark association, including the most recent
revisions in the model bill.

EXPLANATION

This bill amends chapter 548 probiding for the fegistration
and protection of certain marks, including trademarks and
service marks, to be consistent with revisions made by the
United States trademark association to the model state
trademark bill.

The bill amends the definitieons in the chapter. The bill

eliminates references to "certification marks" and "colliective .

_17...
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marks". The bill provides a more extensive definition of
several terms, including "service marks", "trademarks", and
Yuse".

The bill amends provisions relating to the registration of
marks, including applying for registration. The bill provides
for the registration of marks by partnerships. The bill
provides for information required to be submitted by an
applicant, including information regarding the filing of
applications with the United States patent and trademark
office.

The bill provides a new section relating to the filing of
applications with the secretary of state. It amends
provisions relating to the issuance of a certificate of
registration, including information required to appear on the
certificate, and the use ¢f such certificate as evidence in
legal proceedings. The bill amends provisions relating to the
renewal of registrations, by reducing the term of registration
from 10 years to 5 years.

The bill provides for the assignment of rights to a mark,
notice, and preccedures for the issuance of a new certificate
by the secretary of state. The bill alsoc provides for the
change of an applicant's name, and the effect of other
instruments which relate to a mark.

The bill provides for cancellation of registration,

including in cases where the appearance of a mark causes

confusion or mistake.
The bill provides for fraudulent registration and
infringement. It provides that the registrant of a mark may

have a claim to recover damages in cases of intentional
deception. It also provides that a registrant may enjoin the
persons who manufacture, use, display or sell products or
services in violation of the chapter. The bill provides
procedures for bringing actions to enforce rights granted 1n
the chapter. The bill provides that pending legal actions are

not affected by the bill,




S.F. H.F.

1 The bill allows the secretary of state to establish fees to .

2 administer the chapter, and removes references to fees
3 established in the chapter.
4 The bill repeals Code sections relating to defenses and the

5 application of the chapter.
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SENATE FILE 2232

AN ACT
RELATING TO THE REGISTRATION AND USE OF MARKS, [NCLUDING
TRADEMARKS AND SERVICE MARKS, AND PROVIDING FOR FEES.

BE IT ENACTED BY THE GENERAL ASSEMBLY OF THE STATE OF [OWA:

Section 1, Section 548.1, Code 1993, is amended to read as
follows:

548.1 DEFINITIONS.

As used in this chapter, unless the context otherwise
regquices:

1. "Abandoned” meany the occurrence of any of the
following in relation to a mark:

a. The use of the mark hasg been digscontinued with intent

not to resume such use, WNonuse for two consecytive years
shall constitute prima facie evidence of abandonment.

b, A course of conduct of the owner of the mark, including

acts of omission as well as commission, causes the mark to

lose its significance as a mack.

¥+ 2. “"Applicant™ means a perscn Eiling an application for
registration of a mark under this chapter, and the person's
legal representative, successor, or assigaee,.

3. "Dilution"” means the lassening of the capacity of a

mark to identify and distinguish qoods ocr services, regardless

of the presence ot absence of any of the following:
a. Competition between parties.

b. . Likelihood of confusion, mistake, or deception,

? 4. "Mark" means a wordr-namer-aymbal;-devicer-se-any
combination-of-cthe-foreqgotng-tn-any-form-or-arrangexent-used
as-a-certification-marky-coliective-mark;-sarvice-macky-or
teade-mark trademark or service mark, entitled to registration

under_this chapter, whether registered or not.

fiil'l‘s.

Senate File 2212, p. 2

ar-~Y@perificatran-mark®-means-a-mark-nsed-tn-connection
with-the-gooda-or-services-of -a-person-sthee-than-rhe
cecrifter-to-indicate-gerographte-origins-mateciety-mode-of
manufacture;-qualtityr-accuracyr-or-othee-charactecistica-of
the-goods-or-serviceas;-or-to-indicate-that-the-work-or-tahsr
on-the-goosds-sr-servicen-was perfaemed-hy-membecrs-of-a-untan
or-other-oeganteations

br--UPstltective-marki-means-a-mark-uvsed-by-members-of-a-co-
operativer-assoctationr-sr-other-cotieckive-graup-or
srganization-to-tdentify-goods-or-services-and-distinguiah
them-from-those-of-othersy-or-to-indtcate-membership-in-the
ealtective-qroup-or-organirations

e 5. "Setvice mark" means a mark word, name, symbol, or
device oc¢ any combination of_a word, name., symbol, or device,

used by a person, to identify services and to distinguish them
€eom the services of others that pecgon, including a unique
service, from the services of others, and to indicate the

source of the services, even if that source is unknown.

Titltes, character names used by a person, and other

distinctive features of radio or television programs may be

tegistered as service marks notwithstanding that they, oc the

d 6. UYPrade-mark* “Trademark" means a mark-used-by-a
peessn-to-identify-gaoda-and-to-discinguish-them-from-the
goods-of-others word, name, symbol, ot device or_any
combination of a word, name, symbol, or device, used by a
person to identify and distinguish the oods of that person,
including a unigue product, from products manufactured and
s0ld by others, and to indicate the sgurce of the goods, even
if that source is unknown.

3 7. "Person" means-an-tndividuatr-corparationr-qovernment
or-governmentat-anbdiveistan-or-agencyr-bustness-truskby-eakater
CCust ;" PALERC TSNP T URLACOrPOTAtEd-A330CTALIAR; - twa A -mara-of
eny-of-the-foregoing-having-a-Jatat-or-common-tnkersae;-ar-any

other-tegat-or-commerciat-entity and any other word or term

e 4S
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used to designate the applicant or other patty entitled to a

benefit or privilege or rendeted liable under_this chapter

includes a_ juristic person as well as a natural person. The
term "juristic person” includes a firm, partnership,

person’s legal representative, successot, or assignee of such

person.
9. "Sectetary"” means the secretary of state or the

designee of the secretary charged with the adnministraticn_of
this chaptecr.
5 10. “Trade name" means a wordy-name;-symboly;-devicer-or

any-combination-of-the-foregotng-in-any-form-or-arrangenent
name used by & person to identify the-personis a businessr or

such person,
6 1l. “"Use" means the bona fide use of a mark in_ the

crdinary course of trade, and not made merely to resecve a

tight in a mark, For the purposes of this chapter, a mark
shall be deemed to be in use under any of the following

circumstances:

a. Pilactng-a-mark On goods sold or transported in commerce
when the mark is placed in any mannet on the goods or
containers or associated displays, or on affixed tags or
labels, and-seiting-or-otherwvise-distributing-the-goods in

this state or if the nature of the goods makes the placement
on_the goods or containets impracticable, on_documents
associated with the goods or their sale.

b. PBispiaying-a-rark-in-connecrion-with-the-sate-o¢

advertising-sf-services-rendereds On services when the mark is

used or displayed in the sale or advertising of services and
the services are rendered io this state.

Sepate Fale 2232, p. 1

Sec. 2. Section 548.2, Code 1993, is amended to read as
follows:

548.2 REGISTRABILITY.

3 A mark by which the goods or services of any applicant

for registration may be distinguished from the goods or
services of others shall not be registered 1f te the mark

meets any of the following critecia:

a 1. Consists of or comprises immoral, deceptive, oOT
scandalous mattery-or,

b 2. Consists of ot comprises mattey which may disparage,
bring into contempt or discepute, or falsely suggest o
connection with persons, living or dead, institutions,
beliefs, or national symbols, or bring them into contempt, ot
disrepute.

e 3. Consists of or comprises the flag, or coat of arms,
or other insignia of the United States, or of any state or
municipality, or of any foreign nation, or any simulation
thereofy-or.

d 4. Consists of, ot comprises the name, signature, oOr
portrait of-any identifying a particular living individual,

except wikh by the individual's written consentz-ot.

e 5. Consists of a mark which is one of the following:

t13 a, When appdied-te ysed on or in conmection with the
goods or services of the applicant, is merely descriptive or
deceptively misdescriptive of them the gouds or secvices.

t23 b. When apptted-to used on or in connection with the
goods or services of the applicant, is primarily
geographically descriptive or geographically misdesceiptive of
them the gqoods or services,

t3y ¢. Is primarily merely a surname.

This paragraph-¢e“ subsection 5 does not prevent the
registration of a mark used in-this-state by the applicant
which has become distinctive of the applicant’'s goods ot
services. The secretary of-seamte may accept as evidence that
the mark has become distinctive, as-appited-ts on ot in
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connection with the applicant's goods oc services, proof of
continuous use thereof as a matk by the applicant in this
state or-sisewhere for the five years next-preceding before
the date ot—the—£§t§ng-of-the—appiication—for-reqistrat&en:—or
on which the claim for distinctiveness is made.

£ 6. Resembies Consists of or _comprises a mark which so
cesembles 3 mark registered in this gtate oc a mark or trade
name previously used tm-this-stete by another and not
abandoned, so as to be likely, when appiied-te waed on ot in
connection with the goods or services of the applicant, to
cause confusion; or mistake, or deception-of-porchasers LG
deceive,

2:--éud§e§o!-review-of—actiona-ef-the‘aecretary-efﬂstate
nay—be~souqht-in-accordance-n!th-the-terms—oﬁ-the-!oua
admintatrative-procedure-Acts

sec. 3. Section 548.3, Code 1993, is amended to read as
follows:

548.3 APPLICATION FOR REGISTRATION.

Subject te the limitations set forth in this chapter, any a
person who has-previonsty-adopted-and-nsed uses a matrx tn-this
state may €ile in the office of the secretary of-state, in the
manner prescribed-by which will comply with the requitements

of the secretary of-state, dupticate-originaln-of an
application for the registration of the that marks--Fhe
applicat!on-shaii-&nciude setting forth, but not be limited

The name and business addtess of the eppitcanty person
applying for registration: and if a corporation, the state of
incorporation, or if a partnership, the state in which the
partnership is _is organized and the names ot the general

partnecs, as _specified by the secretary.

2. The goods or services Oon or in connection with which
the mark is in use, the mode or manner in which the matk is
used on or in connection with those goods or services, and tvhe
class sr-ectasses in which such goods ot services fall, as

Sepate File 2237, p. &

described in reguiations-premanigated rul
secretary of-state,

3. The date on which the mary was first used anywhere by
the applicant or the applicant's predecessor in interesty-and
the-date-an-which-tt-was-first-uaed-in-this-atate.

4. A statement that the applicant is the owner of the matk
in-this-stake, that the mark is_an use, and that, to the

person has Lfss.ib_tese_d--.ub?r_fed_m.a_llx or | 1.“._U3_l.3.£at_e_-ﬂ
has the right to use & such mark in-thts-state-which
purchosers—vonld—he—iikeiy—to—con?use-or-m&stake-for-the
applicentis-mark either in the identical form or_in such
resemblance to the form as to be likely, when applied to the
goods or services of such other person, to cause confuSion ot
mistake, or_to deceive.

5: The sigrature-and werificarion- of secretacy may also
requice a statement as to whether an application_to reqister
the mark, or portions or a composite of the mark, has _been
filed by the aEELxranl or a_g_edecessot in interest in the

. the
_gplicant shall providp Eull particularr thh reﬁggct to_the
filing including the filing date and serial nuymbec _of each
application, the status Of of the application and if any
application was fxnally refused cegistration_or has of otherwise

not resulted in a registration, the reasons U thetefore,

The secretary may also tequire that a drawing of the mark,
complying with such requireme
agcompany the aELliqa_tlon_-

The_ application shall be qigned and ve verif|9d ] hy oath,

applicantr a- apeetmen-or Facs!nrio oF the mark ti!uerraftnq
its—present—modc-oé-nsey-andua-fiiinq—fee—of—ben-do!!ars-Eor
eaeh-c!ass—of-goeds—ar-servéces-Fer—nhieh-reqéstratton—in
sought ot by a member of the firm or an_officer of the
EE'PQLE5122_91_E§§9£Eail92_iBElXﬁEﬂ'
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be accompanied by thiee specimens
§_’Mm_e t_he m_rk_a_s.ac_tyﬂx u3ed,
The application shall be accompanied by the application tee
pazable to the secretg_x
Sec. 4. S48.3A FILING OF APPLICATIONS.
1. Upon the Eiling of an application for registration and

payment of the application fee, the Secretary may cause the
application to be examined for conformity with this chapter.

2. ‘Ihe applicant shall provide any addivional pertinent
information requested by the seccetary including a description
of 8 design mark and may make, or authorize the secretary to
wake, such amendments to the application as may be reasonably
requested by the secretary or deemed by the applicant to be
advisable to respond to any rejection ot objection,

3. The secretary may require the applticant to disclaim an
unregisterable component of a mark otherwise registerable, and
an applicant may voluntarily disclaim a cemponent of a mark
sought to be registered. A disclaimer shall not prejudice or
affect the applicant’s or tegistrant's rights existing at or
after the time of disclaimer arising in the disclaimed matter,
or the applicant's or registrant's rights of registration on
another application i€ the disclaimed matter is or becomes
distinctive of the applicant's or registrant’'s goods or
gervices.

4. Amendments may be made by the secretary upon the
application submitted by the applicant upon the applicant's
agreement, or the secretary mray require a new application to
be submitted,

3. If the applicant is found rot to be entitled to
registration, the secretary shall advise the applicant theceot
and of the reasons therefore. The applicant shall have a
reasonable period of time specified by the secretaty in which
to reply or to amend the application, in which event the
application shall be treexamined. This procedure ray be
repeated until the secretary finally refuses registration of
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the mack or the applicant tails to reply or amend withan the
specified period, whereupon the applicaticn shall be deemed to
have been abandoned.

6. If the secretary finally refuses registration of the
mark, the applicant may seek judicial review of the refusal in
accordance with chapter 174,

7. If the secretary is concurrently processing
applications seeking registration of the same or confusingly
similar marks for the same or related gnods or services, the
secretary shall qgrant priority to the applications in order of
filing, If an application filed earlier is qranted a
registration, a later application shall be tejected. Any
rejected applicant may bring an action for cancellation of the
registration upon grounds of Prior or superior rights to the
matk, in accordance with the provisions of section 548.7.

Sec. S5. Section 548.4, Code 1993, is amended to read as
follows:

S$48.4 CERTIFICATE OF REGISTRATIOR,

¥he Upon compliance by the applicant uwith the requirements
of Lthis chaptec, the secretary of-state shall iwsge cause a
certificate of registration to be issued and delivered to the
applicant vpon-eempliance-with- the requiraments-af-this
chapter. The certificate of registration shall be issued over
undet the signature and seal of the secretary of-state-sr-the
secretaryts-designes, bear-bthe-dabte-af- registratioany-and-be
affived-to-a-dupticate- ortgrnat-application-or-a-cepy and
shall show the name and business address and, if a

corporation, the state of incorporation, or if a pattnership,
the state in which the partnership is __ganzzed _and the names
ol the general partners, as specified | by the ne secretary, of the
persen claiming ownership of the mark, the date claimed for
the first use of the mark anywhere and the date claimed_ for
the tirst use o of the mark in v this state, the class of .90cds or

services and a descr iption of the qoods or services on or in
connection with which the mark is used., a reproduction of the
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mack, the registration date and the tecm of the reglatration.
A-dupticate-originat-appiication-ahati-be-retarned-by-the
secretary-of-arake-with-respeck-to-esach-tegistered -math--The
rerained-duplicate-oriqinei-appiication-oc-a-copy-shaii-be
avatiable-Eor-pubtie-examenations

A-cereificave-of -regintration-hy-rhe-seeretary of -stakes
affeved-vo-a-dupttcara-original-appticarion-or-ro-a-copyr
shati-he-prima-facia-svidenca-of-the-validity-of-regintrarion
and-of-the-reqistrantias-right-ta-use-the-mark-thesughout-this
stake-tp-the-manner-described-in-the-certiftcate-of
rhgistration:

& certificate of ceqgistration issued by the secretary uader
this section ot 4 Copy thereot duly certified by the secretary
shall be admissible in evidence as_competent and sufficient
proof of the registration of such marx in an action or
judicial proceeding in any couct in thls state.

Sec. 6. Section 548.5, Code 1993, is amended to read as
follows:

548.5 DURATLIOM AND RENEWAL.

Registrarion A registration of a mark under this chapter
shall be effective for a term of ten tive years and from the
date of registration and, upon application Eiled within six

Lo a manner
complying with the requicements of the secretary, the
tegistration may be renewed for seeccesstve-ten-yesr-periods 2
Like term Erom the end of the expiring term. A renewal fee of
ten-doliars payable to the secretary shall accompany an
application for tenewal of registration., Application-for
renevwal-ahait-be-made-within-stx-months-prior-ta-the
expiration-of-the-regiscration-on-a-form- farnished-by-the
secretary-of-state-and-shati-tnecivde-a-verificd-seatement-rhat
the-mark-fs-stitd-in-use-tn-rhis-stares

Phe-sscentary-nb-starte-shati-noriby-a-cegistrant-af-the
pending-expirarion-of-the-reqistrantis-reqistentions--However;
the-Fatture-nf-a-regtavcant-to-recetve-dnn-notice-from-the
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secrerary-of-atate-ahati-noe-prevent-expication-of-a
regiserations
Phe-term-of-any-registration-in-farce-on-the-dare-en-which
this-chapter-becomes-effective-shalt-nok be affecred-by-this
chapteer—but-anr—reqiseration—in—éoree—oa-said-daee-ean~onhy
be-renswed-under-this-chapters A _registration may be renewed

for successive periods of five years in like madner. A

All applicants for renewal under this _chapter, whether of

registration made under this chapter ot of registrations

statement that the mark_has been and is_still in use and

include a specimen_showing actual use of the mark oo or in

sec. 7. Section SAST;:_C;;e_I993. is amended to recad as
follows:

$48.6 ASSIGHMEN? ASSIGNMENTS, CHAMGES QF HAME, AND OTHER
INSTRUMENTS .

1. Any A matk regintered-gpnder-thya-chepter anati-be and
jggigggistration under this chapter_is assignable with the

good will of the business in which the mack is used or with
use of and symbolized by the mark. A-mark-tonnecked-with-a
part-oi-the-qccd—né!i~o§—a-bus§nesn-can-be-ass#qned-néth-that
pars-of-the-qasd-witt-of-the-businenss Assignment of-a
registration-con-oniy-be-effected-by-frting-dopiicatre
ariginais-of-an-assignment;-siqned-by-the-reqistrant; shall be
by a Q&%Z_f!ES!L%Q_Eliiifﬂnlﬁiiiﬂmﬁﬂﬁ_Eniﬂﬂ.E?lnﬁﬂ.L?G?Sﬁgﬂ
with the secretacy af-state-together-with-a-ftiing-fee-of

three-doiiarsr—-Aéter-ii}ing-the-assignaentr-fhe-secrekary-of

¢eTT 4S
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who, upon recording of the assignment shall issue ee a new
certificate in the name of the assignee; fot the remaindec of
the term of the assigned reglistrationr-e-new-cecriticate
ateached-to-one-of~the-dupticate-originats or of the last
reneval of the registration. An assigoment of a registratidn
under this chapter shall be vold as against any subsequent
purchase for valuable considecation without notice, unless the
assignment is recorded with the secretary within three montha
after the date of the asglgnment or priotr to Such subseguent
pugchase,

3. b tegistrant or applicant effecting a change of the
name of the person to whom the mack was iseued or for whom an
application was_filed may record a certificate of change of
name of the registrant or applicant with the secretary upon
the payment of the recording fee. The secretary may issue a

name of the_assiqnee. The gecretary may issue in the name of
the assignee, a new certificate or registration for the

remainder of the term of the registration or last renewal of

3. oOther instruments which velate to a mark registered or
application pending pursuant to this chapter, such as, by way

of example, licenses, security inverests, or mortgages, may be
recorded in the discretion of the secretary, if such
instrument ig in wriring and duly executed.

4. Acknowledgement shall be prima facle evidence of the
execution of an assignment or other instrument and, when

recorded by the secretacy, the tecord shall be peima facie
evidence of execution.

5. & photocopy of any instrument referred to_in
subsections 1 _through 3, shall be accepted for recording if it
is certified by any of the parties to the registration, or
their Syccessors, to be a true and correct copy of the
original.

Sec. 3. NEW SRCTION. 54B.6A RECORDS.
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The seccetary shall keep for public examination a record of
4)l marks registeted or tenewed under this chapter. as well as
a record of all documents recorded pursuant to section $48.6.

Sec. 3. Section 548.7, Code 199), 13 amended to read as
follows:

548.71 CANCELLATION.

The gecretary sé-ateaee shall cancel from the registec, in

1. Any-tegratearion-onder-a-priot-iaw-whireh-has-exptred
withont-being-cenawed-under-thita-chaptears

2r--Any A registration concerning which the secretary of
state receives a voluntary request for cancellation from the
registrant or the assignee of record.

3 2. Any A registration granted under this chapter and not
renewed in accordance with tes-preavistens this chaptec.

4 3. Any A registration concerning which a district courts
tn-an-acktion-invokving-the-regiatrakion-and-£from-which-no
appeat-is-or-can-be-takenr finds any of the following:

a. That the registered mark has been abandonedr-se,

b. That the reglstrant is not the owner of the markr-mr,

¢. That the registration was granted eontrary-to-the
provistons-of-this-chapter;-or impropetly.

d. That the registration was obtained fraudulentlyy-or.

e. That the registered mark has become incapable-of
serving-as-a-marks-or the genectic name for the goods or
mack has been registered.

E. That the registered mark i3 so similar te-e-mark
reqisteced, as to be likely to cause confusion ot mistake or
to deceive, to a mark registered by another person in the
United States patent and trademark cffice by-another-party-to
the-ittigation-and-nat-abandoned-prior-to-the-date-of-frrat
wse-by-ehe-regiserant-under-this-chapter-as-to-be-tikaty-to
cavse-canfustont-mistaker-or-deception-of-purchasers:
Howeverz-regiastratien-order-thin-chapter-shati-not-be-ranceied
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tE-the-registrant-under-this-ehapter-proves prior to the date
registrant under this chapter, and not abandoned. However, if
the registrant proves that the registrant mhas is the cowner of
a concurrent registration for-ehe of a mark in the United
States patent and tradepark office for covering an atea
inclyding this state, the registration under this chapter
shall not be canceled for such area of the state.

5. Any A registration thek-a-district-coucrs-from-whien-no
appeat-is-~or-can-be-takeny-orders ordered canceled by a_court
on any ground.

Sec. 10. Section 548.8, Code 199}, is amended to read as
follows:

543.8 CLASSIFICATION.

The secretary af-arate shall by rule establish a
classification of goods and services for convenience in the
administration of this chapter which-shail, but not limit an
or extend the applicant's or registrant's rights except-es

expressiy-provided-by-this-chapter, and a gingle application
for registration of a mark may include any or all gogds upon
which, or services with which, the mark ig actually being used
indicating the appropriate claos oc classes of goods or
services. 1f a single application includes goods of services
which fall wirhin multiple classes, the Sectetary may require

clagsification of goods and scrvices should conform to the
classification adopted by the United Stares patent and
trademark office,

Sec. 1l. Section %48.9, Code 1993, is amended to read as
follows:

548.9 FRAUDULENT REGISTRATION,

Any A person who, either on the person’s oun behalf or on
behalf of any other person, shaki-prearure procures the filing
or registration of any a mark in the office of the seccetacy
under this chapter by Xnowingly making any false nor fraudulernt
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representation or declaration, orally or in writing. or by any
other fraudulent means 1s liable for the damages caused-by-the
frendvient sustained in consequence of the filing or
registration and-in-an-action-to recover  these damages-the
couet-shati-acder-canceitation-né-the-fravdnientiy-ahtnined
registration to be recovered by ocr on behalf of the party
injured in district court.

Sec. 12, Section $48.10, Code 1992, is amended to read as
follows:

548,10 1NFRINGEMENT.

1. _Use, without the consent of the regigtrant, wsea any
reproduction, counterfeit, copy, or colotable imitation of a
mark registered undec this chapter in-a-manner-whieh in
connection with the sale, disrribution, offering for sale. ot
advertising of _amy goods or services on ocr_in gonnection with
which such use is likely to cause confusiony or mistake, or
deceptron to deceive as to the gsource of origin of perehaseess
or-reproduces;-counterfeits;-copieay-or-coltorabiy-imetates
such goods_or secvices.

2. Reproduce, counterfeit, copy, or colorably imitare any
regiatered such mark and eppites apply such reproduction,
counterfeit, copy, or colorable imitation to labels, signs,
prints, packages, wrappers, receptacles, or advertisements
intended to be used in-a-mannee-which-ts-frkaty-to-cavse
confuntonr-mistaker-or-deceptian-cf-pnechasers upon ot in
coanection with the sale or other distribution in this states
of _such goods or secvices.

The person shall be lisble in a civil action by the
registrant ef-the-mark; for any or all of the remedies
provided in sectlion 548.11, except that under subsection 2,
the reqgistrant shall not be entitled to recover profits or

damages unless the acts have been committed with the lntent &

cause confusion or _mistake or_to deceive.

ZeeT 4S
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Sec. 13. NEW_SECTION. 548.10A IMJURY TO BUSINESS
REPUTATION =~- DILUTIQM,

The owner of a mark which is farous im this state ghaill be
entitled, subject to the principles of egquiry, to an
injunction against another’s use of a mark, commencing after
the cwner's mark becomes Famous, which causes dilution of the
distinctive qualiry of the ownec's mark, and to obtain such
other relief as is provided in this section. In determining
whether a mark is famous, a court may consider factors such
as, but not limited to:

1. The degree of inherent or acquired distinctiveness of
the matk in this state.

2. The duration and extent of use of the mark in
connection with the goods and services.

3. The ducation and extent of advertising and publicity of
the mark in this state.

4. The geographical extent of the trading area in which
the mark is used.

$. The channels of trade for the goods or services with
which the owner's mark is used.

6. The degree of recognition of the owner's mack in its
and in the other's trading areas and channels of tcade in thisg
state.

7. The nature and extent of use of the same or similar
mark by third parties.

The owner shall be entitled only to injunctive reliel io
this state in an action brought under this section, unless the
subsequent user willfully intended to trade on the owner's
reputation or to cavse dilution of the owner's martk. 1If such
willful intent is proven, the owner shall also be entitled to
the remedies set forth in this chaptec, subject to the
discreticon of the court and the principles of equity.

Sec. l4. Section %48.11, Code 199), is amended to read as
followa:

S48.11 REMEDIES.
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i:--Phe-registcant-of-a-mark-that-naa-been-tnéringed-may-be
grented-an-tndnnction- againat-an-infringec-in-accordance-with
the-principien-of-eguitys--Phe-conrt-in-tes-dincretion-may
etlow-the-reqintrant-to-recover-the-darages-cansed-by-the
infeinqeneat~ot—tne-peoeies—ot—!he—infeinqec-attribntah!e—te
the-infringement;-oc-both: - -Fhe-conrt-may-order-any
countecfaity-or-imikatrons-in-the-possssston-or-nnder-the
controt-af-an-tnfringer-to-be-desrroyed-and-in-exseptional
casea-the-canct-may-alss-avard-reasonabie-attorney-fees-to-the
prevatrting-party:

2s--bitkeltiheod-sf-injury-to-bnainess-reputation-or-to-go
trade-name-vatid-at-comron-lawr-or-of -diiveion-of-the
distinctive-guatity-cf-e-marky-whether-registered-or-not
registered-under-this-chapter; -shatl-be-a-gesund-for
tnjunctive-relief-notwithstanding-the-absence-of-comprtition
Between-the-partiea-sr-the-absence-of -confuston-as-ta-the
ssurce-of-goads-or-seevicens The owner of a mark reglstered

manufacture, use, display, or sale of any counterfeits or

imitations of the mack_and any court may grant injunctions to

restrain such manuacture,

deems just and ceasonable,
pay to such owner all profits derived fram or all damages

suffered by reason of such weongful
or sale. The court may alsc ordet that any counterfeits or

imitations in the possession or under the control ot o
defendant be delivered to an officer of the ecourt, or to th

complainant, to be destroyed. The court, in its discretion,
may enter judgment £or an amount aot to exceed thtee times

such profits and damages and reasonable attorneys’ fees of the

prevailing party in cases where the court finds the other
party commitied such wrongful scts with knowledge ocr in bad

faith or otherwise as according to the circumstances of the

case,
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The enumeration of any cight or remedy iq this section
shall not affect a ceglstrant's right to prosecute under any
penal law of this state.

Sec. 1%, NEW SECTION. 548.1lA FORUM FOR ACTIONS
REGARDING REGISTRATION -- SERVICE ON OUT-OF-STATE REGISTRANTS.
L. Actions to tequire cancellation of a mark tegistered

pursuant to this chapter shall be brought in district court.
In an action for cancellation, the secretary shall not be made
a party to the proceeding but shall be notified of the filing
of the cooplaint by the clerk of the district court in which
it is tiled and shall be glven the right to intervene in the
action.

2. In an action brought against a nonresident registcant,
service may be effected upon the secretary as agent for
service of the registrant ia accordance with the procedures
established for service upon nonresident corporations and
pusiness entities under section 617.3,

Sec. 16. NEW SECTION. 5468.11B COMMON LAW RIGHTS.

This chapter shall not adversely atfect the rights or the
enforcement of rights in macks acquired Lo good faith at any
time at common law.

Sec. L7. MNEW SECTION. S$48.11C FRES.

The sectetacy shall by rule adopted pursuant to chaptec L17A
prescribe the fees payable for the various applications and
recording Eees and for related services. Unless specified by
the secretacy., the fees payable pursuant ko this chapter are
not refundable.

See., 18, PENDING ACTIONS NOT AFFECTED. This Act shall not
affect any suit, proceeding, or appeal pending on the
effective date of this Act.

Sec. 19. REPEAL. Sections 548.12 and 548.1}, Code 1993,
are repealed.

sec. 20. CODLE EDITOR. The Code editor shall renumber
sections as provided in this Act to ensure conslistency with
the model state trademark bill promulgated by the United

States trademark assocliation,
revisions in the model bill.
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