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S. F. d.;?;3.l,. H. F. 

1 Section 1. Section 548.1, Code 1993, lS amended to read as 

2 follows: 

3 548.1 DEFINITiONS. 

4 As used in this chapter, unless the context otherwise .. 
5 requires: 

6 l. "Abandoned" means the occurrence of any of the 

1 following in relation to a mark: 

8 a. The use of the mark has been discontinued with intent 

9 not to resume such use. Nonuse for two consecutive years 

10 shall constitute prima facie evidence of abandonment. 

ll b. A course of conduct of the owner of the mark, including 

12 acts of omission as well as commission, causes the mark to 

13 lose its significance as a mark. 

14 ± 2. "Applicant'' means a person filing an application for 

15 registration of a mark under this chapter, and the person's 

16 legal rPpresentative, successor, or assignee. 

17 3. "Dilution" means the lessening of the capacity of a 

18 mark t~_identify and distinguish goods or services, regardless 

19 of the presen£e or absence of any of the followin~ 

20 a. Competition between parties. 

21 b. L~~elihood of confusion, mistake, or deception. 

22 2 4. ''Mark" means a wo~d 7 -neme 7 -symbo±,-deviee7-o~-eny 

23 eombination-of-the-fo~e9oin9-±n-eny-fo~m-o~-er~en9ement-~sed 

24 a~-a-ee~tifieetion-merk;-eolleetive-ma~k 7 -serviee-ma~k,-o~ 

25 t~ade-ma~k trademark or service mark, entitled to registration 

26 under this chapter, whether registered or not. 

27 a~--neertif±eat±on-markn-means-e-ma~k-~sed-±n-eonneetion 

28 w±th-the-9oods-o~-serviees-of-a-pe~son-othe~-than-the 

29 eert±fier-to-indieate-9e09raph±e-o~i9in 7 -mete~±a~,-mode-of 

30 mentlfeettl~e,-qtla±±ty,-aee~~aey7 -or-othe~-ehe~aete~isties-ef 

31 the-9oeds-or-serv±ees,-or-to-indieate-that-the-wo~k-or-labe~ 

32 on-the-9oods-o~-serv±ees-was-pe~formed-by-members-of-a-~nion 

33 o~-other-or9ani~ation~ 

34 b~--neo±leetive-markn-meens-e-mark-~sed-by-members-ef-e-eo-

3S operetive,-assoeiatien,-er-othe~-eolleetive-9rOtlp-er 
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1 organizat±on-to-i~entify-goo~~-or-~erv±ee~-en~-~i~tingtl±sh 

2 them-f~em-those-ef-others,-or-to-in~ieate-member~hi~-in-the 

3 eo~~eetive-grotl~-o~-organizetion. 

4 e 5. ''Service mark" means a mark word, name, symbol, or 

5 device or any combination of a word, name, symbol, or device, 

6 used by a personL to identify services and to distinguish them 

7 from the services of others that person, including a unique 

8 service, from the services of others, and to indicate the 

9 source of the services, even if that source is unknown. 

10 Titles, character names used by a person, and other 

11 distinctive features of radio or television programs may be 

12 registered as service marks notwithstanding that they, o~ the 

13 programs, may advertise the goods of a sponsor. 

14 d 6. nprade-markn "Trademark'' means a merk-tlsed-by-a 

15 ~er~on-to-identify-good~-and-to-di~tingtli~h-them-Erom-the 

16 go~d~-~~-others word, name, symbol, or device or any 

17 cont_~_ination of a word, name, symbol, or device, used by~ 

18 person to iden~ify and distinguish the goods of that person~ 

19 including a unique product, from products manufactured and 

20 sold by others, and to indicate the source of the goods, even 

21 if that source is unknown. 

22 3 7. 

23 or-governmentai-~tlbd±vi~ion-or-ageney,-btl~iness-trtl~t,-e9tate' 

24 trtl~t,-~artner~h±p,-tlnineorporated-as~oeiation,-two-or-mere-ef 

25 any-of-t~e-Eoregeing-having-a-joint-er-eemmen-interest,-er-any 

26 ether-iegai-or-eemmere±ai-entity and any other word or term 

27 used to designate the applicant or other party entitled to a 

28 benefit or privilege or rendered liable under this chapter 

29 includes a JUristic pefson as well as a natural oerson. The 

30 !.5'!m "juristic person" includes a firm, partnership, 

31 co~poration, union, association, or other organization capabl~ 

32 of suing and being sued in a court of law. 

33 • 8. ''Registrant" means a person issaed-a to whom the 

34 registration of a mark under this chapter 1s issued, and the 

35 person~~ legal representative, successor, or assignee of such 
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1 ~_son. 

2 9. "Secretary" means the secretary of state or the 

3 desig~ee of the secretary charged with the administration of 

4 this chapter. 

5 5 10. "Trade name'' means a word7-namey-~ymbo!7-de~iee7-or 

6 any-eemb±nation-of-the-fere~oin9-±n-any-form-or-arrangement 

7 name used by a person to identify the-personLs ~ business; or 

8 vocation7-or-oeetlpat:i:en,-and-<'i±st:i:t'9ttish-:i:t-from-others of 

9 such person. 

10 6 11. "Use" means the bona fide use of a mark in the 

11 ordinary course of trade, and not made merely to reserve a 

12 right 1n a mark. For the purposes of this chapter, a mark 

13 shall be deemed to be in use under any of the following 

14 circumstances: 

15 a. P!aein9-a-mark On goods sold or transported in commerce 

16 when the mark is placed in any manner on the goods or 

17 containers or associated displays, or on affixed tags or 

18 labels, at'd-sellit'9-or-otherw±se-distribtlting-the-goods in 

19 this state or if the nature of the goods makes the placement 

20 on t~e goods or containers impracticable, on documents 

21 associated with the goods or their sale. 

22 b. Bisplaying-a-mark-in-eonneetion-with-the-sa!e-or 

23 adverti~ing-of-serviees-render~d. On services when the mark is 

24 used or displayed in the sale or advertising of services and 

25 the _services are rendered in this state. 

26 Sec. 2. Section 548.2, Code 1993, is amended to read as 

27 follows: 

28 548.2 REGISTRABILITY. 

29 ±• A mark by which the goods or services of any applicant 

30 for registration may be distinguished from the goods or 

31 services of others shall not be registered if it the mark 

32 me~_ts any of the following criteria: 

33 a 1. Consists of or comprises immoral, deceptive, or 
34 scandalous matter 7 -or~ 

35 b 2. Consists of or comprises matter which may disparage, 
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l bring into contempt or disrepute, or falsely suggest a 

2 connection with persons, living or dead, institutions, 

3 beliefs, or national symbols, or bring them into contempt, or 

4 disrepute. 

5 e 3. Consists of or compr1ses the flag, or coat of arms, 

6 or other insignia of the United States, or of any state or 

7 municipality, or of any foreign nation, or any simulation 

8 thereof,--or.:. 

9 d 4. Consists of, or comprises the name, signature, or 

10 portrait of-a"y identifying a particular living individual, 

ll except with £y the individual's written consent,--or.:. 

12 e 5. Consists of a mark which is one of the following: 

13 tit ~ When app~±ed-~e used on or in connection with the 

14 goods or services of the applicant, is merely descriptive or 

15 deceptively misdescriptive of ~hem the goods or services. 

16 t?; h. When appited-~o used on or in connection with the 

17 goods or services of the applicant, is primarily 

18 geographically descriptive or geographically misdescriptive of 

19 them the goods or services. 

20 t3t ~ Is primarily merely a surname. 

21 This paraqraph-ueu subsection 5 does not prevent the 

22 reg1stration of a mark used in-thi~-~ta~e by the applicant 

23 which has become distinctive of the applicant's goods or 

24 serv1ces. The secretary of-state may accept as evidence that 

25 the mark has become distinctive, as-appl±ed-to on or in 

26 connection with the applicant's goods or services, proof of 

27 cont1nuous use thereof as a mark by the applicant in this 

28 state or-elsewhe!'e for the five years nel<t-preeed±l'l<; before. 

29 the date of-the-fi~t!'lg-of-the-applteatto!'l-tor-regtstratto!'l,--or 

30 on which the claim for distinctiveness is made. 

31 f 6. Resembles Consists of or comprises a mark which so 

32 resembles a mark registered 1n this state or a mark or trade 

33 name previously used in-~ht~-~ta~e by another and not 

34 abandoned, so as to be likely, when applied-to used on or 1n 

35 connection with the goods or services of the applicant, to 
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1 cause confusion, or mistake, or deeeptio~-e~-p~renasers to 

2 deceive. 

3 r.--d~dieiat-review-e~-aetie~s-ef-tne-seeretary-o~-state 

4 may-be-~eo9nt-i~-aeeorda~ee-with-the-terms-ef-tne-fowa 

5 admi~istretive-proeed~re-Aet. 

6 Sec. 3. Section 548.3, Code 1993, is amended to read as 

7 follows: 

8 548.3 APPLICATION FOR REGISTRATION. 

9 Subject to the limitations set forth 1n this chapter, a~y ~ 

10 person who nas-previo~sly-adopted-and-~sed uses a mark in-tni~ 

11 state may file in the office of the secretary of-state, in the 

12 manner prescribed-by which will comply with the requirements 

13 of the secretary of-state, d~ptieate-ori9inais-of an 

14 application for the registration of tne that mark.--~he 

1~ applieation-snall-i~eltlde setting forth, but not be limited 

16 to, all of the following information: 

17 1. The name and business address of the applieant 7 person 

18 ~ying for registration; and if a corporation, the state of 

19 incorporation, or if a partnership, the state in which the 

20 P<'l_rtnership is organized and the names of the general 

21 partners, as sp~~ified by the secretary. 

22 2. The goods or services on or in connection with which 

23 the mark is in use, the mode or manner in which the mark is 

24 used on or in connection with those goods or services, and the 

25 class er-elasses in which such goods or services fall, as 

26 described in re9otetie~s-premal9ated rules adopted by the 

27 secretary of-state. 

28 3. The date on which the mark was first used anywhere by 

29 the applicant or the applicant's predecessor in interest 7 -and 

30 tne-date-on-wnieh-it-was-first-~sed-i~-this-state. 

31 4. A statement that the applicant is the owner of the mark 

32 in-this-state, that the mark is in use, and that, to the 

33 knowledge of the person verifying the application, no other 

34 person has registered, either federally or in this state, or 

JS has the right to use a such mark i~-tni~-~tate-wnien 
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1 ~~~ehase~s-wotlld-be-likely-to-eon~tlse-o~-mistake-for-the 

2 a~~lieant~s-ma~k either ln the identical form or in such 

3 resemblance to the form as to be likely, when applied to the 

4 goods or services of such other person, to cause confusion or 

5 mistake, or to deceive. 

6 s~ The signet~~e-eHd-Ye~ifieatioH-oE secretary may also 

7 require a statement as to whether an application to register 

8 the mark, or portions or a composite of the mark, has been 

9 filed by the applicant or a predecessor in interest in the 

10 United States patent and trademark office; and if so, the 

11 applicant shall provide full particulars with respect to the 

12 filing including the filing date and serial number of each 

13 ~EEJication, the status of the application and if any 

14 application was finally refused registration or has otherwise 

15 not resulted in a registration, the reasons therefore. 

16 The secretary may also require that a drawing of the mark, 

l 7 s:omply i ng with such requirements as the secretary may spec i!l'.!. 
18 accompany the application. 

19 The application shall be signed and 

20 affirmation, or declaration subJect to ·- ·--· 

verified by oath, 

perjury laws by the 

21 applicant,-a-s~eeime~-o~-feesimile-oE-the-ma~k-itltlst~atinq 

22 its-p~esent-mode-oE-ese,-and-e-~ilin9-fee-of-ten-dolle~s-fo~ 

23 eaeh-elass-oE-9oods-o~-se~Yiees-for-whieh-~eqistration-is 

24 soeqht or by a member of the firm or an officer of the 

25 corporation or association applying. 

26 The application shall be accompanied by three specimens 

27 showing the mark as actually used. 

28 The application shall be accompanied by the application fee 

29 payable to the secretary. 

30 Sec. 4. NEW SECTION. 548.3A FILING OF APPLICATIONS. 

31 1. Upon the filing of an application for registration and 

32 payment of the application fee, the secretary may cause the 

33 application to be examined for conformity with this chapter. 

34 2. The applicant shall provide any additional pertinent 

35 information requested by the secretary including a description 
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l of a design mark and may make, or authorize the secretary to 

2 make, such amendments to the application as may be reasonably 

3 requested by the secretary or deemed by the applicant to be 

4 advisable to respond to any rejection cr objection. 

5 3. The secretary may require the applicant to disclaim an 

6 unregisterable component of a mark otherwise registerable, and 

7 an applicant may voluntarily disclaim a component of a mark 

8 sought to be registered. A disclaimer shall not prejudice or 

9 affect the applicant's or registrant's rights existing at or 

10 after the time of disclaimer arising in the disclaimed matter, 

ll or the applicant's or registrant's rights of registration on 

12 another application if the disclaimed matter is or becomes 

13 distinctive of the applicant's or registrant's goods or 

14 services. 

15 4. Amendments may be made by the secretary upon the 

16 appl ~~~~.ion submitted by the applicant upon the applicant's 

17 agreement, or the secretary may require a new application to 

18 be St1bmitted. 

19 5. If the applicant is found not to be entitled to 

20 registration, the secretary shall advise the applicant thereof 

21 and of the reasons therefore. The applicant shall have a 

27 reasonable period of time specified by the secretary in which 

23 to reply or to amend the application, in which event the 

24 application shall be reexamined. This procedure may be 

25 repeated until the secretary finally refuses registration of 

26 the mark or the applicant fails to reply or amend within the 

27 specified period, whereupon the application shall be deemed to 

28 have been abandoned. 

29 6. If the secretary finally refuses registration of the 

30 ~ark, the applicant may seek judicial review of the refusal in 

ll accordance with chapter l7A. 

32 7. If the secretary is concurrently processing 

33 applications seeking registration of the same or confusingly 

34 similar marks for the same or related goods or services, the 

35 secretary shall grant priority to the applications in order of 
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1 filing. If an application filed earlier is granted a 

2 registration, a later application shall be rejected. Any 

3 rejected applicant may bring an action for cancellation of the 

4 registration upon grounds of prior or superior rights to the 

5 mark, in accordance with the provisions of section 548.7. 

6 Sec. 5. Section 548.4, Code 1993, is amended to read as 

7 follows' 

8 548.4 CERTIFICATE OF REGISTRATION. 

9 Phe ~on compliance by the applicant with the requirements 

10 of this chapter, the secretary of-state shall isstle cause a 

ll certificate of registration to be issued and delivered to the 

12 applicant tt~o~-eompiianee-w±th-the-~eqtti~eme~t9-of-this 

13 ehapter. The certificate of registration shall be issued o~e~ 

14 under the signature and seal of the secretary of-state-or-the 

15 see~etaryLs-des±g~ee, eea~-the-date-of-registration,-and-be 

16 affixed-to-a-dtt~iieate-o~iginal-applieation-or-a-eepy ~~~ 

17 shall show the name and business address and, if a 

18 corporation, the state of incorporation, or if a partnership, 

19 the state in which the partnership is organized and the names 

20 of the general partnt:}_s, as specified by the secret?!.Y• .. ?..L.the 

21 person claiming ownership of the mark, the date cla~!!!ed {().!: 

22 the first use of the mark anywhere and the date claim~_<!J.?r 

23 the first use of the mark in this ytate, the class of goods or 

24 services and a description of the goods or services on or in 

25 connection with which the mark is used, a reproduction ___ o_f ___ t_t~e 

26 mark, the registration date and the term of the registration. 

27 A-dttplieate-original-applieatien-shall-be-retai~ed-by-the 

28 see~etary-ef-state-w±th-respeet-to-eaeh-~eg±stered-mark.--~he 

29 reta±ned-dtl~rieate-e~igi~ai-epplieatie~-er-a-eo~y-~hatl-be 

30 a~aiiabte-for-ptlbiie-examination. 

31 A-eertifieate-of-regi9tratien-by-the-seeretary-ef-state, 

32 affixed-to-a-dttplieate-original-apprieatien-er-te-a-eepy, 

33 shatt-be-prime-feeie-evidenee-ef-the-vatidity-ef-~eg±st~at~en 

34 a~d-of-the-registrantLs-right-to-tl~e-the-ma~k-threttghettt-thi~ 

35 ~tate-in-the-menner-de~erieee-i"-the-eertiEieate-of 
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l .-eqistration.-

2 A certificate of registration issued by the secretary under 

1 this section or a copy thereof duly certified by the secretary 

4 shall be admissible in evidence as competent and sufficient 

5 proof_of the registration of such mark in an action or 

6 judicial proceeding in any court in this state. 

7 Sec. 6. Section 548.5, Code 1993, is amended to read as 

8 follows: 

9 548.5 DURATION AND RENEWAL. 

10 Registration A registration of a mark under this chapter 

ll shall be effective for a term of ten five years and from the 

12 date of registration and, upon application filed within six 

13 months prior to the expiration of the term, in a manner 

14 comp1y~~g with the requirements of the secretary, the 

15 registration may be renewed for s~eeessi~e-ten-year-~eriods a 

16 lik~ ~orm from the end of the expiring term. A renewal fee of 

17 ten-do±lars payable to the secretary shall accompany an 

18 application for renewal of registration. A~plieet~on-for 

19 renewa±-shall-be-mede-within-six-months-~rior-to-the 

20 ex~iration-oE-the-reqistration-on-a-form-f~rnished-by-the 

21 ~eeretery-oE-state-and-shall-ineltlde-a-verified-statement-thet 

22 the-mark-is-still-in-tlse-in-this-state.-

23 ~he-seereta.-y-of-state-shall-notify-a-registrant-of-the 

24 pend~ng-ex~iration-of-the-reqistrant~s-reqistration.---Howe~er 7 

2S the-fai±~re-of-a-registrant-to-reeeive-dtle-notiee-from-the 

26 seeretary-of-state-shall-not-prevent-expiration-of-a 

27 t:"egistration.-

28 ~he-term-of-any-registration-in-Eoree-on-the-date-on-whieh 

29 this-eha~ter-beeomes-efieetive-shall-not-be-affeeted-by-this 

30 ehapter,-b~t-any-registration-in-foree-on-said-date-ean-only 

31 be-renewed-~nder-this-eha~ter.- A registration may be renewed 

32 for successive periods of five years in like manner. A 

]] registra~ion in force on the date on which this chaoter shall 

34 become effective shall continue in full force and effect for 

3~ the u~expired term thereof and may be renewed by filing an 
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l application for renewal with the secretary compJ.ying with the 

2 requirements of the secretary and paying the renewal fee 

3 within six months prior to the expiration of the registration. 

4 All applicants for renewal under this chapter, whether of 

5 registration made under this chapter or of registrations 

6 effected under any prior statute, shall include a verified 

7 statement that the mark has been and is still in use and 

8 include a specimen showing actual use of the mark on or ln 

9 connection with the goods or services. 

10 Sec. 7. Section 548.6, Code 1993, is amended to read as 

11 follows: 

12 548.6 A55!6NMEN~ ASSIGNMENTS, CHANGES OF NAME, AND OTHER 

13 INSTRUMENTS. 

14 1. Any~ mark re9i~te~ed-ttnder-thi~-ehapte~-~haii-be and 

15 its registration under this chapter is assignable with the 

16 good will of the business in which the mark is used or with 

17 that part of the good will of the business connected with the 

18 use of and symbolized by the mark. A-mark-eonneeted-with-a 

19 pa~t-of-the-9ood-wiil-of-a-btt~ine~~-ean-be-a~~i9ned-with-t~at 

20 part-of-the-9ood-wiii-ef-the-btt~ine~~· Assignment of-a 

21 re9i~t~atien-ean-oniy-be-effeeted-by-fiiin9-dttplieate 

22 o~i9inai~-er-an-a~~i9nment,-~i9ned-by-the-~e9i~trant, shall be 

23 -~_a duly executed written instrument which may be recorded 

24 with the secretary of-~tate-te9ethe~-with-a-fii~n9-fee-ef 

25 three-deila~~.--After-fiiin9-the-a~~i9nment,-the-~eereta~y-e~ 

26 ~tate upon the payment of a recording fee to the secretary, 

27 who, upon ~ecording of the assignment shall issue to a new 

28 cert1ficate in the name of the assignee, for the remainder of 

29 the term of the assigned registration,-a-new-ee~tifieate 

30 attaehed-te-ene-ef-the-dttpiieate-eri9inai~ or of the last 

31 renewal of the registration. An assignment of a registration 

32 under this chapter shall be void as against any subsequent 

33 purchase for valuable consideration without notice, unless the 

34 assignment is recorded with the secretary within three months 

35 after the date of the assignment or prior to such subsequent 
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l purchase. 

2 2. A registrant or applicant effecting a change of the 

3 name of the person to whom the mark was issued or for whom an 

4 application was filed may record a certificate of change of 

5 name of the registrant or applicant with the secretary upon 

6 the payment of the recording fee. The secretary may issue a 

7 certificate of registration of an assigned application in the 

8 name of the ass1gnee. The secretary may issue in the name of 

9 the assignee, a new certificate or registration for the 

10 remainder of the term of the registration or last renewal of 

ll the registration. 

12 3. Other instruments which relate to a mark registered or 

13 ~-ication pending pursuant to this chapter, such as, by way 

14 of example, licenses, security interests, or mortgages, may be 

15 recorded in the discretion of the secretary, if such 

16 l~~trument is in writing and duly executed. 

17 4. Acknowledgement shall be prima facie evidence of the 

18 execution of an assignment or other instrument and, when 

19 recorded by the secretary, the record shall be pr1ma facie 

20 ev1dence of execution. 

21 S. A photocopy of any instrument referred to 1n 

22 ~ubsections l througb_J, shall be accepted for reco~ding if it 

23 is cer~jfied by any of the parties to the registration, or 

24 their successors, to be a true and correct copy of the 

25 original. 

26 Sec. 8. NEW SECTION. 548.6A RECORDS. 

27 The secretary shall keep for public examination a record of 

28 all marks registered or renewed under this chapter, as well as 

29 a record of 

30 Sec. 9. 

31 follows: 

all documents recorded pursuant to section 548.6. 

Section 548.7, Code 1993, is amended to read as 

32 548.7 CANCELLATION. 

33 The secretary of-~eaee shall cancel from the register, in 

34 whole or in part, any of the following: 

35 l. Any-reg~strat±on-ona~r-a-~r±or-law-wh±eh-ha~-e~~~red 
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l withottt-h@inq-renewed-~nder-this-ehapter~ 

2 r.--Any ~ registration concerning which the secretary of 

3 state receives a voluntary request for cancellation from the 

4 registrant or the assignee of record. 

5 3 2. Any A registration granted under this chapter and not 

6 renewed in accordance with its-provisions this chapter. 

7 4 3. Any~ registration concerning which a district court, 

8 in-an-aetion-in~otvinq-the-reqistration-and-from-whieh-no 

9 appeat-±s-or-ean-he-taken7 finds any of the following: 

10 a. That the registered mark has been abandoned,-or~ 

ll b. That the registrant is not the owner of the mark,-or. 

12 c. That the registration was granted eontrary-to-the 

13 pro~isions-of-this-ehapter,-or improperly. 

14 d. That the registration was obtained fraudulently7 -or~ 

15 e. That the reqistered mark has become ineapah±e-o£ 

16 ser~±nq-as-a-mark,-or the generic name for the goods or 

17 servic~s, or a portion of the goods or services, for which the 

18 mark has been registered. 

19 f. That the registered mark is so similar to-a-mark 

20 reqistered, as to be likely to cause confusion or mistake or 

21 ~~~ceive, to a_ mark registered by another person in the 

22 United States patent and trademark office hy-another-party-to 

23 the-litiqation-and-not-abandoned-prior-to-the-date-of-first 

24 ~se-by-the-re9±strant-~nder-this-ehapter-as-to-be-tikety-to 

25 ea~se-eonfttsion,-mistake,-er-deeeption-of-ptlrehasers. 

26 However,-reqistration-ttnder-this-ehapter-sha±±-not-be-eanee!ed 

27 if-the-req±strant-tlnder-this-ehapter-pro~es prior to the date 

28 ~f the filing of the application for registration by the 

29 registrant under this chapter, and not abandoned. However~ 

30 the registrant proves that the registrant has is the o~ner of 

31 a concurrent registration for-the of a mark in the United 

32 States patent and trademark office for covering an area 

33 including this state, the registration under this chapter 

34 shall not be canceled for such area of the state. 

35 5. Any ~ registration that-a-di~triet-eeart 7 -from-whieh-ne 
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1 appea±-~s-o~-ean-be-taken7-o~de~s ordered canceled by a court 

2 on any ground. 

1 Sec. 10. Section 548.8, Code 1993, is amended to read as 

4 follows: 

5 548.8 CLASSIFICATION. 

6 The secretary of-state shall by rule establish a 

7 classification of goods and services for convenience in the 

8 administration of this chapter wh±eh-sha±±, but not limit an 

9 ?r extend the applicant's or registrant's rights exeept-as 

10 exp~essly-p~o~ided-by-th±s-ehapter, and a single application 

ll for registration of a mark may include any or all goods upon 

12 which, or services with which, the mark is actually being used 

13 indic~ting the appropriate class or classes of goods or 

14 services. If a single application includes goods or services 

15 which fall within multiple classes, the secretary may require 

16 ~a1ment of a fee for each class. To the extent practical, the 

17 classification of goods and services should conform to the 

18 classification adopted by the United States patent and 

19 trademark office. 

20 Sec. ll. section 548.9, Code 1993, is amended to read as 

21 follows: 

22 548.9 FRAUDULENT REGISTRATION. 

23 Any A person who, either on the person's own behalf or on 

24 behalf of any other person, sha±l-proeMre procures the filing 

25 or registration of any~ mark in the office of the secretary 

26 under this chapter by knowingly making any false or fraudulent 

27 representation or declaration, orally or in writing, or by any 

28 other fraudulent means is liable for the damages eatlsed-by-the 

29 f~atldtllent sustained in consequence of the filing or 

JO registration and-~n-an-aet~on-to-reeo~er-these-dama~es-the 

31 eotlrt-sha±±-o~de~-eaneellat~on-of-the-€~atldtllently-obta±ned 

32 ~e~~st~at±on to be recovered by or on behalf of the party 

JJ 1njured in district court. 

34 Sec. 12. Section 548.10, Code 1993, lS amended to read as 

35 follows: 
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1 548.10 INFRINGEMENT. 

2 Any-~erson-who Subject to section 548.118, a person shall 

3 not do any of the following: 

4 l. Use, without the consent of the registrantL tlses any 

5 reproduction, counterfeit, copy, or colorable imitation of a 

6 mark registered under this chapter ~n-B-manner-wh~eh in 

7 connection with the sale, distribution, offering for sale, or 

8 advertising of any goods or services on or in connection with 

9 which such use is likely to cause confusion, or mistake, or 

10 deee~e~on to deceive as to the source of origin of ~tl~ehB~ers7 

11 o~-~e~~odtlees,-eotlnterfe~es 7 -eo~ies,-or-eo~orably-~mitates 

12 such goods or services. 

13 2. Reproduce, counterfeit, copy, or colorably imitate any 

14 re9~stered such mark and a~~lies apply such reproduction, 

15 counterfeit, copy, or colorable imitation to labels, signs, 

16 prints,. packages, wrappers, receptacles, or advertisemPnts 

17 intended to be used in-a-manner-whieh-is-likely-to-eBtlse 

18 eonftlsion,-mistake,-or-deee~tion-of-~tlrehase~s upon or in 

19 connection with the sale or other distribution in this state7 

20 of such goods or services. 

21 The person shall be liable in a civil action by the 

22 registrant of-the-mark, for any or all of the remedies 

23 provided in section 548.11, except that under subsection 2, 

24 the registrant shall not be entitled to recover profits or 

25 damages unless the acts have been committed with the intent to 

26 cause confus1on or mistake or to deceive. 

27 Sec. 13. NEW SECTION. 548.10A INJUR~ TO BUSINESS 

28 REPUTATION -- DILUTION. 

29 The owner of a mark which is famous in this state shall be 

30 entitled, subject to the principles of equity, to an 

31 inJunction against another's use of a mark, commencing after 

32 the owner's mark becomes famous, which causes dilution of the 

33 dist1nctive quality of the owner's mark, and to obtain such 

34 other relief as is provided in this section. In determining 

35 whether a mark is ~amous, a court may consider factors such 
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l as, but not limited to: 
2 1. The degree of inherent or acquired distinctiveness of 

3 the mark in this state. 

4 2. The duration and extent of use of the mark in 

5 connection with the 

6 3. The duration 

goods and services. 

and extent of advertising 

7 the mark in this state. 

and publicity of 

8 4. The geographical extent of the trading area in which 

9 the mark is used. 
10 5. The channels of trade for the goods or services with 

11 which the owner's mark is used. 

12 6. The degree of recognition of the owner's mark in its 

13 and in the other's trading areas and channels of trade in this 

14 state. 

15 7. The nature and extent of use of the same or similar 

16 mark by third parties. 

17 The owner shall be entitled only to injunctive relief in 

18 this state in an action brought under this section, unless the 

19 subsequent user willfully intended to trade on the owner's 

20 reputation or to cause dilution of the owner's mark. If such 

21 willful intent is proven, the owner shall also be entitled to 

22 the remedies set forth in this chapter, subject to the 

23 discretion of the court and the principles of equity. 

24 Sec. 14. Section 548.11, Code 1993, is amended to read as 

25 follows: 

26 54!1.11 REMEDIES. 

27 i~--~"e-reg~~~~a~~-of-a-mar~-~"at-has-bee~-i~fr~~ged-~ay-be 

28 g~a~ted-a"-~njtlne~io~-aga~nst-a~-i~fringer-in-aeeo~danee-wit" 

29 ~he-pr~ne~p~es-of-eqtl~ty~--~"e-eotlr~-in-i~s-diseretion-may 

30 aiiow-~he-registrant-to-~eeo~er-the-damages-eatlsed-by-the 

31 infringement-or-the-profi~s-ef-the-~nfringer-attribtltab~e-te 

32 ~he-infri~gement,-or-beth~--~he-eotlrt-may-order-a~y 

33 eotlnterre~ts-or-imi~at~e~s-in-the-pessessien-or-tl~der-the 

34 eontrei-of-an-~nfringer-te-be-destreyed-and-in-exeeptionai 

35 ease~-the-eotlrt-~ay-ai~o-award-rease~abie-attorney-fees-to-the 
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1 prevai~tng-party~ 

2 ?~--brkelihood-of-injury-to-btt~±ne~s-reputat±on-or-to-a 

3 trade-name-valid-at-eommon-law7 -or-of-d±±ution-of-the 

4 d±stinetive-qua±ity-of-a-mark,-whether-registered-or-not 

5 registered-under-th±s-ehapter,-~ha±±-be-a-ground-eor 

6 tn;unetive-reliet-notwithstanding-the-absenee-of-eompetition 

7 between-the-parttes-or-the-absenee-of-eonfusion-as-to-the 

8 ~ouree-of-goods-or-~erv±ees~ The owner of a mark registered 

9 under this chapter may proceed by suit to enjoin the 

10 manufacture, use, display, or sale of any counterfeits or 

ll 1mitations of the mark and any court may grant injunctions to 

12 restrain such manufacture, use, display, or sale as the qourt 

13 deems just and reasonable, and may require the defendants to 

14 pay to such owner all profits derived from or all damages 

15 suffered by reason of such wrongful manufacture, use, disp~ 

16 or sale. The court may also order that any counterfeits or 

l7 imitations in the possession or under the control of a 

18 defendant be delivered to an officer of the court, or to the 

19 complainant, to be destroyed. The court, in its discretion, 

20 may enter judgment for an amount not to exceed three times 

21 such profits and damages and reasonable attorneys' fees ~f th~ 

22 prevailing party in cases where the court finds the other 

23 party committed such wrongful acts with knowledge or in bad 

24 faith or otherwise as according to the circumstances of the 

25 case. 

26 The enumeration of any right or remedy in this section 

27 shall not affect a registrant's right to prosecute under ~ 

28 penal law of this state. 

29 Sec. 15. NEW SECTION. 548.llA FORUM FOR ACTIONS 

30 REGARDING REGISTRATION -- SERVICE ON OUT-OF-STATE REGISTRANTS. 

31 l. Actions to require cancellation of a mark registered 

32 pursuant to this chapter shall be brought in district court. 

33 In an action for cancellation, the secretary shall 

34 a party to the proceeding but shall be notified of 

not be made 

the ~ . ~ . 
~....111ng 

35 of the complaint by the clerk of the district court in which 
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1 it is filed and shall be given the right to intervene in the 

2 action. 

3 2. In an action brought against a nonresident registrant, 

4 serv1ce may be effected upon the secretary as agent for 

5 service of the registrant in accordance with the procedures 

6 established for service upon nonresident corporations and 

7 business entities under section 617.3. 

8 Sec. 16. NEW SECTION. 548.118 COMMON LAW RIGHTS. 

9 This chapter shall not adversely affect the rights or the 

10 enforcement of rights in marks acquired in good faith at any 

11 time at common law. 

12 Sec. 17. NEW SECTION. 548.llC FEES. 

13 The secretary shall by rule adopted pursuant to chapter l7A 

14 prescribe the fees payable for the various applications and 

15 recording fees and for related services. Unless specified by 

16 the secr.etary, the fees payable pursuant to this chapter are 

17 not refundable. 

18 Sec. 18. PENDING ACTIONS NOT AFFECTED. This Act shall not 

19 affect any suit, proceeding, or appeal pending on the 

20 effective date of this Act. 

7.1 Sec. 19. REPEAL. Sections 548.12 and 548.13, Code 1993, 

22 are repealed. 

23 Sec. 20. CODE EDITOR. The Code editor shall renumber 

24 sections as provided in this Act to ensure consistency with 

25 the model state trademark bill promulgated by the United 

26 States trademark association, including the most recent 

27 revisions in the model bill. 

28 EXPLANATION 

29 This bill amends chapter 548 providing for the registration 

30 and protection of certain marks, including trademarks and 

Jl service marks, to be consistent with revisions made by the 

32 United States trademark association to the model state 

33 trademark bill. 

34 The bill amends the definitions in the chapter. The bill 

35 eliminates references to "certification marks" and ''collective 
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l marks". The bill provides a more extensive definition of 

2 several terms, including "service marks", "trademarks'', and 

3 "use". 

4 The bill amends provisions relating to the registration of 

5 marks, including applying for registration. The bill provides 

6 for the registration of marks by partnerships. The bill 

7 provides for information required to be submitted by an 

8 applicant, including information regarding the filing of 

9 applications with the United States patent and trademark 

10 office. 

ll The bill provides a new section relating to the filing of 

12 applications with the secretary of state. It amends 

13 provisions relating to the issuance of a certificate of 

14 registration, including information required to appear on the 

15 certificate, and the use of such certificate as evidence in 

16 legal rroceedings. The bill amends provisions relating to the 

17 renewal of registrations, by reducing the term of registration 

18 from 10 years to 5 years. 

19 The bill provides for the assignment of rights to a mark, 

20 notice, and procedures for the issuance of a new certificate 

21 by the secretary of state. The bill also provides for the 

22 change of an applicant's name, and the effect of other 

23 instruments which relate to a mark. 

24 The bill provides for cancellation of registration, 

25 including in cases where the appearance of a mark causes 

26 confusion or mistake. 

27 The bill provides for fraudulent registration and 

28 infringement. It provides that the registrant of a mark may 

29 have a claim to recover damages in cases of intentional 

30 deception. rt also provides that a registrant may enjoin the 

31 persons who manufacture, use, display or sell products or 

32 services in violation of the chapter. The bill provides 

33 procedures for bringing actions to enforce rights granted ln 

34 the chapter. The bill provides that pending legal actions are 

35 not affected by the bill. 
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l The bill allows the secretary of state to establish fees to 

2 administer the chapter, and removes references to fees 

3 established in the chapter. 

4 The bill repeals Code sections relating to defenses and the 

5 

6 

7 

8 

9 

10 

ll 

12 

13 
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15 

16 

17 

18 

19 
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21 

22 
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33 

34 

35 

application of the chapter. 
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1 Section 1. Section 548.1, Code 1993, is amended to read as 
2 follows: 

3 548.1 DEFINITIONS. 
4 As used in this chapter, unless the context otherwise 
5 requires: 
6 1. "Abandoned" means the occurrence of any of the 

7 following in relation 
a. The use of the 8 

to a mark: 
mark has been discontinued with intent 

9 not to 
10 shall 

11 b. 

resume such use. Nonuse for two consecutive years 
constitute prima facie evidence of abandonment. 

A course of conduct of the owner of the mark, including 
12 acts of omission as well as commission, causes the mark to 

13 lose its significance as a mark. 
14 i 2. "Applicant'' means a person filing an application for 

15 registration of a mark under this chapter, and the person's 
16 legal representative, successor, or assignee. 

17 3. "Dilution" means the lessening of the capacity of a 
18 mark to identify and distinguish goods or services, regardless 

19 of the presence or absence of any of the following: 

20 a. Competition between parties. 

21 b. Likelihood of confusion, mistake, or deception. 
22 2! 4. "Mark" means a wore,-l'lame,-~ymbo%,-ee.,±ee,-or-a!'ly 

23 eo~b~l'lation-of-the-fore9oil'l9-il'l-al'ly-form-or-arrel'l9ement-~~ed 
24 e~-a-eertif±eetio!'l-merk,-eoiieeti'fe-mark,-~er'fiee-merk,-or 

25 trade-mark trademark or service mark, entitled to registration 
26 under this chapter, whether registered or not. 

27 a7--~€ertif±eatiol'l-mark 0 -means-a-mark-~~ed-il'l-eonneetiol'l 

28 with-the-900d~-or-~er.,±ee~-of-a-per~ol'l-other-thal'l-the 

29 eertifier-to-ind±eete-9e09rephie-ori9in,-materia%,-mode-of 

30 men~£aetttre;-qtteiity;-aeeureey;-or-other-eharaeteri~t±es-of 

31 the-9oods-or-ser'fiees,-or-to-indieate-that-the-work-or-iabor 

32 ol'l-the-9oods-or-~er.,±ees-was-performee-by-members-of-a-~l'lion 

33 or-other-or9etl'l±%ation7 
34 b7--ueo±ieeti'fe-mark~-meen~-e-merk-u~ed-by-member~-of-e-eo-

35 o~erati.,e,-essoeiation;-or-other-eoiieeti'fe-gro~p-or 
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l o~ganization-to-identi£y-good~-or-serviee~-ane-di~tingais~ 
2 t~em-from-t~o~e-of-ot~e~~--o~-to-indieate-member~hi~-in-t~e 

3 eeileetive-g~ea~-or-o~ganization. 
4 e 5. "Service mark" means a mark word, name, symbol, or 
5 

6 
7 

8 

device or 
used by a 
from the 
service, 

any combination of a word, name, symbol, or device, 

personL to identify services and to distinguish them 
services of othe~s that person, including a unique 
from the services of others, and to indicate the 

9 source of the services, even if that source is unknown. 
10 Titles, character names used by a person, and other 

11 distinctive features of radio or television programs may be 
12 registered as service marks notwithstanding that they, or the 

13 programs, may advertise the goods of a sponsor. 

14 d 6. ~~rade-marku "Trademark" means a mark-a~ed-by-a 

15 persen-to-identify-goods-and-to-distingais~-t~em-from-the 
16 goods-of-others word, name, symbol, or device or any 

17 combination of a word, name, symbol, or device, used by a 
18 person to identify and distinguish the goods of that person, 

19 including a unigue product, from products manufactured and 

20 sold by others, and to indicate the source of the goods, even 

21 if that source is unknown. 

22 3 7. "Person" mean~-an-individ~at,-eorpo~ation,-government 

23 or-90ve~nmentat-sabdivision-er-ageney,-basiness-trast,-estete, 
24 trast,-pertnership7 -anineo~porated-assoeiatien7 -two-or-more-of 

25 any-o£-the-fore9oing-havin9-a-;eint-or-eommon-interest,-or-any 
26 ot~er-le9al-or-eommereiet-entity and any other word or term 

27 used to designate the applicant or other party entitled to a 
28 benefit or privilege or rendered liable under this chapter 

29 includes a juristic person as well as a natural person. The 

30 term "juristic person" includes a firm, partnership, 

31 corporation, union, association, or other organization capable 
32 of suing and being sued in a court of law. 

33 4 B. "Registrant" means a person is~aed-a to whom the 

34 registration of a mark under this chapter is issued, and the 

35 ~e~sen4s legal representative, successor, or assignee of such 

-2-



S.F. H.F. 

1 person. 

2 9. "Secretary" means the secretary of state or the 

3 designee of the secretary charged with the administration of 
4 this chapter. 

5 5 10. "Trade name" means a word;-!lame.,-syl!lboi,.-de¥~ee.,-or 

6 at~y-eomb~!latiot~-of-the-foregoit~g-in-a!ly-form-or-arra!lgeme!lt 

7 name used by a person to identify the-~erso!I~S ~ business., or 
8 vocation;-or-oeettpatie!l.,-a!ld-disti!lgttish-±t-frem-others of 
9 such person. 

10 6 11. "Use" means the bona fide use of a mark in the 

11 ordinary course of trade, and not made merely to reserve a 

12 right in a mark. For the purposes of this chapter, a mark 

13 shall be deemed to be in use under any of the following 
14 circumstances: 

15 a. Piaeing-a-mark On goods sold or transported in commerce 
16 when the mark is placed in any manner on the goods or 

17 containers or associated displays, or on affixed tags or 
18 labels, at~d-seiiing-or-etherw~se-distrib~ting-the-goods in 

19 this state or if the nature of the goods makes the placement 
20 on the goods or containers impracticable, on documents 

21 associated with the goods or their sale. 

22 b. Bisplaying-a-mark-i!l-eont~eetion-with-the-saie-er 

23 ad.,ertising-ef-serviees-ret~dered. On services when the mark ~s 

24 used or displayed in the sale or advertising of services and 

25 the services are rendered in this state. 
26 Sec. 2. Section 548.2, Code 1993, is amended to read as 
27 follows: 
28 548.2 REGISTRABILITY. 

29 i~ A mark by which the goods or services of any applicant 
30 for registration may be distinguished from the goods or 

31 services of others shall not be registered if it the mark 
32 meets any of the following criteria: 

33 a 1. Consists of or comprises immoral, deceptive, or 
34 scandalous matter.,-or~ 

35 b 2. Consists of or comprises matter which may disparage, 
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1 bring into contempt or disrepute, or falsely suggest a 
2 connection with persons, living or dead, institutions, 

3 beliefs, or national symbols, or bring them into contempt, or 

4 disrepute. 

5 e 3. Consists of or comprises the flag, or coat of arms, 

6 or other insignia of the United States, or of any state or 

7 municipality, or of any foreign nation, or any simulation 

8 thereof,-o~~ 

9 e 4. 

10 portrait 
Consists of, or comprises the name, signature, or 

o£-~"Y identifying a particular living individual, 

11 except wit~ £y the individual's written consent,-o~~ 

12 ~ 5. Consists of a mark which is one of the following: 

13 tit ~ When appii~d-to used on or in connection with the 

14 goods or services of the applicant, is merely descriptive or 

15 deceptively misdescriptive of th~m the goods or services. 

16 t~t ~ When appii~d-to used on or in connection with the 

17 goods or services of the applicant, is primarily 

18 geographically descriptive or geographically misdescriptive of 

19 t~~m the goods or services. 

20 f3t ~ Is primarily merely a surname. 

21 This paragraph-u~u subsection 5 does not prevent the 

22 registration of a mark used in-thi~-~tate by the applicant 

23 which has become distinctive of the applicant's goods or 

24 services. The secretary o£-~tat~ may accept as evidence that 

25 the mark has become distinctive, e~-eppti~d-to on or in 

26 connection with the applicant's goods or services, proof of 

27 continuous use thereof as a mark by the applicant in this 

28 state or-etsewh~~~ for the five years "~xt-preeeding before 

29 the date o£-th~-fitr"g-o£-the-apptieatio"-ror-~egi~tretio"•-o~ 

30 on which the claim for distinctiveness is made. 

31 £ 6. R~se~~te~ Consists of or comprises a mark which so 

32 resembles a mark registered in this state or a mark or trade 

33 name previously used i"-th~~-state by another and not 

34 abandoned, so as to be likely, whe~ eprii~e-te used on or in 

35 connection with the goods or services of the applicant, to 
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1 cause confusionr or mistake, or deee~tien-of-p~reha~er~ to 
2 deceive. 

3 ~·--a~d~e±ai-re¥iew-of-aetien~-of-the-~eeretary-of-~tate 

4 may-be-~ou~ht-in-aeeordanee-with-the-term~-of-the-~ewa 

5 admini~trati¥e-~roeedttre-Aet• 

6 Sec. 3. Section 548.3, Code 1993, is amended to read as 
7 follows: 

8 548.3 APPLICATION FOR REGISTRATION. 

9 Subject to the limitations set forth in this chapter, any ~ 
10 person who ha~-~re¥ie~~iy-adopted-and-tt~ed uses a mark in-th±~ 

11 ~tate may file in the office of the secretary of-~tate, in the 

12 manner ~re~er±bed-by which will comply with the requirements 

13 of the secretary of-~tate, d~~iieate-ori~inai~-of an 

14 application for the registration of the that mark.--~he 

15 appiieatien-~haii-ineittde setting forth, but not be limited 

16 to, all of the following information: 

17 1. The name and business address of the appiieant, person 
18 applying for registration; and if a corporation, the state of 

19 incorporation, or if a partnership, the state in which the 

20 partnership is organized and the names of the general 

21 partners, as specified by the secretary. 

22 2. The goods or services on or in connection with which 

23 the mark is in use, the mode or manner in which the mark is 

24 used on or in connection with those goods or services, and the 

25 class or-eia~~e~ in which such goods or services fall, as 

26 described in reg~iation~-~rem~igated rules adopted by the 

27 secretary of-~tate. 

28 3. The date on which the mark was first used anywhere by 

29 the applicant or the applicant's predecessor in inierest,-and 

30 the-date-on-whieh-it-wa~-fir~t-H~ed-in-thi!-~tate. 

31 4. A statement that the applicant is the owner of the mark 

32 in-thi!-state, that the mark is in use, and that, to the 

33 knowledge of the person verifying the application, no other 

34 person has registered, either federally or 1n this state, or 

35 has the right to use a such mark in-thi!-~tate-whieh 
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1 ~~re~asers-wettid-be-ir~eiy-te-eenf~se-or-mrsta~e-for-t~e 

2 appiieant~s-mark either in the identical form or in such 
3 resemblance to the form as to be likely, when applied to the 
4 goods or services of such other person, to cause confusion or 

5 mistake, or to deceive. 

6 s~ The signatttre-and-•errfieation-ef secretary may also 

7 require a statement as to whether an application to register 
B the mark, or portions or a composite of the mark, has been 

9 filed by the applicant or a predecessor in interest in the 
10 United States patent and trademark office; and if so, the 
11 applicant shall provide full particulars with respect to the 
12 filing including the filing date and serial number of each 

13 application, the status of the application and if any 
14 application was finally refused registration or has otherwise 

15 not resulted in a registration, the reasons therefore. 
16 The secretary may also require that a drawing of the mark, 

17 complying with such requirements as the secretary may specify, 

18 accompany the application. 

19 The apolication shall be signed and verified by oath, 
20 affirmation, or declaration subject to perjury laws by the 

21 applicant,-a-speeimen-or-£aesimiie-o£-t~e-mark-iii~strating 

22 its-present-mode-e£-ttse,-and-a-fiiing-fee-of-ten-deliars-fer 

23 eae~-eiass-e£-geods-or-ser~iees-for-w~ie~-registratien-is 

24 so~ght or by a member of the firm or an officer of the 

25 corporation or association applying. 
26 The application shall be accompanied by three specimens 

27 showing the mark as actually used. 
28 The application shall be accompanied by the application fee 

29 payable to the secretary. 
30 Sec. 4. NEW SECTION. 548.3A FILING OF APPLICATIONS. 

31 1. Upon the filing of an application for registration and 
32 payment of the application fee, the secretary may cause the 

33 application to be examined for conformity with this chapter. 
34 2. The applicant shall provide any 

35 information requested by the secretary 
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1 of a design mark and may make, or authorize the secretary to 
2 make, such amendments to the application as may be reasonably 

3 requested by the secretary or deemed by applicant to be 

4 advisable to respond to any rejection or objection. 

5 3. The secretary may require the applicant to disclaim an 

6 unregisterable component of a mark otherwise registerable, and 

7 an applicant may voluntarily disclaim a component of a mark 

8 sought to be registered. A disclaimer shall not prejudice or 

9 affect the applicant's or registrant's rights existing at or 

10 after the time of disclaimer arising in the disclaimed matter, 

11 or the applicant's or registrant's rights of registration on 

12 another application if the disclaimed matter is or becomes 

13 distinctive of the applicant's or ~egistrant's goods or 
14 services. 

15 4. Amendments may be made by the secretary upon the 

16 application submitted by the applicant upon applicant's 

17 agreement, or the secretary may require a new application to 
18 be submitted. 

19 5. If the applicant is found not to be entitled to 

20 registration, the secretary shall advise the applicant thereof 

21 and of the reasons therefore. The applicant shall have a 

22 reasonable period of time specified by the secretary in which 

23 to reply or to amend the application, in which event the 

24 application shall be reexamined. This procedure may be 

25 repeated until the secretary finally refuses registration of 

26 the mark or the applicant fails to reply or amend within the 

27 specified period, whereupon the application shall be deemed to 

28 have been abandoned. 

29 6. If the secretary finally refuses registration of the 

30 mark, the applicant may seek judicial review of the refusal in 

31 accordance with chapter 17A. 

32 7. If the secretary is concurrently processing 

33 applications seeking registration of the same or confusingly 

34 similar marks for the same or related goods or services, the 

35 secretary shall grant priority to the applications in order of 
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1 filing. If an application filed earlier is granted a 
2 registration, a later application shall be rejected. Any 

3 rejected applicant may bring an action for cancellation of the 
4 registration upon grounds of prior or superior rights to the 
5 mark, in accordance with the provisions of section 548.7. 
6 Sec. 5. Section 548.4, Code 1993, is amended to read as 
7 follows: 

8 548.4 CERTIFICATE OF REGISTRATION. 

9 ~he Upon compliance by the applicant with the requirements 

10 of this chapter, the secretary of-~~ete shall i~s~e cause a 

11 certificate of registration to be issued and delivered to the 
12 applicant upe~-eompiienee-wi~h-t~e-~eq~i~ements-ef-this 

13 ehap~er. The certificate of registration shall be issued o~er 
14 under the signature and seal of the secretary of-~tete-o~-the 

15 see~eta~y~s-des±g~ee, bear-the-date-ef-~egist~atien;-end-be 

16 effixed~te-a-dupiieate-origi~ai-appiieation-o~-a-eopy and 

17 shall show the name and business address and, if a 

18 corporation, the state of incorporation, or if a partnership, 

19 the state in which the partnership is organized and the names 
20 of the general partners, as specified by the secretary, of the 

21 person claiming ownership of the mark, the date claimed for 

22 the first use of the mark anywhere and the date claimed for 

23 the first use of the mark in this state, the class of goods or 
24 services and a description of the goods or services on or in 

25 connection with which the mark is used, a reproduction of the 
26 mark, the registration date and the term of the registration. 

27 A-d~piieate-o~igi~a%-appiieation-shaii-be-~etai~ea-by-th~ 

28 ~ee~etary-ef-~tate-w~th-re~peet-eo-eaeh-register~d-ma~k~--~he 

29 reta~~ed-dupiieate-o~iginai-appiieatien-o~-a-eepy-~haii-be 

30 a~a±iebie-~e~-~ubi~e-exam±natien~ 

31 A-eert±fieate-e£-~egi~tration-by-the-seeretary-e£-~tate, 

32 aff±xed-eo-a-eupi±eat~-eriginai-a~~i±eation-o~-to-a-ee~y; 

33 ~hati-be-prima-faeie-ev~denee-ef-the-~aiidity-ef-re~i~tration 

34 and-of-the-regist~ant~~-ri9ht-te-use-~he-mark-thro~~heut-thi~ 

35 ~tate-~n-the-man~~~-de~erieed-in-the-ee~tit±eate-of 
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l r~gi~~re~~o~. 

2 A certificate of registration issued by the secretary under 

3 this section or a copy thereof duly certified by the secretary 
4 shall be 

5 proof of 
admissible in evidence as competent and sufficient 

the registration of such mark in an action or 
6 

7 
judicial proceeding in any court in this state. 

Sec. 6. Section 548.5, Code 1993, is amended to read as 
8 follows: 

9 548.5 DURATION AND RENEWAL. 

10 Regi~~ra~io" A registration of a mark under this chapter 

11 shall be effective for a term of ~~" five years e"e from the 

12 date of registration and, upon application filed within six 

13 months prior to the expiration of the term, in a manner 

14 complying with the requirements of the secretary, the 

15 registration may be renewed for ~~eee~~ive-~~"-yeer-~erioes a 

16 like term from the end of the expiring term. A renewal fee of 

17 ~e"-doiiers payable to the secretary shall accompany an 

18 application for renewal of registration. A~~iiea~io"-for 

19 r~"ewai-~hai±-b~-mad~-wi~hi"-s~x-mon~hs-~rior-~o-th~ 

20 ~xpiratio"-of-the-registratio"-on-a-form-f~rnished-by-the 

21 seeretery-of-state-a"d-shaii-i"ei~ee-a-ver~fiee-stetement-tnet 

22 the-mark-~s-st±li-in-Hse-i"-this-stete• 

23 ~he-seeretary-of-state-shaii-notify-a-registrant-o£-the 

24 ~eneing-e~piratio"-of-the-registrant~s-reg~stration.--However, 

25 the-fai±Hre-of-a-registrant-to-reeeive-d~e-"otiee-£rom-the 

26 seeretary-of-state-shaii-not-~revent-expiretion-o£-a 

27 registration• 

28 ~he-term-of-any-regi~tratio"-i"-foree-on-~he-date-on-whieh 

29 thi~-ehapter-beeomes-effeetive-shaii-not-be-affeeted-by-this 

30 ehepter,-b~t-any-registration-in-foree-o"-saie-dete-ee"-only 

31 be-re"ewed-H"der-this-ehapter. A registration may be renewed 

32 for successive periods of five years in like manner. A 

33 registration in force on the date on which this chapter shall 

34 become effective shall continue in full force and effect for 

35 the unexpired term thereof and may be renewed by filing an 
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1 application for renewal with the secretary complying with the 

2 requirements of the secretary and paying the renewal fee 

3 within six months prior to the expiration of the registration. 

4 All applicants for renewal under this chapter, whether of 

5 registration made under this chapter or of registrations 
6 effected under any prior statute, shall include a verified 

7 statement that the mark has been and is still in use and 
8 include a specimen showing actual use of the mark on or in 

9 connection with the goods or services. 

10 Sec. 7. Section 548.6, Code 1993, is amended to read as 
11 follows: 

12 548.6 ASS%6NMEN~ ASSIGNMENTS, CHANGES OF NAME, AND OTHER 

13 INSTRUMENTS. 

14 l. Any ~ mark r@~i~~@r@d-~nd@r-~hi~-eha~t@r-~hall-be and . . 
15 its registration under this chapter is assignable with the 
16 good will of the business in which the mark is used or with 

17 that part of the good will of the business connected with the 

18 use of and symbolized by the mark. A-mark-eonneet@d-wi~h-a 

19 par~-o£-~he-~ood-wili-o£-a-b~~in@~s-ean-be-as~i~ned-wi~h-that 

20 part-e£-the-~ood-will-e£-~h@-b~~ine~~· Assignment of-a 

21 re~ist~ation-ean-only-be-effee~@d-by-fiiin~-d~plieate 

22 eri~inals-of-an-assi~nment,-si~ned-by-the-re~istrant, shall be 

23 by a duly executed written instrument which may be recorded 
24 with the secretary e£-~~ate-together-with-a-£iling-£ee-of 

25 three-doiiar~·--After-filing-th@-as~ignment,-the-~eeretary-of 

26 ~tate upon the payment of a recording fee to the secretary, 

27 who, upon recording of the assignment shall issue to a new 

28 certificate in the name of the assignee, for the remainder of 

29 the term of the assigned registration,-a-n~w-eertifieate 

30 a~taehed-to-one-of-the-dapiieate-ori~inal~ or of the last 

31 renewal of the registration. An assignment of a registration 

32 under this chapter shall be void as against any subsequent 

33 purchase for valuable consideration without notice, unless the 

34 assignment is recorded with the secretary within three months 

35 after the date of the assignment or prior to such subsequent 
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1 purchase. 

2 2. A registrant or applicant effecting a change of the 

3 name of the person to whom the mark was issued or for whom an 
4 application was filed may record a certificate of change of 

5 name of the registrant or applicant with the secretary upon 
6 the payment of the recording fee. The secretary may issue a 

7 certificate of registration of an assigned application in the 
8 name of the assignee. The secretary may issue in the name of 

9 the assignee, a new certificate or registration for the 

10 remainder of the term of the registration or last renewal of 

11 the registration. 

12 3. Other instruments which relate to a mark registered or 

13 application pending pursuant to this chapter, such as, by way 
14 of example, licenses, security interests, or mortgages, may be 

15 recorded in the discretion of the secretary, if such 
16 instrument is in writing and duly executed. 

17 4. Acknowledgement shall be prima facie evidence of the 

18 execution of an assignment or other instrument and, when 

19 recorded by the secretary, the record shall be prima facie 

20 evidence of execution. 

21 5. A photocopy of any instrument referred to in 

22 subsections 1 through 3, shall be accepted for recording if it 

23 is certified by any of the parties to the registration, or 
24 their successors, to be a true and correct copy of the 

25 original. 

26 Sec. 8. NEW SECTION. 548.6A RECORDS. 

27 The secretary shall keep for public examination a record of 

28 all marks registered or renewed under this chapter, as well as 

29 a record of all documents recorded pursuant to section 548.6. 

30 Sec. 9. Section 548.7, Code 1993, is amended to read as 

31 follows: 

32 548.7 CANCELLATION. 

33 The secretary e£-~tate shall cancel from the register, in 

34 whole or in part, any of the following: 

35 l. Any-registretien-ttnder-a-~rier-%ew-whieh-hes-e~~ired 
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1 without-be±~g-renewed-u~der-this-ehapter. 
2 ~·--A~y ~ registration concerning which the secretary of 

3 state receives a voluntary request for cancellation from the 
4 registrant or the assignee of record. 

5 3 2. Any ~ registration granted under this chapter and not 
6 renewed in accordance with its-provisio~s this chapter. 

7 4 3. A~y ~ registration concerning which a district court 7 

8 %~-a~-aetion-invo%ving-the-registration-and-from-whieh-~o 
9 appea%-is-or-ean-be-ta~e~, finds any of the following: 

10 a. That the registered mark has been abandoned,-or~ 

11 b. That the registrant is not the owner of the mark 7-or~ 

12 c. That the registration was granted eontrary-to-the 

13 provisio~s-of-this-ehapter;-or improperly. 

14 d. That the registration was obtained fraudulently;-or~ 

15 e. That the registered mark has become ineapabie-of 
16 serving-as-a-mar~,-or the generic name for the goods or 

17 services, or a portion of the goods or services, for which the 
18 mark has been registered. 

19 f. That the registered mark is so similar to-a-mar~ 
20 registered, as to be likely to cause confusion or mistake or 

21 to deceive, to a mark registered by another person in the 

22 United States patent and trademark office by-a~other-perty-to 

23 the-i±t±getio~-and-~ot-abandoned-prior-to-the-dete-of-first 
24 ttse-by-the-reg±strant-ttnder-this-ehapter-as-te-be-ii~eiy-to 

25 ea~se-eonf~sion,-mista~e,-or-deeeption-of-p~rehasers. 
26 However,-registratio~-tt~der-this-ehapter-shaii-~ot-be-eaneeied 

27 if-the-registrant-tt~der-this-ehapter-proves prior to the date 
28 of the filing of the application for registration by the 

29 registrant under this chapter, and not abandoned. However, if 
30 the registrant proves that the registrant has is the owner of 

31 a concurrent registration for-the of a mark in the United 
32 States patent and trademark office for covering an area 

33 including this state, the registration under this chapter 

34 sha:l not be canceled for such area of the state. 

35 5. A~y ~ registration that-e-d±etr±et-eettrt,-from-whieh-no 
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1 appea~-is-or-ea~-be-take~,-orders ordered canceled by a court 

2 on any ground. 

3 Sec. 10. Section 548.8, Code 1993, is amended to read as 

4 follows: 

5 548.8 CLASSIFICATION. 
6 The secretary o£-state shall by rule establish a 

7 classification of goods and services for convenience in the 
8 administration of this chapter w~ie~-s~a~~. but not limit a~ 

9 or extend the applicant's or registrant's rights except-as 

10 ex~ress~y-~ro~ided-by-t~is-e"a~ter, and a single application 

11 for registration of a mark may include any or all goods upon 

12 which, or services with which, the mark is actually being used 

13 indicating the appropriate class or classes of goods or 

14 servic~s. If a single application includes goods or services 

15 which fall within multiple classes, the secretary may require 
16 payment of a fee for each class. To the extent practical, the 

17 classification of goods and services should conform to the 

18 classification adopted by the United States patent and 

19 trademark office. 

20 Sec. 11. Section 548.9, Code 1993, is amended to read as 

21 follows: 

22 548.9 FRAUDULENT REGISTRATION. 

23 A~y ~ person who, either on the person's own behalf or on 

24 behalf of any other person, shai~-proe~re procures the filing 

25 ££ registration of a~y ~ mark in the office of the secretary 
26 under this chapter by knowingly making any false or fraudulent 

27 representation or declaration, orally or in writing, or by any 

28 other fraudulent means is liable for the damages ea~sed-by-the 

29 fra~d~ie~t sustained in consequence of the filing or 

30 registration a~d-i~-a~-aetio~-to-reeover-t~ese-dama9es-t~e 

31 co~rt-sha%%-order-eance%%ation-o£-t~e-frattd~~e~tiy-obtained 

32 re9istration to be recovered by or on behalf of the party 

33 injured in district court. 

34 Sec. 12. Section 548.10, Code 1993, is amended to read as 

35 follows: 
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1 548.10 INFRINGEMENT. 
2 A~y-pe~~o~-who Subject to section 548.11B, a person shall 

3 not do any of the following: 

4 1. Use, without the consent of the registrantL ases any 

5 reproduction, counterfeit, copy, or colorable imitation of a 

6 mark registered under this chapter ift-a-ma~~e~-whieh in 

7 connection with the sale, distribution, offering for sale, or 

8 advertising of any goods or services on or in connection with 

9 which such use is likely to cause confusion, £I mistake, or 
10 deee~~io~ to deceive as to the source of origin of pa~eha~e~~7 

11 e~-~ep~odaee~ 7 -eeaft~e~£eit~,-eopie~,-e~-eo%o~ab%y-imi~a~e~ 

12 such goods or services. 

13 2. Reproduce, counterfeit, copy, or colorably imitate any 

14 regi~~ered such mark and applies apply such reproduction, 

15 counterfeit, copy, or colorable imitation to labels, signs, 

16 prints,· packages, wrappers, receptacles, or advertisements 

17 intended to be used i~-a-maftfte~-whieh-is-%ikeiy-~o-eaase 
18 eeft~~sioft,-mi~take,-o~-deee~~ioft-of-pareha~e~~ upon or in 

19 connection with the sale or other distribution in this state7 

20 of such goods or services. 

21 ':'he person shall be liable in a civil action by the 

22 registrant o~-the-mark, for any or all of the remedies 

23 provided in section 548.11, exceot that under subsection 2, 

24 the registrant shall not be entitled to recover 12rof its or 

25 damages unless the acts have been committed with the intent to 

26 cause confusion or mistake or to deceive. 

27 Sec. 13. NEW SECTION. 548.10A INJURY TO BUSINESS 

28 REPUTATION -- DILUTION. 
29 The owner of a mark which is famous in this state shall be 

30 entitled, subject to the principles of equity, to an 

31 injunction against another's use of a mark, commencing after 

32 the owner's mark becomes famous, which causes dilution of the 

33 distinctive quality of the owner's mark, and to obtain such 

34 other relief as is provided in this section. In determining 

35 whether a mark is famous, a ccurt may consider factors such 
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I as, but not limited to: 
2 1. The degree of inherent or acquired distinctiveness of 

3 the mark in this state. 

4 2. The duration and extent of use of the mark in 

5 connection with the 

6 3. The duration 

goods and services. 
and extent of advertising and publicity of 

7 the mark in this state. 
8 4. The geographical extent of the trading area in which 

9 the mark is used. 
10 5. The channels of trade for the goods or services with 

11 which the owner's mark is used. 

12 6. The degree of recognition of the owner's mark in its 

13 and in the other's trading areas and channels of trade in this 

14 state. 

15 7. The nature and extent of use of the same or similar 

16 mark by third parties. 

17 The owner shall be entitled only to injunctive relief in 
18 this state in an action brought under this section, unless the 

19 subsequent user willfully intended to trade on the owner's 

20 reputation or to cause dilution of the owner's mark. If such 

21 willful intent is proven, the owner shall also be entitled to 

22 the remedies set forth in this chapter, subject to the 

23 discretion of the court and the principles of equity. 

24 Sec. 14. Section 548.11, Code 1993, is amended to read as 

25 follows: 

26 548.11 REMEDIES. 

27 +.--T~e-~eg±~trant-ef-a-mark-that-~a~-been-±nfringed-may-be 

28 grented-an-±n;~netion-again~t-an-±nfringe~-±n-aeeerdanee-w±th 

29 the-prineipie~-of-eq~±ty.--~he-ee~~t-in-±t~-di~eretien-mey 

30 aiiew-the-reg±~trent-te-~eeover-the-damage~-ea~~ed-by-the 

31 infringement-e~-the-pref±t~-of-the-±nfringer-attrib~tab~e-to 

32 the-infringement,-or-beth,--~he-eo~rt-may-erder-any 

33 eo~nterfeits-or-±mitetion~-±n-the-pe~~ess±on-er-~nder-the 

34 eentro~-ef-en-infr±nger-to-be-de~troyed-end-in-exeept±onel 

35 ee~es-the-ee~rt-mey-e~se-award-reasonable-ettorney-fees-re-the 

-15-



• 

S.F • ____ H.F. 

1 ~revaiii~~-~srtr• 

2 i•--bike%iheod-of-i~;cry-to-bc~i~e~~-re~ctat±o~-er-to-a 

3 trade-~ame-vs%±d-at-cemmo~-lsw7-or-of-d±%ctie~-of-the 

4 di~ti~etive-qca%±ty-of-s-msr~7-whether-re~i~tered-or-~ot 

5 re~i~tered-c~der-thi~-chapter 7-shs%%-be-a-grocftd-for 

6 i~;c~etive-re%ief-~etwith~ta~di~g-the-sb~e~ee-of-cem~etitio~ 

7 betwee~-the-~srtie~-or-the-absenee-of-eo~fcsien-ss-to-the 

8 socree-of-good~-or-services• The owner of a mark registered 

9 under this chapter may proceed by suit to enjoin the 

10 manufacture, ·use, display, or sale of any counterfeits or 

11 imitations of the mark and any court may grant injunctions to 

12 restrain such manufacture, use, display, or sale as the court 

13 deems just and reasonable, and may require the defendants to 

14 pay to such owner all profits derived from or all damages 

15 suffered by reason of such wrongful manufacture, use, display, 

16 or sale. The court may also order that any counterfeits or 

17 imitations in the possession or under the control of a 

18 defendant be delivered to an officer of the court, or to the 

19 complainant, to be destroyed. The court, in its discretion, 

20 may enter judgment for an amount not to exceed three times 

21 such profits and damages and reasonable attorneys' fees of the 

22 prevailing party in cases where the court finds the other 

23 party committed such wrongful acts with knowledge or in bad 

24 faith or otherwise as according to the circumstances of the 

25 case. 

26 The enumeration of any right or remedy in this section 

27 shall not affect a registrant's 

28 penal law of this state. 

right to prosecute under any 

29 Sec. 15. NEW SECTION. 548.11A FORUM FOR ACTIONS 

30 REGARDING REGISTRATION -- SERVICE ON OUT-OF-STATE REGISTRANTS. 

31 1. Actions to require cancellation of a mark registered 

32 pursuant to this chapter shall be brought in district court. 

33 In an action for cancellation, the secretary shall not be made 

34 a party to the proceeding but shall be notified of the filing 

35 of the complaint by the clerk of the district court in which 
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l it is filed and shall be given the right to intervene in the 
2 action. 

3 2. In an action brought against a nonresident registrant, 

4 service may be effected upon the secretary as agent for 

5 service of the registrant in accordance with the procedures 

6 established for service upon nonresident corporations and 

7 business entities under section 617.3. 

8 Sec. 16. NEW SECTION. 548.llB COMMON LAW RIGHTS. 

9 This chapter shall not adversely affect the rights or the 
10 enforcement of rights in marks acquired in good faith at any 

ll time at common law. 

12 Sec. 17. NEW SECTION. 548.11C FEES. 

13 The secretary shall by rule adopted pursuant to chapter 17A 

14 prescribe the fees payable for the various applications and 

15 recording fees and for related services. Unless specified by 

16 the secretary, the fees payable pursuant to this chapter are 

17 not refundable. 

18 Sec. 18. PENDING ACTIONS NOT AFFECTED. This Act shall not 

19 affect any suit, proceeding, or appeal pending on the 

20 effective date of this Act. 

21 Sec. 19. REPEAL. Sections 548.12 and 548.13, Code 1993, 

22 are repealed. 

23 Sec. 20. CODE EDITOR. The Code editor shall renumber 

24 sections as provided in this Act to ensure consistency with 

25 the model state trademark bill promulgated by the United 

26 States trademark association, including the most recent 

27 revisions in the model bill. 

28 EXPLANATION 

29 This bill amends chapter 548 providing for the registration 
30 and protection of certain marks, including trademarks and 

31 service marks, to be consistent. with revisions made by the 

32 United States trademark association to the model state 

33 trademark bill. 
34 The bill affiends the definitions in the chapter. The bill 

35 eliminates references to ''certification marks'' and ''collective 
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1 marks". The bill provides a more extensive definition of 

2 several terms, including "service marks", "trademarks", and 

3 "use". 

4 The bill amends provisions relating to the registration of 

5 marks, including applying for registration. The bill provides 

6 for the registration of marks by partnerships. The bill 

7 provides for information required to be submitted by an 

8 applicant, including information regarding the filing of 

9 applications with the United States patent and trademark 

10 office. 

ll The bill provides a new section relating to the filing of 

12 applications with the secretary of state. It amends 

13 provisions relating to the issuance of a certificate of 

14 registration, including information required to appear on the 

15 certificate, and the use of such certificate as evidence in 

16 legal proceedings. The bill amends provisions relating to the 

17 renewal of registrations, by reducing the term of registration 

18 from 10 years to 5 years. 

19 The bill provides for the assignment of rights to a mark, 

20 notice, and procedures for the issuance of a new certificate 

21 by the secretary of state. The bill also provides for the 

22 change of an applicant's name, and the effect of other 

23 instruments which relate to a mark. 
24 The bill provides for cancellation of registration, 

25 including in cases where the appearance of a mark causes 

26 confusion or mistake. 

27 The bill provides for fraudulent registration and 

28 infringement. It provides that the registrant of a mark may 

29 have a claim to recover damages in cases of intentional 

30 deception. It also provides that a registrant may enjoin the 

31 persons who manufacture, use, display or sell products or 
32 services in violation af the chapter. The bill provides 

33 procedures for bringing actions to enforce rights granted in 

34 the chapter. The bill provides that pending legal actions are 

35 not affected by the bill. 
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1 The bill allows the secretary of state to establish fees to 

2 administer the chapter, and removes references to fees 

3 established in the chapter. 

4 The bill repeals Code sections relating to defenses and the 
5 

6 

7 
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9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

2l 

22 

23 

24 

25 

26 

27 

28 
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30 

31 

32 

33 

34 

35 

application of the chapter. 
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SENATE f"lLP. 2232 

AN ACT 

RELATING TO THE REGISTRATION AND t/Sf. OF M.ARKS, INCt.UDU!G 

TRADEMARKS AND SERVICE HARKS, AND PROVIDING FOR FEES. 

BE IT f.NACt'f.O D~ TtiE GENERAl. ASSI:"'BLY OF TilE STATE OF' IOWA: 

Sect ion 1. SeC'tiQn 548.1, Code 199.1, is amP.nded to read as 

follows: 

548.1 DEFINITIONS. 

As used in thi a chapter, unless thP contP.xt. ol:herwisl" 

requires: 

_1_. _".~bandoned" tnP.anB thP. occ~-~~~ence _ _2!_~-~.Y....of the 

f2llowing in r_~}-~~J21) -~o ~- -~-~~~--:· 

~he US!' .. '?.f. the mark has be~n diS:£9'_~-~-~-nued __ w~-~.h intent 

nof:_~? r!_~~!!l~ ___ s_~:~.~l! ... u.~~-~- Nonuse foc __ y ... o consec~tive .1.~~'-~-

shall canst 1 tute_ p~i~~~~)e evidence of abandonment:_._ 

~-~course _oJ_c;_g_~~_!__of the_9:~_ner _of the llldrl(, .~...!.'..£!.~~}_!19 

act.!__c.?! .. 2:mission as ~ell <!!J: _ __£Q_~ss!on, causes the l'll.!lrk ~Q 

1 05:~-..U:~ ~-i gn i f 1 ca f.l.C~__!!_a ma ~-
+ .?.· "Applicant" means a person fillnq an application for 

registration of a marl( under this chapter, and the person's 

legal repr~~entative, successor, or assignee. 

J. "Dilu_tion" __ rneans t!l~ lessenitlQ of ~~~~ .. 5=:.~2cl!~L~ 

l!l!.~k to _ _l.~~.tify and distinquish __ g~ods or services, reg_'!..!..i~~& 

~i_~~~- .P.Z:.~!I!~S'.e. o~ abs~nc.e .. o~. ~~.l:.._Of the followil!9.!_ 

a, CompPt l.~.l.c.?!' __ ~~-'!I!!!!_.E~.t i.es. 

~-· .. ~ i k.~ ~ i hoo~ _ ~J..-~?n f y _sj_Q_I'!l .. 1!1.~-~-~5-~ dece£!.191!.!. 
?. !· "Mark" meang a wot"d-,-rutM.e- 7 -~y"'boh-de•tee,.-er-al'ly 

eo~bil'lation-of-the-fore~c~n~-~n-el'ly-form-ot"-arran~e~ent-~~ed 

e~-e-ee~tifteetton-~rk;-eoiieett•e-~ar~,.-~er•tee-~f"k 7 -cr 

t:rade-~Mf'k ~-!~d~ma~_!< or service mark, e-IJ~itled __ ~_C? _registra __ q~~ 

~ nd~ ~- t hi!' -~J:l~.I?-~~r., whet her req is t e_~ed_ ~-~- .. '!<?~. 

- -~ 
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eT--~eerttfteati~l'l-mat"~a-~Pal'l~-e-~t"~-~~~d-tl'l-eol'lneet:ion 

with-tne-~ood~-or-~ervtee~-of-a-per~oi'I-Ot:her-thftl'l-t"e 

eerttfter-tc-indteat:e-~eo~rephie-cri~ii'IT-~t:eria~,.-Mode-et 

men~feet~re,.-~~e~t~y 7 -eee~reey 0 -or-ot:h~r-ehareeteri~ttes-ef 

t:he-~eed~-or-~erviee~;-or-to-indiel'lt~-t.het-the-wer~-or-lehor 

on-tne-qeods-ot"-~~r•iee~-wa~·perf~rm~d-hy-~e~hers-cf-a-~nTon 

or-oth~r-cf'qe"tret:to"~ 

bT--~eoilPettve-mar~"-Meens-e-mark-~sed-br-~~~ber~-of-a-eo­

operatirer-ae!oeie~iol'lr-or-ot:her-eol~eetiv~-qr~~p-or 

orqenization-~o-ident:ify-~ood~-cr-~ervie~s-en~-~i~ttnq~t~n 

t:he~-frcm-t:ho~e-of-other~ 7 -ot"-tc-indtea~e-MeMber~htp-in-tne 

eolTeeti•e-~ro~p-or-or1ftntretiol'lo 

e .?.• "Service mar"l-:" means a Mar~ word, name, .~l'm~t:?~t .. or 
device or any combinat_!:_2_!!_of_~_.w~_r_~! .. t.:'.~~~....!lll'lbol, or devic~, 
used by a person!. to idP.ntlfy services. and to dist inquish theM 

h•of!\ the services of other~ that pet'!c.?".~ i~~~-~.5!_~~~nigue 

~-~~Yi<::e~---~~m th~ services of othersLand to .. ~~-icate ~.! 

~-~-c:.!-.P.!_!.!!~-~!.!.~ices, even if that sou~~~ is unkryp-..·n. 

fjtlesL_£!.'.!!:.acter naml":<> usl"d by a P~.!:.~.on, .. ~-1!~--~t_t'~-r. 

~.!.~.~.in~t .. i~! -~-e_<!.~_u.~.I!S of radio or televis.~~n. prog_r.~~s. ~i: .b:~ 

!..~.9-~.stcred as service marks notwl t~~~-~.l'!.~.~t:_\9_ that they, oc the 

e!..Q!i~~~~_.~~:J ~~ve~ t i_!i_! __ t_!le. 9~<?2.~.....£f.....!....!J?:~SO.! .:. 
d ~· ~Trede-~arlt" '"Trademark'' means a !Mtr~-tt~ed-by-a 

per~en-t:o-i~en~tfy-q~od~-and-t:o-dt~tinqd~~h-t~em-from-t:he 

~ood~-of-otner~ !'_ord, n:ame, symbol_, or device ?r any 

~.0..!'?-_l?i.~_a_~ion of a word, n.lme, sytnbol, or d~vice, us~d b.l:_~ 

p~~S:c.?" to identify and dist inguk~_h .. ~.he goods of thclt person!. 

inc 1 ud i nq a un 1 q~_!. _]?rofl_l.!_C::~ ! . . J.r~_n produc_t:.~ .. m~~~~ a_c_t.~t !.1!~~-~q 
sold ___ ~y others, and to indicate th~ s9_~_rce of the goods, eve_':"! 

g·---~~at source lS unknown. 
3 ?_. ''Person" !l'le"ftl'l~-el'l-tl'ldt¥tdna~T-eOr('Ortltioi'IT-~Overi'IMef\t 

or-qo•etl'l!l'lenttll-~"b~i•t~tel'l-or-a~eneyT-e~~T"e~~-t:r~~~ 7 -e~~et~,. 

t:ra~t:7-pftrt"er~~ipT-dl'lil'leorperet:ed-es~oeiat:iel'l7-t:wo-or-~ere-of 

any-of-tne-fore9oin~-~evin,-o-joint-or-eo~on-tnterest:,-or-fti'IJ 

e~n~r··teqttt-or-eOr!L.',.ereiftl-ent:ity ~-~~ other word <lr term 

(/) ., 
N 
N 
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~se-_q to ~!-~!..i!!2.~e- .. t~e- applicant_~~ ?~her party l!.r}.~~..!-.!.1!~--':.~ .. ~ 
2!_!\_~fit _or privilege or cendP.red li~~llf!! ut:~?~~ this ch~!:.!!...!. 

i~clude:~-~-j~.:~r!.~~~-C: . .P~~-son as w~q _as a natural_~rson. "The 

!.~!.~-.'~M~.!!.!..£_p!.~-~<?~.'.' __ includes a_ C i_rrn, part ne rsh ip, 

~-~-~.P9.r.~~-~2n, union, associ. at ion, o~ .. _otl~~r .. 9.~-~zat ion capabl~ 

2.L. ~~i.!!.2._~_fl.<!_.~e. i. ~9... ~ u e~- -~.!!..-£~.~ r ~ __ ..2.!._!_a~ 
4 ~· "Registr<tnt" means a person +!!~ts~d-a ~~--~~'?~ .~h~ 

registrat.ion of a ntark under this chapter -~-~--i~sue~. ~n~ the 

p~t"son 1 !1 leqal representative, success()c, or assign(!e 2_~--~-u_c~ 

person. 

9 .. "Secretary" meaD_s _ __!_he s~_cr~.~.!!.Y.. . .9! state or the 

des iqne~ _ ~! _ ~-~!!- _s_e~.~-~ta ry cha rqed 'J i th t !!~ .. ~dn in is~ ~~t. ~~~ _2! 
this chapter. 

5 !._Q. "Trade name'' means a wordr-rHiiltl'll!;-syl'l'llH,ir-de¥-teer-er 

eny-eombt~ation-of-th~-fereqetn~-in-any-!orm-or-arra"~e~ent 

~~used by a person to identify the-person~s ~ businessr or 

voca t i any -or -oeetspat tony -and-di st t nqo;, ish- it- f rom-oth~!'!l ~J 

such person. 

6 l.!· "Use" rneans the bon~_ fide use of ~.!!!!.!!t. Jn .. t~e: 

ordinary course of trade, and_~C?~ _ma_<!~ .~ere~Y ... ~q_--~-~-~~!....~.!...i! 

right in a mark. For th_e _ _p~-~p_ose~--!?.~ .. t.hl~_£r!~pter, a mark 

shalL be deemed to be i~--~~nder __ ~_~y __ ?_f_~l}_e follo-.o'ing 

clrc\Jmstances: 

a. Phet"<J-&-Iftat"lt On goods sold or tr!l.~S.P?cted in .C<?~erce 

;!hen the .. ~.!~~--i~ . .P.~~~-ed in any __ ~~IJ~~ on !_!]e qoods or 
containers or associated displays, or on affixed tags or 

labels, e"d-sellinq-er-oth~rwi~e-dt~tt"tb~ti"~-th~-900d!! in 

this state or iL the nature o_!_ the_ gg_o_4.~. ~~e_!!__ the placemen~. 

2.Tl the qood~-..2.~ _ co.nta l ners irnp_r .. ~.£_t:_~ c~.£1 e, . on --~~-c.~en t.§. 

ass_~~}.~~~ed wi_~h th~999.4s or thei~- sal~. 

b. 9i~playtnq-a-~arlt-in-eennee~ton-with-the-~ate--or 

edvel'ti~in(J-of.-seP.,ie~!l-ratHteredT Q_n __ ~er~~S.~~--when the mark is 

used_q_~ .. ~laye<!__~n the sale or advertising <?.!__9_~.!.~~-~~ ~~~ 

-~~e services are ren.~ered __ ~IJ .. t.~.~~--g~~.!. 

e • 
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sec. 2. Section 548.2, Code 199], is amend~d to read a5 

follows: 

548.1 REGISTRABILITV. 

h A mark by which. the 9f?Ods_~! .. ~.~rvic~~ ~(...!!!l_.applican~. 

~-~-- -~~_qistr_'!! ~p~J?~ _dis_!._inCJ'!l!_h_~d f r~~ -~~~d:'!_or 
~~-~vice_s of_. __ others shall not be r~gistered 1 f H ~.!_1.~~~-rl( 

meets_.~_ny~e. ~.9llo~~-~-9......£!..~-~e~.!.!: 
e !· Conslsts of or comprises imrnor,ll, deceptive, or 

scandalous matter;-ol'~ 
'& ~· Consists of or compnses mattl?r . .,.hich rna~· disparaqP, 

bring into contempt or disrepute, or f.1ls~ly suqqP.st a 

connection with persons, living or df:.'ad, insti.tllt.ions, 

beliefs, or national symbols, or ~~.i.~g -~E_e?.. i.!"'~o cor~~empt.!_ or 

~!srepute._ 

e 1· Consists of or comprises the flag, or coat of arm$, 

or other insiqnia of the United States, or of any state or 

municipality, or of any (oteiqn nation, or any si~ulation 

thereof,--ol':. 
d !· consists of, or comprises the narne, signature, or 

portrait cf.-eny !~~~~~..i' .. ~-~Sl.....!.....P:ar.ticular livinq individ11al, 

except vtth ~the individual's written consl'!ntr-or~ 

e ~- Consists of a mark 'Jhich is onP. of th~ (ollowinq: 

tlt !.~ When apph~d-te ~s~_<~.!1.2.!..._!.~ _connec;:~io':' ~ith the 

qoods or services of the applicant, is ~eccly descr~pt~vP or 

dP.ceptively ndsdescrlpt.ive of th~~~~ ~.!"'....!L....9....<?ods -~..E.~rvice:;. 

t2t ~~ When eppit~d-to ~-sed or~ .5'.!.........!..!!... co_nneq:t_~~~.!!~-~ thP. 

qoods or services of the applicant, is primarily 

geographically descriptive or geographically rnisdP.scrlpt.ive of 

tl't~~ the <JC?~~~~____Q!____!_e_!.._vices. 

Ht £...=. [s primarily merP.ly a surnamP.. 

This pat'a(Jraph- 11 e 11 ~~~-~ection .? does not prevent the 

registration of a mark used tn-thts-sta~e by the applicant 

which has become di~tinctive of the applicant's qoods or 

services. 'l'he secretary of-state may accept ~1s f!Vldence that 

the m.trk has become distinctive, es-e~pplted-tc on O!:......!.IJ 

·-
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con_n_~~~J..£!1.~t_!l. the applicant's qoods. or s~rvices, proof of 

cant inuous use thereat as a mark by the applicant in this 

state o~-~i~ew~e~e for the five ye3rs next-pr~ee8in~ ~!J.~r~ 
the date of-t~e-fiii~~-of-the-~ppiteati~n-for-r~~t~tration;-or 

'?1'1 .,..hi~J:l____!::_~~-- clai~~r di_~_t inct ~-vc~_~ss __ i~~~~...£..:. 
f ~- Rese~robies £2f!sists __ .Q!......2~ . ...£9."!E.!J~.~ a mark ~ic;~~2 

E_es_!_mbleo __ ~~ reqi.st.ered in this otate or a mark or tr.llde 

name previously used ~n-thi~-stete by anoth~r and not 

abandoned, so as to be likely, when appit~d-to u~c~ ~?~i~ 

~onn!c~lon w!!~ the qoods or services of the applicant. to 
cause confusion; 2! rni.stake, or deeertion-·of··p'C!tehasl!rl'l -~-<? 

~ecei V!!_. 

io --dl:3dieiel-re• iew- of -aet ion~- of- t:he · ~eeret:tlt'Y- of·· ~tete 

~ay-b~-$o~qht-tn-aeeordanee-with-th~-t:er~~-of-the-J~wa 

ed~i"ist~et:i<re-proeedure-Aet:r 

Sec. J. Section ~48.3, Code 199), is amended to read as 

follows: 
548.3 APPLICATION FOR REGISTRATION. 

Subject to th~ limitations set forth in this chapter, eny ! 
p~rson who hes-pr~•i~ns~y-adopted-and-"~~d ~se~ a mar~ ;n-t:hi5 

~t.at:e may file in the office of the secrP.tary of-~t:ete. in the 

manner prese~tbed-by ~h ich~l ~ comp.!L_::~ t.~tt.t......!..~~P.:nen_t.~ 
2.!. the secretary of-!!lt:ate, chtpHeete-ori<Jin~h-of an 

application for the- registration of the ~hat rnar"-:-:---'PI'I~ 

eppHeet\on-sl'ttlH-i:neh:tde se~~...!.!!9_..forth, but. not be 1 im1ted 

to, ~-9! the following .!..!!f£!~.ttion: 
l. The name and business address of the e:pph:eant:7 p!!,!_SOf"! 

~.E£~.Y.!.!!~~-...!,!g~-~tration_l and if. a corporat.ion, thP. statP of 

incorporation!._'?.~! _!!_ _ _l2!.£.5.ner_!l.h...!.E...!_th~~t~~ -~~~-~the 
p~t_n_ersh_i_p is or_~_i _ _!P.rJ~.?---.!!!! __ nam~-~ ~~~9'!'~'!!.!_al 

~~ners.L.!~- ~~-C::~.f.i.e~.l!Y _ the:_sec~~t~. 
2. ThP. qood!'\ or services ~ .. or in conn~;>r.tion with -..·hi.ch 

the mark is in use, the mode or manner in which the nark. i!'> 

u~ed ~9.~ in connection wit.h those goods or services, and t.h(> 

class or-ela~5es in which such goods or services fall, as 

• - -.. 
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describe•' in ~e«J;tthtiol\s-prof".nlqat:l!d ~~-~!> ad9.P~~! hy t.h~ 

secretary of-ata~e. 
.}. The date on -..·hich the cnar~ was first used any•.-here by 

the applicant or the applicant's predPcessor in i.nterest.T-~nd 

t:he-det:e-on-whieh-tt-was-first-~sed-tn-t:hi!!l-~tet~. 

4. A statement that the applicant is the owner of t:he mark 

in -t:hh- stet:e L-t.~{L.!_ t_ll!_!!'~ ~ i ~L.i.!l us~.'. and that.!..._~'?. t~~ 

~!low~edqe .. C?.f_.t:.!~p~r s~r'~~ r .~.!.Y.i.!'.2___!_~.!..._~P£.!.iC:.a t i o~!. no other 

pe-rson has !.~9.lstc~ed, ~-~l")~~dec_ally or i..f'!....!.l]_i~. sta~_,___Q! 
ha~ the right to use a ~c.~ cnarlc. ;.n-this-s~ate-whieh 

parehase~~-wonld-b~-it~eiy-t:o-~o~f~se-~r-~ist:a~~-for-t:he 

apphean~ Ls -l'!'let'k e it h_P._!.__j_t:' the i de_f!!J.£~!_~_o.r ~~~-__!_~ ~·~h 

££S~rnb~anc~ .!.2.....~!l.!_J.C?!~~.!!......!~ ... ~ ~-~~f.:i..!. . ...,tlef"! _a.EE:!.~_ed t2..._!.h~ 
goo~.s . ...£!... scry i .£!.!_0.l.._~uch .. ot he_r .£.£.~!:!on, ..!.2....~·1US.? .£2.1).f ua ~on or. 

mist a.~~..L.....£.L.!.P. __ dece ~-v_!. 
':n The si~nat:are··and··nri:Heat.iol\-of ~~~...!.E.t5t..£1 '!"~.~~.so 

~~_ire a st~te!!!~!!!_a_~2.. wh~~her .a.'!..._ap!!.!..!c~t.io~_!.o -~-lster 

!.!'~a~ C?~!.!.!.?~:!...._O.!..._i!.._.~_o~si te --~~!!.£._ m.1~, .~.S. ..£!~~ 
[..!~~~ .tl!!.. ~£21 i~ant ...£!....a . ...2!.~~f!ce.~~or .. U!_~-~~~e.st .!:..!!_ t~~ 
un !_!:~.§_!._ate~_...E!_t_!!!!!_ anc.! .. t.ra<!_el!l~~-2!! i.~!.L. ~~ .i.!... so...!..._t_~ 
~l .. l.ca_n t_....!._ha !..!...l?.~ov i c!.!"~u.!.!_p_~ ~~~!' ~t !"~ ~ t~__!.e~e£!... to___!!'~ 
!J..!~ l.!!sludi'"!Sl.~e .f.!.~i_n_g__da~a~~~~.!..!..~.l .. ...!l~!f!bec _p_f .~ac~ 
~.2E_l_ i c11. t ~ o.!!.!..._ t~he. ~t:.!!_u.~__Q,!_ ~~ ~p£.!.~ C!'t ... !.!.!?n _ _!!}_d __!_~ _!._ny 
~P!.i.£.~~-i.£n. _was f i.na.!.!Y....~..!!..f.~.se~g i st_ra_!.l_~n ....£! .. !"'.2.~~ he..!.~~.:!_e 
!'..£!... r_P.sul ~ed _i ~- _r.!9_!st r.l~_ion, .t.~r!.lSO!'~t.h~re~Q!_e.~ 

The s_ec~e~y ~.!llso .. ~ulr~h.!!:_~.~~-""ing £! -~~~ .. lt'_!r~. 
corn.E.!..Y..!.£1.~.t h s~~.!!_.r egu i. r eme_~t s __!~ ~..!?.!... ~~creta r y _ _El<l'j __ !!P~~ i ~Y.! 

~.C:£.OU•pa_!!l l:he a££.!j.c;.ation...!. 
'!'.'l!__~~-·lt i<?~._!b.~~~~UJ.~~d ~~~ ver U'_!P~___!?Y. o.~.t~ 

af.!_~r'!l.!._~~o~.- o_c:_j~c~_ra~ion ~-~'_Qject ...!.9 p!.!_j~.!.Y l.!.'":".~by the 
applicant7-a-$peeil'!'len-cr-faest~tiP-of-t:h~-~ftrk-t!i~~~rat~~q 

t ts -present-l'!'lode -o£- user- a nit·· o:- f i l t nq- fef'! -of -ten- dol: hr Jt- fer 

~o:el'l-el"!t~-of-~:JoodJt-~~-se-~¥ie~s-f~r-wto.iel'l-rf!"~istreto:tt"ln-t!'l 

sott~ht: 2_r ~y__a . me~b~..£..._o_f . !_!!_e_. f i ~~ ~r. _l}n __ '?_f f .~..£e ~ _C?f_ t hP. 

cor.(?oraLi.£.!~_5H as~~..£~.a~. ion ~i!!SJ.. 

• 
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:!!1~ -~£ .. !.! ca_!_!c:!l...... .. l!h_~..!..!~a~co_mpani eo~ .. ..£:L t_h!~~- ~....2£..o;j_l!!_ens.. 
~_howi~-~mark_~ -~ct~~ ~e~..!.. 

The_ ~..P£.!..~~~~-on_~-~~~com!>:dn iPd .... I?L~-~e-~pp...!.....!..f..at_~on J~C: 
E.~:t~l_e _t~~-~-~~C..!....£..!!!!....i:~ 

Sec. 4. ~~SEC~_ION, 548.1A 1-'ILING or APPI,ICATIONS. 

l. Upon the tilinq of an application for rl?'gistration clnd 

payment of the c\pplication fee, the secret .. c\ry n'ay cause the 

application to be examined for confor~ity with this chaptPr, 

2 .. The applicant shall provide any additional p~rtinent 

information requested by the secretary including a description 

of a desi9n mark and may make, or authorize the s~cretary to 

make, such a~endments to the application as ~ay be reasonably 

requeste-d by the s~cretary or deemed by the applicant to be 

advisable to respond to any rejection or objection, 

3. The secretary may require the applicant to disclaim an 

unregisterable component of a mark otherwise re9isterable, and 

an applicant may voluntarily disclaim a component of a mark 

souqht to be registered. A disclaimer shall not prejudice or 

aftect the applicant's or registrant's rights existing at or 

after the time of disclaimer arising in th~ disclain~d matter, 

or the applicant's or registrant's riqhts of registration on 

another appllc.ttlon if the disclaimed matter is or becomes 

distinctive of the applicant's or registrant's goods or 
s~rvlces. 

4. Amend~ents may be made by t.he SPcretary upon the 

application submitted by the applicant upon the applicant'~ 

agreement., or the !;ecret:ary ruy requ i rP. a ne..., appl icat i.on to 
be submitted, 

5. If th~ applicant is found not to be ent.itlPd to 

registration, the secretary shall advis~ the applicant thereof 

and of the rPasons therefore. The applicant ~hall have a 

reasonable period of time specified by the secretary in ~hich 
to reply or to amend the application, in l.'hich event the 

application shall be reexamined. This procedure ~ay bP 

repeated until the secretary finally rPfuses r~gistratton of 

• • 
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the mark or the applicant tails to r~ply or amPnd l.'ithan th~ 

specified period, whereupon the applic.\tion sh.1ll be def!'rtU~d to 
have bPen abandnn~d. 

6. If the secretary finally ref~ses registration of the 

m~rk, the applicant may SP.Pk j11dici~l r~vie~ of thP rPf\JSal 1n 
acC'()rdance with chapter 17A.., 

7. If the secr~tary is concllrrently processtng 

applications see~ing registration of the same or confusinqty 

simil~r marks for the same or related good~ or s~rvices, the 

SPcretary shall qrant priority to the applications in order of 
fitinq. If an application filed earli~r is qranted ~ 

registration, a later application shall be rejected. Any 

rejectPd applicant cnay brinq an action for cancellation of thP 

registration upon qrounds of prior or sup~rior riqhts to thP 

mark, in accordAnce with the provisions of section 548.7. 

Sec. 5. Section 548.4, Code 1993, is amended to read as 
follows: 

S48.4 CERTIFJCATE OF REGISTRATION, 

Tl'lf!' ~ _C{)mp_l ia~£!...... .. bL__t~-~P® .. ca....!!..~ wit~_the ~q,_l..!..!~~..£.!2..t.S 
of thi~ chapt~....! .. • .. ~~e secretary of-l'ttttt-~ shc!ll i-:!l~ce ca~~P. a 

certificate of registration !..9~ __ !.,£;_~;~£.i_an..£_~~-'=~£5'-~ to thl?' 
applicant upon-ec~pttanee-~ttl'l-th~-reqai-r~~ent~-of-thil't 

e~apter. The certificat~ of registration shall be issued ewer 

~wde~ the siqnature and seal of the secretcuy of-~tate-or-ttotf! 
~eeret-t!llry"'s-dl'!'si-qnee, bee:r-t~t'!-dat:e-of-re~i-,tratio"y-antt-be 

efft~ed-tc-a-dapl:iee:te-or-t~1-"el:-e:ppltettt1-ol'l-or-a-eopy ~~~~ 

~ha 1_1 _ __.!!!_~::!............ h_~____!l_<!~~~-~ ~us i __ ne...!..! .. ~dd r_ ess and, ..!..f__a 

co~por a~ .io~~-~-~~..!..!...... .. 2!......_ !_ncorporat_.ion !.............. .. ~ __ i!_:<! ~lr}£.!~hip, 
~~~~_ate i~_"l_ich the~_rtner~-~-......!..! ..£.!..9<1_1}i..!....e:d~l}i__t_~ _!1~~-~ 
2U!l~~L...E....a_rJ:E~!....!L.. ~1!......-~l?~C::~fi..e~~Y . ..!....I"!!_~~cret_~!...:..i....• _C?f the 
~!.!£!!..... £l!..iming~~ersh.!..E_ .. 2.!.......5!!.!.... .. mark •_.......!..be __ date .. S~~~..J...~r .. 
lh~__l!_-~_use <?i......!~i!~~~-~5!....l!t .. ~_daL~ .... cl,li~4- .. ~~~ 
~ -~ ..!..!..§ .. ~~~-2X .... t htft_ ma r .. ~...i.... ~!'- i..!......_s ~at e:1 .....!..!!....L~!!!~ ........2! .... 9s>....2....d_s __ o_~ 
~..E..yice~.........!..r:'l_d........!......dt"sC:~-t .. ion ~the .. 9.22...~S......£!.......erv~_t;_'!1! .... 0_'l_...£!_~~ 
conn~c!l?~~~~l)ic~-~~- rnar~is u~~ ~.......!...!..E~_oduct:i'?'l.. .. ~ _t~_e 

• 
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~ark,_.~~--'~-~~tra~!.Q.'1 dat.~__!!'l_d...!..!le _ _!_~rm _Qf_ !he_ c:.!9!.~-~~i'?...!!· 
~-d"piteete-o~t~il'lai-ep~lieatio~-~hali-be-reta~ned-by-the 

~eeretary-ef-~~ete-•i~h-re,peet-to-~aen-re~t~ter~d-~ar~.--~1\e 

r~ta;ne~-dd~lie~~e-ort~tnel-applteatio~-or-a-eopy-5haii-be 

a•ailabie-for-p~blie-exaM•natto~• 

~-eertt ftee~te -of·· req i11t: rat iol'l-by-tl\e -5eeret:a ry ··of -!'lt:a~e r 

afft~ed-t:o-a-d~plieat:~-ort~inal-appliea~io~-or-to-a-eopyT 

shail-bl"!-prillla-feeil"!-e¥idefle~--of-t:he-vl'tlidity-of-peCJi!'ltratt""' 

afld-of-t:l\e-re~i,trant:~ft-ri~ht:-t:o-n~e-t.he-~ar~-t:hrodqhoat-t:hts 

'tat:e-t~-the-~~nl'ler-deseribed-ifl-t:he-eertifieat:e-of 

req;stf'eti:o~to 

~.!..!..!...!"lcat_e_~.--~~-~~!1~ued by .. the ~_r..!!._a...E..Y. und~z:. 

!_~is se~~n . ...2.!. ~-£...0.2Y..._~.!"'ereQ!_~~-£er~..!J: i~. !>Y.._!.~~ec~etaxy_ 

~hal L ... E.!.. ~dm~ ~s i ?..l0.~___!.Y_i_denc.!...._~s _£2fTI_E!_t_!.£1~_2!'d ~f.!i_c i en~. 
2.!....Q.<.?~ ..... Q.J.~ t he __ .req i.~~t ion.-...2.!_ su~~- mar~.i r"!___!r:t .• ~.£.tio~ ....Q..!. 

judi. c ia...!_..Eroceed i ~.<J .....!..!l.. ~.!!1. cou ~--i :.'___!~.!..!...stat.!.!_ 
Sec. &. Section S4t3.5o, Code l99.l. is am~nded to read as 

follOI.'St 

548. 5o DURATlON AND RENEWAl •• 

Rr~i!\lt:re~tol'l ~!:!9J. .. ~tra~ion of a mark under this chapter 

shall be effective for a term of ~e~ !i~~ years end ~~~___!~~ 

dat~...£!. ~istr_a.~....!.!l_d-~~£2.!~.cati~ .... U.l.~~i~i!!.__!J~ 

!!!<?.!!..~~~r-~ ~9---.!.!!!...._~E!..!..~o-~ . ....£.~ .. ~.!l..e. t.er~..!...._i_f!.._a_ ma~\rer 
£.Q.f!l£l..J.!....!!9.....wi th .t~~r-~~ments_2.L.~-he. ~cret_~.!..l· ~~ 
!.~.i~.stra~_ion rna.y hP renewPd for 51'teee-l'l5he~t-l'!~t-yee!'-pe-riod5 ! 

!.l~..!..__!:..erm ~~.2.!!..-~~~~?f_t_he e.::-:2.!..£.i..!!9...__t.!.£~· A renewal fee of 
~el\-doHer!: E£!table to the ~.e..£.!:.!.t:<_l.!! shall accompany an 

application for renewal. of reqistration. Appheation··for 
!'e,l'!wal-~hett-b@-~ftde~wtth~l'l-l'li~-MOI\~h5-priof'-~~-thl'! 

exph'at: t t.,, -of~ the- rrq i: 5trat io, -o" ··a- fof'l'l!.· f~:~r" i-~hed -by- th~ 
5@et!t:ary-of-5ta~~-e"d-shnil-~"ei~~e-n-v@Fifir~-st~te-~~~t-~ha~ 

t~e··~af'k~is-ettki-i~t-tte~-i:~-~nt~-~~ate; 

'~~-~~eF~t:aFy-~f-~~ft~@-5h~kl-no~tfy-a-re-~i~~rant:-~f-th~ 

pe,dtn~·expirati:o,-of-~he-reqietra~t'5~rr~i~t:r~tion;--However7 

t:h@-faikttr@-~f-a-f'~~t~~rant~t~-r~e@i¥1'!-d~~~n~tte@-ff'OM-th~ 
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seef'~tary~of-~t:ate--~naii-,ot:-pr!YI'!n~-expira~i-el'l~of-a 

f'e~t5tra~~on; 

-. 

~hr-terl'l!.-of-any-reqist:ra~ton-i"-fore~-on~the-~ete-o"-~hteh 

t~i~-eher~er-beeomes~effeett•r-~ha!i-not· be affreted~ey-tnia 

en a p~rr T-hat -a" y- f'e'IJ i: "~rat i-el'l- i 1\- f~ re@- ~'>"-!:Aid-date~ een·- o" k r 

be-re,@we-d-~:~1\de r-th~5-ehap~ero !'--~~ ~~..!.r.~ ion ~:'lY.....~.!.~ r..!.£1~~~ 

!E.L....!':lEE~~-iv&_.~r iod..!_ _ _of ~!_i~...!_ .~<!!~.......! . .!!........l_..!._~e~__l!!~n~!..f-:...... -~ 
~SI..!_~~ <?.!...!..?.'!.... i.l!._ t 2._r c.~.o_!! ~~'L.~a~_e ~~- wt:!.l£.b......t:!!_i !!....._Cl"!_A2.!_~.r- s.~~ 1 ~ 
bec9rue __ ef ~.ec~ i v_~t~.:! . ..l ~_contJ....nue . .J..n .Jt-!_!_l_f_orc~ a_~ .~f-~~.J~o~ 

!:_h~~E..!-...t.~ . .!....~.~~- ttler~o.f......aru~a}: ~e .~e~£_\o:-'E'~-~ . .!...~.U.nq__a..!} 
~pl icat.~_on ~for r~n~_w!.J ~i~__!h.£..._~~-!._!t ary__C.£!t!.E..!.Yi..!\~l_!:t.!._ ~hi? 

!_!9.Ui r~~~~.....2.~___!~.~..!..c;re~ary__and _ _E:a_yj_nq_ t~--~~wa~.~~ 

!!!.!~ i...!!..... s i X.....!!_O.!!!_~.!....P.!...!.£.!..... ~-~!t..-~~~a i_!_on .Q.~ . ...!.!'~~ is~~~<?"...: 
~~11cants !of ~.!....~ne"':'al~~~~- thJ..s....£~!~!....... whet he_!_ o_! 

!..~~~t ion .~ad!.._l.!nde:~ t hi 1! ..... £~P.!.~.!.. 0...£...£.!. _!_~gi__s ~at ion~ 
~.f!fted under~IJ.Y...P!..!Q.!.~~.!:...u~~ ,_sh.~_ll __ i.!lf:.l_~t:-~-"-~..!..!(!.e2 
state~U~~!.......!.~!!.....~'!..!....s.:.___!l:as. ~~~ a_n~_j_!'>_stj.l:.!__L~ .!!..~!._a~ 
inclu~~_2Pec~~n__!~~~i._!!9~~t.u~.!_ u_se __ of~ t~. rna0 on .2.._r _ _J~ 

£2.n~_cti~.!!.__w.!_t:!' __ tt.!£_ 9.£9dS _Q_r____!:e~i...£..e~ 
sec. 1. section ~48.&, Code 1993, is a~ended to rc~d as 

follows: 
5.48. 6 ~SSIGHMBN'f AS~IGN>1LN.!_SL.~HM'!QE::~ Q!.. N~~ ~N~_Q!ii..E~ 

! ~~TRU~EN~~. 
!.::. An)'~ mark f'eqi-!'lt~red-a,df!'r··thi-.!1-ehept:l'!r 5hllt\~be- ~~ 

}!.! _ !:_!9 ist_!_!~ io~t.'.:I.£!!:~.~'!..._C!_l_!.E!.~r-~.~ ass iqnahle ~i.th the 
qood wi 11 of the buginess in which the rnark is used ~!....~~ 

!!'at ..£_art .... £!..~.P........S9~~. ~ !_!_.-2f._.!_h!__b~ine~ ..£'?2l~f.Pte~-~~!!_..!_h_!! 
~!'~..2.U..!'~ syrubo ~~_<!__Ey_~e. ~~ !.~. . A -!"'ark- eo Meet ed ~ w t t: h- a 
pert-of~the-qoe~-wi~t-of-a-b~st,e1s~e~n-~~-e~!\l~qn~d-wtth-t:~at 

p11rt~of-th~-qood-wi~~-of-~he-b~si~t~l'I5T Assign~~nt. of~a 

~e-qistration-eol'l-oniy~b~-efff!'etP.d-by-fi\~,q~~ttp~~~e~~ 

~r ;~ tl'la 1: 5-of -a" ~ae~i q'uftel'lt 7 ~ 5iq~t~d -by- the- r~qi 5t rent, sha_! !:__b!_ 

b_y_~ du~~xec~~~D_t...!._~~~i~.r~men~ _21hj_c~ .~:"1... tl...t_ ~-e-~~_!lfl.d. 
with the ~ecretary of-~t~te-t:oqrther-with-a-t~lt"q··f~e~of 
three~ do~ la r~··- ~Aftl'!f'- f i k i ~tq ~ th! """1!55 i qn111ent T- the- ~l'!ef~~~ry -of 

• 
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st~te ~E?E.. ~.!l!...P~~e~.2.U ... !..£P?rd -~!'.~~ .. _to _!.tt..£.....~ecr_f!~<!.!..Y,. 

~~£.!.._ ~P.~.'!......!..!~or~ .. ~~ ?l._~~~~~g~~'.'.t. shall issue to ~-~ 

~-~-ii_~!!_~ ..!...!!__~~---~e_.~_l the assiqnee, foe tt\c rem..tl.nd(H of 
the term ot thP assigned reglstrationT-a-"ew-e~r~~ftcate 

aHae.,ed -to-one -of -tl'll! ··dttpi i-e!l!llte -t:tt"i ~i-na i !I £!...._a!.._!.~~ last 

!:~-'='-i!.!_Q.!. thP. !._~~traU2'!· ~~~~_l_g!l!!lent_ ~U. .. illill!.a_~~n 
~nd~r_ this .<:~.Pt:..~ _shal!..__E~Q~Q_~s .~i r_l~ ~-r_:IY..._Etlb~~~~~ 

~ccha'!~- !o~ _yal~.-:t.£.l_~_s_o!'si.d~t i~~-ith0'-;1_~!.!..£~-~f.l-~~ss. the 

assig~~~n.!._js_y~orde~l th __ ~he _ !1-~.~-tarr ... ~~-_i..!l.._~~~- month!J 

afte:~~ _da~_e _ __2! the ~~~ent ~~!:~.£!_t_q____!_u.£~_subse~l'!~ 

purch~~~...!. 

~--~!9~_;;_l~~!!!._~r___M).E.ll£an t ef f ec!..!._!!s__A__£h~e__2! __ ~he 

!!~~~~e . .£!.~_!!2_n. ~~"'!hom_the._mac~ ~""- isa.~~-~~r__l?c .. ..,hotn an 

!P£..!..l~a~J...2:~s _!_!.Jed l!l.!l..Y......!!.£.Q.f~~ft!!_1 t ic~~~.t change. ol 

~.!....£.~.!!!~~'3-~~-ant ~c!£E.!..!.~ant~h the .:'lec£!l_~!L":!.e?...!} 
~.!....J2a__yme~q(_l!!~ _ record~fee. ___!!!! .. ~!tdf.i'~Y....l!!-~~~ 

c c-r t i l i. cat e ?_!_! __ em!~~~~~~ a_~!.i...!.I?E.!..!_c_C!.!..!_o ~........!.D.. the 

!!.~~~__!_~~-.!!.~~~~ 1'he sec.~P.ta~y may i.s~. ~t.~!l~.f 

the__!!_~i..S!!!.'!.!....~--~ cert i!1cate . .£L:..~.~-~ion _for the 

!..._enl4i~der....2.f.!B!.._t_erm of the .r.l!9..i..s.~~ion Q.!__last..~~l:!..!._ C?l.. 
_!:_!'I_IL..!..~~t rat ~.2.~~ 

h __ Oth!_~~-nsq~~~s -wh~..£!l....!.!l~.te _to "--~~-~g:i.st~red qr 

~£.1 ica.U£~~~d i ~-q-~~~o .. ~i._!__£~~~ ~_!_!~~h -~-- ~~'t. 
2{.....!.!.~!!l!.t~lj._~~~~~! _ secur i tr .. ..!...!!.t.!.!.~.s-~....Q!_.J!Ior tg~~!.~~ 

~!L'~.~e di_s_crel!9.!!....£.f _ __!_h~e:_c:!.~~-·___!1 .~uc~ 

instr~~!'!~. is . ...!.!!. ~!..!.l~ .. r~i..__!!!~.....!!.~!L.e~~ute~ .... 
~._1\ckno"oft~.?~ent. sha!_L_~~ i.rna_~~i@' e~iden~.!._-~f _5.h~ 

~c;:~..!l~.!l..-£J . ....!!!.~!.qnment or oth~!.__i.!'strumP.nt al)dr ~hen 

!..~~ed_~~-t..!!!_ ~t:_etaryt the r~~_C?.!._~ _sh-!1.1!~-~ .E..~!'!I<!....J..ac_i~ 

ev ~dence____2!.. ~-P.cut_i?.~ 
~hot_c:>.£2f'Y....2! any inst r __ ume~l_~ r_~fer_re~t~__j_~ 

~~bs4!.'2~lo~_l_ t.t'rough 3, ~~all he a~£!1?:led for a_c;ordi_!l.s..__l!.___l_~ 

is ce...!.!._i f i e d ~Y.....!. ~.l-9 .f . ~.!!!.._pa...£! i ~~ .!.2_ ~ b!._. r .~ill t .rat 1 O..!!.L o.~ 
~hei.L..!l-1~~~!.!. _t;.£_~~<!nd correct. copy of the 
or i_glnal. 

Sec. 8. NF.~~TION. 548.6/< RECORDS . 
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The secretary shall Keep for public examination a record of 

all marks register~d or renewed under this chapter, as w~ll as 

a record of all docufl"lents recorded pursuant to section S48.6. 

Sec. 9. Section 54S.J, Code 199), i.!J arnenJ~d to r~ad as 

follo ... ·s: 

548.7 CANCELLATION. 

The s~cretary ~•-,~ftt~ shall cancel from tne reqist~r~ 

whol~~-.l?~!l.!... .. ~.!!Y.. ~LJ.tl.e !ollo~.~: 
1. ~~y-~~q~~~ra~~cn~~n~~r-a-~rto~-%aw-wn~en-na~-~~p~r~d 

withoat-bein~-r~newp~-a~der-tht5-eh8pter~ 

i~--Any ~ r~gistration conc~rnin9 which the secretary of 

~tate rec~ives a volunt~ry r~quesl for cctncellation from the 

registrant or the assignee of record. 

~ 2. Any A registrati.o~ granted under this chapt~r and not 

renP.wed in accordance with it~-provi~ton~ th~s~n~~~~-

4 ~· Any~ reqistration 5:9_nce~ning ~hich a tlistrict court, 

tn-~n-aeti~n-invo~•*~~-the-re~i~trl!ll~to~-n"d-fro~-w~ieh-no 

appeal: ·-t~-or-ean·-be- takt"nT finds <\'I!Y... of_____!h09~ low!..!:!J.: 
a. 'I'hat. ttH~ reqi.$teced mark has b~P.n abanJonedT-'-'".:. 

b. That the rcqistrant is not the owner of the mark,-~,~ 

c. That the- rf!'gistrcltion was qranted eon~f'ef"y-to-+:he 

pro• :t~ion!l-of- thi ~ -et~apter 1-ot" _!rn.E!._<?.P.~-~.Y. ._ 

d. That the reqistratlon was obtainPd fraudulP.ntly-r-or..:. 

e. "I'hat \.tie t'eq-t5tet~d: tr~ark h63 become ineapn"b~e-of 

:!lent I'll) -a!l-a- tllllrlt T-or !_~~ ___g_en_~!_.~-~--~~~-r _the _gQ~~~~.:!.....£.r 

~e~.~iC!'!.!J _a_.!_ a P-_O_!t_i_£n <?!:_th~ go_~-~- ~-S~_!vic~~-' f£!£. ~h_ich. t~~ 

rnarJc -~.!.!!__bee~_ reqi~!_!r~ 
[. That the reqistered mdrk ls so similar to-a-~~f"k 

fe~tst~f~d~......!.2.-.~ li.!r.e~~?....£!~~~~-_c?~~5\.0I"I .~i~talr.~ 

~~ece:i.ve, ~a.~a~~r~_ql_s.~~.£.!.d~. "!not~~!...._pe_r~p.r' in the 
United States patent ~nd lrad~mark office ~y-ar~other-par~y-to 

the- it ti-~atior~-Gnd- not -ab8ndor~ed-p" ior -to- the -date ··of-ft t3t 

a~e-"by-~fte-re~t~~r~r~~-~~der-tht~-~hapter-Gs-to-b~-ltk~ty-t" 

eaa~e-e~~fasiont-~i!5~akt"-r-or-deeeptto~-of-p~~e~"se"~• 

HeweverT-re~i~trati-on-an~er-this-eharter-shl!llll-~et-be-~ft~~~ie~ 

• 
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H-tt'l~-rel)i~tral\t~ander-thi~-etH!Ipt~r-~ro•es 12_~iQ.!_ ~ t_he _date 

?_!_~-~-~:_f. i_l i ~LC?_~ __ the -~.l?£..!..i£.~_t io.~_..!.2! ... ...!..~~t~_t io~ .E.Y ..!.!'.£ 
!.._e_'3...!..!!.r~~-!ld~_!_!_b.A.!... c_;!_~p~_, an~ noL_!~~nd~~-d....!...... !fow~ver , __ __!_!'_ 

_t~!.._!~s.l.!~.r~!!l___2_r~_':.'l!..~ that th~ reqistrant l'le:~ ~,!!__thC' 0W'!!!:.......£f 

a concurrent registration for-the Q!_~ mark in the> United 

Stdtes patent ~nd-..l£_a_<!~~L~ ofEicP. fer ~-~~!..!..!!9 an ar~a 

including this state!...._~!!!_~I!Si.~trat.!_q_~~~~I __ thi.~h_!£t~ 

~hall ~t_~c;:~_!:_£5!_ _ _!_o.~._!_~C.!!_.:u~ ~-the _!!~~· 
~. Any ~ registration the:~-a-di~triet-eourtT-fro~-whten-nn 

t~!)peai- t s-or- ean -he- te~lteP't 1 -tu·~ers c;>~~r e~ cance 1 ed ~L-~ .. ..£?~!!...! 

on any ground. 
Sec. 1(1. Section S48.8, Code 1993, is amended to read as 

foUo'-ls: 

548,8 CLASS1PlCA7JON. 

The secretary of-~~ate shall ~~u~ establish d 
classi(ication of goods and servic~o for convenience in the 

administration o( this chapter wt'li>el'l-!!:t'laH_,_!?_u!_ not limit en 

~~xtend ~h..£ .applicant:' s or registrant's r igt\ts eweept-a!\1 

expt>e !\! ~ iy- pre• ided -by- t n i: ~ -ehapl'er L-~ !l!L_a. ~.n2l_~ -~P .!i.£ ~l_~ ~ 
~0...!.._ 1"...!9: i!!.!..!. ~-t ion_ of __ .!_Eia rk _.!!!t.J.D_C 1 u~e._!_~Y......Q:~ ....!._~ l__sp~ds ~~ 

:!hic~_L.._<:~!......!!..~~-'!l:.~e_Lw~ -~I. en·-~~- mar~~-~c.tua !.~.:i- ~e i ng_~~ed 

i..!!_~ic~t_ing __ .!.!:!.~.~p!.£P.r.!.!_te clao.:~_ . ..£!<!.~-1!.£.~ -~ ~o.ds _ o.r.. 

!!.!' .. ~~-~~. .!.!_~~"~-~p£!.!£!!_i~_! ~.£!~des _S£.Od_~_<?.!..__!>e~.i ce~ 
~-!..£.~ ..!.!!._1 wi .!~ mul t i~~sse~.L-~l'~~cretary_~ _ _!_e~_C".£' 

.e_a~ent .. _QJ __ a_!_~~ _!_o!_~ach....£_~~9S-: _..!._o the.-..!!..~~--.2.!~£.1~-c:;a l_, ._!!I.e 

~las.!_i f icat ion-~ .goods and ~~y ic~!?~"?ll!.~ COI)i.2.!..~~~h!! 

£.~~!!_it icat_i<?.!!...._<!!_<!Qp_~ed .EX.~~~'?. qed §~t~~.e!!!._an~ 
~.!.ade~~~~-...2!_! ice:. 

s~c. 11. sectton S48.9. Code 1991, is am~nded to read as 

follows: 

S48.9 i-'RAtJDULE:NT R£'G[STRATI0tl, 

Any~ per$on ~ho, either on the p~rson's v~n behalf or on 

bPMlf of any other person. &haH-pr,enr~ E.r2£.l.!_r.!.§: t.he _u...!_i..!!.g 

~.! reqist.rati.on of any ~ marl.: ~~~.e.....2.!._f!.£_e_..2f ~~ ~_!St.et~ 

under thi~ chapt~r by Mno~in9ly makinq any fals~ or traudule~t 
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r~presentat ion or declaration.L...E.~<l~.!..Y- .Q.!' __ ~.!!..._~.!..!:._~!l-9....:. or by any 

other fraudulent means is liable for the damaqe~ ea~~ed-by-the 

h&lldllhl'lt ~s_tainP~ i..£1 .£..<?!'Jf>equ..!..!l_~e of.!.!'_~ .!_il_inQ or 

n~q i strati on and .. in -a !'I -aet ton- to· reeove!' · ~hl!~e "dltrft~tqe!l -t~e 

eo~rt-,~eii-~rder-eal'!eeiiatton-~f-the-f~a~~~ten~iy-~htnin~d 

re9ietrt1ti~n !P.~_r_!£~~~cd _t?L5?.~fl_be~.~~!..L of ... ~-~-~_j)~_n.i: 

inJured ......!:..!!__c! i st t i ct .. c::_ou ~ ~. 
Sec. 12. Section S48.l0, CodP 19!)3, ls ame.-nded to re.1d cl."!­

foUo~s: 

~48.10 INFRINGEMENT. 

Any-~er!\on- who ~'!h.l.!!s.!:_ ~~.c:.!:J...o~_2_4~.!..l! R !.......~ .PP._!:!!_C?.r:_l_s!!!.!J. 

!!S'.t:.~o--~ .. 2.L.the _follo-...~.91. 
.!_~ ~e:.!. .... it.hOIJt thP con~r.>nt of thP rP.gist r.lnt ,_ ""~"' any 

reproduction, counterfeit, copy, or col0r~1ble imit<Hion of a 

marie P~~istered undPr this chapter in-111-1'1\anneP-wl'li:el'l .!_~ 

connec~ ion_. wl th......!.E~ E.l-~ d~.t r ibu~J:En • ._Ef -~~~ i n!J._fo.~ __ sa._l.!_, ..2! 

~-~t_i..!.!.!'..3....Q~-~.Y _gg'?~ ?~~.!~<;_e~_O!'_~c _J._n ~-nn~_t i~ ~i!..t: 

whig~u£b... use is likely to cause confu!'> ion1 9.r mi. stake, or 

dPe~p~t-o" to dec~iv"!_.!!..!. t .. ~~~~t?urs.IL..£~ _'2!I'i.!...!! of t"tt"~}'la!\1~'1'~7 

or-pepreduee~r-eounterfei:~~ 7 -eopi~~,·or-eolor~b•y-imtt~~~~ 

~~Ch goods . ..Q.~. ~rvic~~ 

!....:.... ~~.Erod~C..!.L__~~~~-~-{e!_!._, C_2PYL2r _ _£pl~,U!b_l_y ~_!li.t.~.!_~ any 

r~q+~t-~'l'~d ~.!!ch mark and apr.tH~~ !EP~Y ~uch rP.produ<t ion. 

counterfeit, copy, or colorablE- imitation to labels, siqns, 

print.!>, packa~es, ~o.~rappers, rec<>ptacles, or advert isem<>nts 

intended to be used in-a-~al'!ner-whieh-i~-ltk~ir-to-ea~~e 

e~nt~~ ior~r-~t~i ~talte T- o!'-deeeptiol\-of -pt;t<re}'la~~ r ~ ~~ ...£!.....~.'.:' 

C9..!l,!!~C-~?"!. witL~hfL~.~.!~--o~_other dj._!_tr.~uliOf'! in thi-s stat..e:-

2.L.~.~~.!L._99ods C?UftrV!_c~.-

'!~-.PE:!...s.o~ shall be li~ble ln a civil action by the 

registrant ef-th~-~a'l'kr for any or all of the tem<>dies 

provided in sec-tion S48.11.!.. e_~ep~___!..h<!t_~s.'~.r .!i~b~~t.i.on _lt. 

!~~~~nt .. sha_l_l_~~-~P. ent_i~t;,i..!..Q. .. ~C?ver_p_!_o.fj._~~­

~4~!l9.!.!. "!! ... !.!:~s.!._~h!._~~~ h<!.::::...~ ~et?'_n....£2.~~t.~ow:.i.! 1.!_ .!l!_<>_i:.n.~-~.!!~ _ t~~ 

ca~.~:~-C?~~ion 9_r_m.~~ak.!__<?~ . ..l..9- dece~, 

1/) 
~ 

N 
N 
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Sec. U. ~_f.:I4_2_~.CTI9.~· S48.10J\ INJURY TO BUSINESS 

REPUTA1'IO» -- Dli.U1'ION. 

The owner of a wack which is fa~ous in this state s~all be­

entitled, subject to the princ~pl..e& of equity, to an 

injunction against another's use ot a mark, commencing after 

the owner's mark becomes famous. which CJiu.!'Ses dilot.ion of thP. 

di.sti.nctiv~ q1Jalir.y of the O\olner's mark., and to obtain $Uch 

other r~lief as is provided in this s~ction. In determining 

whether a mark is (anous, a court may consider factors such 

as, but not limited to: 

1. The degree cf inherent or acquired distinctiveness of 

the matk in this state. 

2. The duration and extent of use of the mark in 

connection with the goods and services. 

l. The duration and extet\t of a<1vertis\n9 and publicity of 

the mark in this state. 

4. 'l'hP. qP-ographical extent of the tradinq area in ""'hich 

the ~ark is used. 

S. The channels ot trade for the qoods or services with 

which the owner's mark is used. 

6. The deqree of recoqnltlon of the owner's mark in its 

and In the other·~ tradinq area~ and chann~ls of trdd0 in thi~ 

state. 

7. Th~ nat11re and extent of usc of the same or nimilar 

mark by third parties. 

The owner shall be entitled only to injunctive relic( in 

this state in an action brought under this sectlon, unless the 

sub5equ~nt usf!r ~Ulfully intendPd to trade on the ownet 's 

reputation or to cause dilution of the owner· s mark. If such 

willful intent is proven, the owner shall also be entitled to 

the remedies set. forth ln thi~ ch.lpttH, Sltbject to the 

discretion ot the court and the principles of equity. 

S~c. 14. SP.ction ~48.11, Code l99J, is amP.nded to read as 

follows: 

548.11 RF.~F.[)If.S • 

• • 
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iT--9ne-r~9t~tcan~-~f-~-~ar~-~nat-~a~-~ee~-tnf~~"~~d-~ay-b~ 

~~anted-e~-~n;nnetio~-~qainst-an-tnfrtnqer-tn-~eeorA~I\ef!-wt~~ 

th@-pcin~~pi~~-of-~1~ttyT--~ne-eo~rt-in-it~-d~~ereti~n·-Mey 

al i~w- tone- req t !'tt r~~:nt- to·· reeo•e r- t l'te -d!l,..e~es- ea~Jsed- by- th~ 

iflfdn1e!ller\t:-er -tl'l:e- pr~f oif':!'t -et -I:: he- inf e t !'I (Jet- at tt" ibntah i~- to 

the- i nfr~ n~em~nt- 1 -er -both~-· -~h~- eo~;~r~ -may -order-~t~y 

eounterfeit,-or-t~i~at~~n~-tn-th~-pos,~!'tsion-or-~nd~r-th~ 

eentroi-of-an-tnfrinqer-to-be-destroyed-and-in-e~~eptt~nek 

eases-th~-e"~rt-~ay-al~o-awar~-r~ft~onabl~-attorner-f~e~-t~-t~e 

pre•sf)tnq-partr~ 

iT·-Lt~eitneod-of-in;~ry-to-b~'ine~s-rep~tatton-~r-to-a 

trade -na~e- ""'ltd- st -eoiM'.on- I D"'T -or -of -dt htion- of- f':hfl! 
di~tt 1\et-t .. e -q~:Sahty- of -ft-!P.ft'~ 1-w~etl\e t- t"egi !SU~ red ~or- !"'et 

req ht:ered-under- thi~-ebapt:r.r, -sna ll·- he -a-qrocnd- f~,. 

tn;cneti•e-relief-notwi~h~tand~nq-t:h~-ab~enee-of-e~~p~tition 

between-the-part:ie,-oc-th~-ab~enee-of-eonfdaion-a~-to-the 

sottree-of-q"~d!t -or-~!'! r 'fi:ee!'tT '!_"l:'_~ne:.r __ Qf_a_IT!-a~~~}_st e_r ~~ 

und~.!..__!t)_~s ch~.E~~n:t~.Y. E!.£C:.~e:d -~ ... s~!__t___!.2_~.nloin tt!~ 
~~fact_l_l_f_!!_~~~ .. ~l~~·.___2!_~~.!~......2!. .. ,,~~ cou,t~r f_ei t s 9~ 

!..!'l~t!_o~~-ttle '!!_~~~~ any_~?~~-<!i' .. 9.rant ___ i_nj~c:.!J-.9~!> .~2 

~~~~-~- .~uch. ~al\uf.~~!~~~-~~-! .. di">e_la_y_~-~~l!~.~h~-~~ 
~-eems 1ust .~D~~~!?ndble:, _al_'l_<!__n:':a}'_~qui~-~ the .d~_fcndant_~ __ l.2 

e_ay_~ such .. _~ner -~1-~~~~~~~i~~o_!l'l _o_r __ !.!J .. da~.e~ 
sLlf.~!.£.~9 ~-~i!.~~ _ ~-~.£.!!._-..:_ro.!~~-1 ~anu~_~c~u.!..£...!_ ~1~e_.~ !~I?~~..l:! 
9.!.......!~ The ~5?.U~l: ~-lso o~_dt>~~.t .. ~o.u.n~':.!!!i.t~. or 

1!.!1 tat 1 ?.!!~ _ _i. ~- _the _p_q~_sess _l o_n .. Q!._ unde:!__ ~h~~-_£on t .r _C?.l 2~ 

dcfe~~.be del ivered __ ~~-f_fi.cer _ot_~~-~-'~- ~~--tllc 

cM£!.!.!!1.~- .t:..C?_!l_!__~~s~x~<! .. --~h.e f~~-~ ,_ .~n its. ~ ~-~£.!.~~ ~<?n_, 
~-e~3udg~~,!'l~ ~\~~~ ~.o t'!xcee~ ~h-~~\mt'!~ 
such profits !"_!ld d~lt'age~_a_l)d __ re.a_s~[i~~~e _!1-_ttorn'!l:! . .'._ges of .t:...~.! 

pr~vai l in.~~H:_J...!! __ cases wh_e~~P~- court._ O.J.'I.<:!~~ _£_th_!! 

2!!_!:.i:.__.£Q_ml11.!.l!_~4 _stlch wrongful .'!.~!·_s .":'~.!:.D _k!_lp.:_~~O...£._ ~!!_~ad 

f~_g.!....._2~t_'l~r'.li_s~ .. .!!... _a_C..£9..!~ .. t...£.....!~ __ c~~.t.!!l_C.£_s _£.! _ t_he 

£.~.~-~ 

• 
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1'he_enumer.ati~'." Q!_.~- right or _r_!me-dY....J.t) .. _!._~t~~@'~tiC!n 

sha.~J .. not_af.!..!_~~- . .!......!....~s.!.~t rafl_t.~ ig~ t..2..__F~£,!~£Ut~-- _unde.~ .. ~ 

~~-~2~f.-~.!!~ -~.5~~ 
Sec. lS. NF.W .~e:Ct:ION. 548.llA FORUH FOR ACTIONS 

REGARDING REGISTRATION-- SF.RVIC~ 0~ OUT-OP-STAT£ REGISTRANTS. 

1. Actions to require cancP.llation of a ~ark registered 

pursuant to this chapter shall be brought in district court. 
In an action for cancellation, the ~<-crctary shdll not be madl" 

a party to the proceeding but shall be notified of the filing 

of the conplaint by the cl~rk of the district court in which 
it is tiled and shall b~ given t~e right to intPrv~ne in the 

action. 
2. In an action brought against a nonresident rP.qistrant, 

service ~y be effected upon the secretary as agent for 
service of the registrant in accordanc~ with th~ proc~durP.!l 

established for service upon nonre~ident corporations and 

business entities unoier section 61'1.3. 

Sec. 16. »E:W -~-ESTle.?~· 548.118 COKMON J,AW RIGHTS. 
This chapter shall not adversely affect the r\qhts or the 

enforce~ent of riqhts in marks acquired in qood faith at any 

time at corn."':'lon law. 
Sec. 17. NEW SECTION. S4S.llC FF.E:S. 

The secretary shall by rule adopted pursuant t.o chapter 17A 

prescribe the fees payable for the vac ious applications and 
recording fees and for related servicP.s. Unless specified by 
the secretary. the fees payable pursuant to this chapter are 

not refundable. 
Sec. lS. PENDING ACTIONS NOT APFECTED. Thls Act shall not 

affect any suit, proce~ding, or appe.al pendinq on the 

effective date of thi9 Act. 
Sec. 19. RnEAL. sections 54S.l2 and 548.1}. Code 1993, 

are repealed. 
SQ'c, 20. com: E:DIT"<lR. The CQdP. ~dit.or ~hall renu;nber 

sQ'ctlons as provided in this Act to enflure consi!ltency with 

the model st.cltP. trad~rnark bill promulq.atPd by thP. United 

- -
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States trademark association, including. the most recent 

revisions in the model bill. 
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